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Part | 


THE NINTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADEMARK ACT OF 1946* 


By Walter J. Derenberg* * 


INTRODUCTION 


While the period since the Philadelphia Convention of the 
American Bar Association in August 1955 has brought about no 
significant legislative changes in our domestic trademark law, 
great progress was made during recent months toward a more 
effective regime of international trademark protection. The Bien- 
nial Congress of the Association Internationale pour la Protection 
de la Propriété Industrielle (A.I.P.P.I.), held during the last week 
of May 1956 in Washington, D. C., was undoubtedly an outstand- 
ing event, not only because it was the first convention of this 
international organization in the United States, but primarily 
because it was likewise the first meeting of this kind which was 
almost global in scope and attendance, since many sister American 
republics sent delegates to the Congress, including even those 
countries which do not at present belong to the International 
Convention of 1883. 

When the Inter-American Bar Association met at Dallas, 
Texas, in April of this year, it was already apparent that there 
was growing interest in many of the other American republics in 
working toward adherence to the Paris Convention as last revised 
in London in 1934. A formal resolution was adopted, requesting 
the Director of the International Bureau at Berne to extend a 
formal invitation to the governments of all American republics to 
adhere to the Convention, or, in any event, to send delegates or 
observers to the Diplomatic Conference for revision of the Con- 
vention which will be held in Lisbon in 1957. At the A.I.P.P.I. 


* A Progress Report Submitted to the Section of Patent, Trademark and Copy- 
right Law of the American Bar Association, at its Annual Convention at Dallas, Texas, 
August 26, 1956. Reprinted by special permission from the September 10, 1956 issue 
of the Patent, Trademark and Copyright Weekly Reports, published by The Bureau of 
National Affairs, Inc., Washington 7, D. C. 

** Member of New York Bar; member of Board of Directors and chairman of 
Editorial Board of U.S.T.A. 
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Congress at Washington, D. C., our delegation caused the adop- 
tion of a unanimous resolution in almost the same words in which 
it had been formulated at the Dallas meeting of the Inter-American 
Bar Association and the exceptionally large attendance of dele- 
gates and observers from the other American Republics justifies 
a note of optimism at the present time toward ultimate adoption 
of a truly universal convention dealing with patent and trade- 
mark protection which might eventually combine the better fea- 
tures of both the Paris Convention and the General Inter-American 
Trademark Convention of Washington, 1929.* 

Perhaps even more encouraging and significant with regard 
to the improvement of our international trademark relations in 
the future is a resolution passed by the Washington Congress to 
recommend that both French and English should be recognized 
as official Convention languages and that it should be recommended 
to the forthcoming Diplomatic Conference in Lisbon that the 
International Bureau in Berne be provided with the necessary 
funds to publish its authoritative publication, LA PROPRIETE 
INDUSTRIELLE, in English as well as in the French language. 
At the same time, the Director of the Berne Bureau announced 
at the Washington meeting a plan for publication by the Bureau 
beginning this Summer of a periodical to be printed in English 
and made available on a subscription basis, which would contain 
articles and reports of developments of interest to the patent and 
trademark Bars in all English-speaking countries. (The first 
issue of this INDUSTRIAL PROPERTY QUARTERLY has now be- 
come available in this country and may be secured from The 
United States Trademark Association.) Even though it may be 
true, therefore, that comparatively little progress was made dur- 
ing the recent meeting toward establishing uniform, substantive 
Convention law with regard to trademarks, and that, indeed, the 
problem of finding an internationally acceptable definition of a 
trademark was referred back to the Executive Committee for fur- 
ther study, both government representatives and individual dele- 
gates to the Congress were able to leave the meeting with a sense 
of genuine satisfaction and encouragement. 


1. A summary of the resolutions passed at the Washington Congress as well as 
some of the major addresses delivered there and at the subsequent annual meeting of 
The United States Trademark Association are published in a special issue of THE 
TRADEMARK REPORTER for June 1956, Volume 46, page 669 et seq. The resolutions of 
the Washington meeting with regard to both patents and trademarks were also re- 
printed in THE UNITED STATES PATENTS QUARTERLY, Volume 110, No. 2, July 9, 1956, 
pages III and IV. 
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On the other hand, legislative activity, both federal and state, 
with regard to trademarks was negligible in the United States. 
No further progress was made since last year’s report? toward 
enactment of the Wiley Bill, nor has the so-called “Model State 
Act” been enacted in any additional state since August 1955.* 

As in the past, this report will be divided into three main 
parts. The first will review trademark problems which arose in 
the course of ex parte proceedings, while the second part will 
offer a survey of recent decisions in the Patent Office and in the 
Court of Customs and Patent Appeals in inter partes matters. 
The third part will include a summary of significant court deci- 
sions in trademark infringement and unfair competition cases. 


PART I. INTERPRETATION OF THE LANHAM ACT BY 
THE PATENT OFFICE IN EX PARTE PROCEEDINGS 


I. THE PRINCIPAL REGISTER 
1. Problems of Registrability 


a. Trademarks and Trade Names 
It would seem that past Patent Office and court decisions have 


not yet entirely clarified the relationship between registrable 
trademarks and unregistrable trade names. It will be recalled 
that the Court of Customs and Patent Appeals, several years ago, 
upheld the Patent Office in refusing registration to the words 
LYNDALE FARM, FLOYDADA, TEXAS, used on a placard attached to a 
crate for cattle.‘ The court there emphasized that the Lanham 


2. Derenberg, The Eighth Year of Administration of the Lanham Trademark Act 
of 1946, 106 USPQ No. 8, Part II, September 12, 1955, 45 TMR 987, hereinafter 
referred to as The Highth Year. 

3. One item of federal legislation that may be vitally important to trademark 
owners and trademark lawyers and should, therefore, be mentioned here is Section 177, 
“Trademark and Trade Name Expenditures,” of Pub. L. No. 629, 84th Cong., 2d Sess. 
(H.R. 6143), which amended the Internal Revenue Codes of 1939 and 1954 (70 Stat. 
404); according to Section 177(a) “Election to Amortize” and (b) “Trademark and 
Trade Name Expenditures Defined,” it will now be possible, effective for the calendar 
year 1956, to amortize deductions over a 5-year period or more for expenditures “directly 
connected with the acquisition, protection, expansion, registration (Federal, State or 
foreign), or defense of a trademark or trade name; which is chargeable to capital 
account; and which is not part of the consideration paid for a trademark, trade name, 
or business.” Under this important provision, attorneys’ fees and other legal costs which 
arise in connection with registering and protecting trademarks and trade names will 
become deductible. 

The only State legislation which may be of interest is an amendment to the Pennsyl- 
vania Registration Statute, House Bill 1890, signed by the Governor May 29, 1956, 
which provides for the first time for the registration of service marks in that State. 
The act became immediately effective upon enactment thereof. 

4. In re Lyndale Farm, 88 USPQ 377, 186 F.2d 723, 41 TMR 244 (C.C.P.A., 1951) ; 
ef. The Fourth Year of Administration of the Lanham Trade-Mark Act of 1946 (here- 
inafter referred to as The Fourth Year), 90 USPQ No. 8, Part II, 41 TMR 894; The 
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Trademark Act contained no provision for the registration of trade 
names as such. The District Court of the District of Columbia 
similarly held in an R.S. 4915 proceeding that the designation 
DUNCAN ELECTRIC COMPANY which appeared on a shipping carton 
and on a name plate attached to the goods, was not registrable 
as such.’ Despite these precedents, the Commissioner and the 
reviewing court recently had to pass once more on the registra- 
bility of the name WALKER PROCESS EQUIPMENT INC.° on the Principal 
Register. Registration had been refused by the Examiner of 
Trademarks on the authority of the LyNDALE FARM and DUNCAN 
ELECTRIC COMPANY cases.” The Court of Customs and Patent Ap- 
peals, while conceding that the distinction between trademarks 
and trade names is not always clear and that in a proper case a 
corporate name may serve both as a trade name and as a trade- 
mark, agreed with the Patent Office tribunals that where the name 
was used, as here, in connection with the geographical location of 
the applicant (the specimens submitted also included aurora 
ILLINOIS OF AURORA ILL. U.S.A.) and in conjunction with the latter’s 
primary trademark proqurP, the corporate name failed to have any 
trademark significance whatever. The applicant’s argument that 
in the LYNDALE FARM case, the name had not been attached to the 
actual product (cattle) but to the crate enclosing the cattle, where- 
as in the Walker case the name appeared on the product itself, 
was rejected on the ground that a trade name does not ipso facto 
become a trademark when it is applied to the merchandise itself. 
The Court said: 


“That is but one of the factors to be considered in determin- 
ing whether there has been a trademark use.” 


It has thus once more been judicially established that a mere trade 
name, used solely to indicate the name and/or address of the 
manufacturer or trader does not—without more—satisfy the re- 
quirements of the definition of a trademark under Section 45 of 
the Act of 1946. 


Sizth Year of Administration of the Lanham Trade-Mark Act of 1946 (hereinafter 
referred to as The Siath Year), 98 USPQ No. 8, Part II, 43 TMR 779. 

5. Duncan Electric Mfg. Co. v. Marzall, 95 USPQ 242, 42 TMR 919 (D.C.D.C. 
1952). Cf. The Siath Year, note 4 supra, at p. 781. 

6. In re Walker Process Equipment Inc., 110 USPQ 41 (C.C.P.A., 1956). 

7. This decision was affirmed by the Commissioner, Ex parte Walker Process Equip- 
ment Inc., 102 USPQ 443, 45 TMR 320 (Com’r, 1954). 
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b. Slogans and “Combinations of Words” 


The liberal trend toward permitting registration of advertis- 
ing slogans even on the Principal Register has continued since the 
Commissioner’s decision in Ex parte Robbins & Myers, Inc.,* where 
the slogan MOVING AIR IS OUR BUSINESS was held registrable under 
Section 2(f) for electric fans. That the rule of the latter case 
should not be too leniently applied may be concluded from the 
Commissioner’s recent decision in Ex parte Deering, Milliken & 
Co. Inc.,° which involved the registrability on the Principal Reg- 
ister of the slogan LOOK FOR THE SILVER LINING for textile fabrics. 
The application was not based on Section 2(f) and was refused 
by the Examiner of Trademarks on the ground that the slogan 
was “merely descriptive” of the goods, since the words, although 
having a double meaning, informed the public that the fabrics 
were colored silver. The Commissioner held that while the slogan 
was capable of distinguishing applicant’s goods in view of its 
double meaning, it was not registrable on the Principal Register 
without the submission of evidence tending to show the manner 
and extent to which the slogan had been advertised and its probable 
significance to the general public. Since the slogan appeared 
merely at the bottom of the garment tags, and was entirely sub- 
ordinate in significance to applicant’s primary trademark mMixium, 
it was held that in the absence of evidence of trademark significance 
or recognition, the slogan was not registrable on the Principal 
Register. It may be concluded from this most recent ruling on the 
registrability of slogans that subordinated use thereof in con- 
junction with a primary trademark will adversely affect regis- 
trability of such slogans on the Principal Register or that at least 
a slogan which may have a “double meaning” is not registrable 
without proof of distinctiveness and of proper trademark usage. 
Where the slogan is considered “merely a laudatory and informa- 
tive phrase,” such as you’D HAVE TO BE TOLD—THEY FOLD,” such 
phrase will be held incapable of distinguishing applicant’s goods 
and unregistrable as such. While the Commissioner observed that 
even this slogan might, under certain circumstances, perform a 


8. 104 USPQ 403, 55 TMB 477 (Com’r, 1955). Cf. The Eighth Year, note 2 supra, 


p. 1009. 
9. 109 USPQ 69, 46 TMR 645 (Com’r, 1956). 


10. Ez parte Norquist Products, Inc., 109 USPQ 399, 46 TMR 987 (Com’r, 1956). 
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trademark function, it should not be considered even as a part of 
a composite mark where it separately appeared beneath the pri- 
mary mark on the specimens. In this particular instance it was 
pointed out that the slogan was “completely lost in the other 
informational material.” Registration of the slogan as part of the 
composite mark was, however, denied without prejudice to the 
filing of a proper application for registration of the slogan alone, 
provided it could be shown that it performed a trademark function. 


c. Style and Model Designations 


Although the unregistrability of mere style designations is 
hornbook law today, there appears to be an increasing awareness 
that in certain industries, at least, style names bear the character- 
istics of distinctive trademarks, as well as those of model names. 
Thus, in Ex parte Gemex Co.," applicant sought to register the 
word rHapsopy for bracelets and, more particularly, watch bracelets 
and watch bands; it was one of numerous style designations which 
applicant used in conjunction with its primary trademark GEeMex. 
The Commissioner observed that model designations advanced and 
promoted by the user may be registrable but that in the present 
instance, registration of the word rHApsopy alone could not be 
permitted since the specimens showed the word displayed only in 
connection with ceMEx in a single line and in identical type. 
Registration of the word rHapsopy alone would, therefore, have 
resulted in “mutilation” of a composite mark. But applicant was 
given leave to amend its drawing so as to show use of the word 
RHAPSODY separately from its primary trademark. Contrary to the 
Examiner of Trademarks, the Commissioner further held that 
GEMEX RHAPSODY, as used on watch bracelets, was not likely to cause 
confusion with the mark rHapsopy for Bulova’s watches or with the 
mark RHAPSODY as used on rings by another previous registrant. 
It was also noted that since the registrant of the word RHAPSODY 
for rings had given a letter of consent in the case of Bulova 
Watch Company’s application to register the word, there was no 
reason to assume that greater likelihood of confusion would exist 
with regard to rHapsopy for watch bracelets than there might have 
been in connection with the use of the word RHAPsopy in connec- 
tion with watches. 


11. 106 USPQ 386, 45 TMR 1519 (Com’r, 1955). 
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Perhaps even more significant was the Commissioner’s obser- 
vation in The Bell Co., Inc. v. Packard Motor Car Co.,* that it was 
common practice in the automobile industry to identify specific 
models by specific names and that such model names may well have 
trademark significance. The question here arose not ex parte but 
in an opposition proceeding in which an application to register 
MAYFAIR for passenger automobiles was opposed by a previous 
registrant of MayFrair for automotive chemical preparations. The 
Commissioner, after noting that the name MAYFAIR ON a PACKARD 
automobile model may perform a trademark function as well as 
serve as a model designation, held confusion between the goods 
involved to be unlikely and dismissed the opposition on that ground, 
but required a subsequent ex parte showing by the applicant to 
the effect that the model name was still in use by applicant and 
had not been discarded as such names frequently are after a rela- 
tively short period of use. Again, in Ex parte Nuodex Products 
Co., Inc.,* registration of a blue band for a cobalt paint drier had 
been denied on the ground that it served only to indicate the type 
of product as distinguished from other products of the same appli- 
cant. In reversing the examiner, the Commissioner held that a 
device such as this may serve as a type designation as well as a 
trademark and that the blue band’s use on applicant’s paint drier 
was recognized as an indication of origin by the purchasing pub- 
lic. The Commissioner considered the blue band to be registrable 
despite the fact that the same applicant had other applications 
pending for differently colored bands, a fact which had led the 
examiner to suggest that applicant sought a monopoly of color 
as applied to the central portion of a drum for paint driers. The 
Commissioner held, however, that there was no question of “mo 
nopoly” involved but only the fact question whether the various 
colored bands actually distinguished applicant’s product. That 
the examiner’s position may not have been entirely free from 
merit would seem to follow from the much-quoted language of the 
United States Supreme Court in Leschen & Sons Rope Co. v. 
Broderick & Bascom Rope Co.,* where our highest Court said: 


12. 107 USPQ 243, 46 TMR 354 (Com’r, 1955). 
13. 107 USPQ 300, 46 TMR 225 (Com’r, 1955). 
14. 201 U.S. 166, 171 (1906), aff’g 134 Fed. 571 (8th Cir. 1904). 
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“Even if it were conceded that a person might claim a 
wire rope coloured red or white, or any other colour, it would 
clearly be too broad to embrace all colours; 

“«* * * and a trademark which may be infringed by a 
streak of any colour, however applied, is manifestly too 
broad.” 


On the other hand, it may well be that on the record before the 
Commissioner in this particular case, there was no reason to as- 
sume that the applicant had actually intended to seek exclusive 
trademark protection for practically all colors which might be used 
to identify this particular portion of applicant’s product. Be that 
as it may, the Commissioner’s ruling in this case stands for the 
proposition that the use of a color band or strip on one or a few 
additional products may not only serve as an unregistrable style 
designation but may acquire trademark distinctiveness and, there- 
fore, be held registrable on the Principal Register. It may not be 
amiss to observe, on the other hand, that a showing of distinctive- 
ness of a colored band would seem to become increasingly difficult 
if the claim of distinctiveness is not limited to one particular color 
but seems to embrace more or less the entire spectrum. 


d. “Ingredient” Marks 


It was pointed out in last year’s report,” that the question of 
registrability of “ingredient” marks had been left in a state of 
some confusion since it had been held in a number of Commis- 
sioner’s decisions, notably in the Lurex and Penaten cases,** that 
such marks are unregistrable as long as they refer to “an unidenti- 
fied and unidentifiable ingredient.” As was pointed out in an 
earlier report,”” the registrability of these ingredient names was 
passed upon in the Lurex and Penaten cases in the course of an 
opposition and a cancellation proceeding respectively, and led to a 
ruling of invalidity ex parte despite dismissal of the opposition 
and the cancellation. Concern was expressed and was still preva- 
lent at the time of last year’s report whether these decisions 





15. The Eighth Year, note 2 supra, p. 999. 

16. The Dobeckmun Company v. D-Con, Inc., 100 USPQ 312, 44 TMR 735 (Com’r, 
1954) ; John H. Woodbury, Inc. v. Penaten, 101 USPQ 496, 44 TMR 1215 (Com’r, 1954). 

17. The Seventh Year of Administration of the Lanham Trade-Mark Act of 1946 
(hereinafter referred to as The Seventh Year), 102. USPQ No. 7, Part II, pp. 5-6, 44 


TMR 991, 1002-1004. 
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intended to overrule Commissioner Kingsland’s decision in Ez 
parte Iibbey-Owens-F ord Glass Co., (the BONDERMETIC SEAL case), 
and would virtually make impossible, or at least extremely difficult, 
the registration of any ingredient mark. It is, therefore, gratifying 
that Commissioner Leeds took occasion in another opposition pro- 
ceeding in which the opposition had been dismissed but registra- 
tion refused on the ground of unregistrability of an ingredient 
mark, to clarify this important question by expressly stating that 
there had been no intention to overrule the “Bondermetic Seal” 
ease and that the applicable rule in ingredient mark cases may be 
stated as follows: 


“Tf the mark is used to identify a component—e.g., an in- 
gredient, an added substance, a finish, or a part—and dis- 
tinguishes such component from those of others, and it is 
properly used on or in connection with the goods, or on dis- 
plays associated with the goods, and the goods are sold or 
transported in commerce, it is registrable even though it may 
have originally been an ‘advertising gimmick’ to aid in sales 
promotion. As stated, the question is a fact question, namely 
does the mark, as used, identify and distinguish the goods 
for which registration is sought?” * 


Consequently, the word KoCat was held registrable as identifying 
a brightening and whitening agent of applicant’s detergent, pro- 
vided the application were amended so as specifically to identify 
the goods. Despite the admitted clarification of the problem in the 
just-quoted decision, the question of registrability of ingredient 
names, as such, will present many difficulties of administration, 
particularly in cases in which the ingredient is never sold by itself 
as a separate product; under the practice as now revised, it seems 
that such names may, nevertheless, be registered as long as the 
specimens submitted clearly indicate that the mark involved desig- 
nates an ingredient which is part of another article of commerce.” 


18. 75 USPQ 202, 37 TMR 864 (Com’r, 1947). 
19. Winthrop Stearns Inc. v. Milner Products Company, 106 USPQ 382, 384-5, 
45 TMR 1512 (Com’r, 1955). 

In the most recent decision involving an “ingredient” mark, which came up 
in the course of an opposition proceeding, The 8. K. Wellman Company v. U. 8. Elec- 
trical Motors, Inc., 110 USPQ 259 (Com’r, 1956), registration was denied on the ground 
that the language “This motor is equip with VELVATROL” did not convey trademark 
significance of the last word. A valuable survey of all recent cases including unre- 

orted Patent Office actions may be found in Breitenfeld, Recognition of Ingredient 
Marks as Trademarks, 46 TMR 241 (1956). 
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e. Trademark “Devices” 


In what appears to have been the first interpretation of the 
word “device,” as used in the definition of trademark in Section 45 
of the Act, the Commissioner had to pass upon the registrability 
on the Principal Register of a “trademark” consisting of a water- 
filled masonry block with three toy ducks floating therein, each 
duck carrying the word rox thereon.” This “trademark” had been 
rejected by the examiner not only on the ground that it served 
merely as a device to advertise the capabilities of the applicant’s 
product, but on the additional ground that it was “merely a physi- 
cal display associated with the goods” and did not function as a 
trademark. The examiner’s decision was affirmed on both grounds 
and it was specifically held that, contrary to applicant’s contention, 
the alleged trademark was not a registrable “device” under the 
statute. According to the Commissioner, a display demonstrating 
the qualities of applicant’s product could, under no circumstances, 
be considered a “device” identifying the applicant’s product and 
distinguishing it from those of others. It was held to be a “mer- 
chandising display and not a trademark.” It may be observed that 
registration was sought on the Principal Register, but under the 
reasoning of the decision the alleged mark would apparently have 
been equally unacceptable for purposes of the Supplemental Regis- 
ter. 

A true borderline case, also involving an interpretation of 
the term “device,” came before the Court of Customs and Patent 
Appeals in In re Swift & Co.” In that case, the Patent Office 
officials had rejected ex parte the so-called “polks: dot” banding 
which appears on the round cans of applicant’s household cleanser. 
According to the description of the mark, which is quoted in full in 
the Examiner in Chief’s opinion,” the polka dot design did not 
serve as a background for the entire package but was placed 
around and covered only the cylindrical sides of the can. One of the 
polka dot designs was accompanied by the legend Pick THE POLKAa- 
pot package cleanser. The Examiner in Chief, in denying registra- 
tion, had considered this case indistinguishable from the earlier 


21. Ez parte Cairns, 107 USPQ 150, 46 TMR 200 (Com’r, 1955). 
22. 223 F.2d 950, 106 USPQ 286, 45 TMR 1356 (C.C.P.A., 1955). 
23. 100 USPQ 36, 44 TMR 557 (Com’r, 1953). 
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decision by the same Court in the Burgess Battery case* in which 
it had been held that background material which was nothing but 
ornamentation of the entire package could not function as a tech- 
nical trademark.” However, the Court distinguished the Burgess 
Battery case on the ground that the stripe design in that case was 
merely ornamental dress, devoid of any trademark significance, 
while in the present instance, the polka dot design was distinctive 
and did not lose that characteristic because it also served to make 
the article look more ornamental. Said the Court in In re Swift & 
Company: 

“In a limited sense, every device or symbol used as a 
trademark constitutes a part of the dress of the article to 
which it is applied but it is the conventional ornamentation 
or mere surface decoration as such that cannot be monopo- 
lized under a claim to trademark signification.” 


Appellant’s polka dot design as a whole was held to be a trademark 
“device,” and therefore registrable under Section 2 of the Act. 
While the distinction drawn by the Court between this case and the 
Burgess Battery case may present difficulties in practical adminis- 
tration, the polka dot decision will serve to encourage registration 
of distinctive package designs on the Principal Register as long 
as they can reasonably be said to serve a trademark function and 
do not constitute mere embellishment or ornamental background 
of the entire article or its container.” 


f. “Merely Descriptive” Marks under Section 2(d); 
Registrability of Names of Periodical Sections 


The Commissioner took occasion once more to emphasize the 
legal distinction between marks which are “merely descriptive” 


24. In re Burgess Battery Co., 112 F.2d 820, 46 USPQ 39, 30 TMR 392 (C.C.P.A., 

1940). 
25. It will be recalled that in a su uent proceeding under Section 2(f), the 
Court of Appeals for the District of Columbia in a “4915” proceeding, came to the 
same conclusion, Burgess v. Watson, 204 F.2d 35, 96 USPQ 293 (C.A.D.C. 1953), aff’g 
92 USPQ 90, 101 F.Supp. 812, 42 TMR 237 (D.C.D.C. 1952); cert. den. 346 U.S. 822, 
99 USPQ 490 (1953). See The Siath Year, note 4 supra, p. 791. 

26. An application to register a somewhat grotesque caricature of a girl’s head 
beneath which appears her name LITTLE ELPEE (the name disclaimed) as used on valves, 
ete. in connection with heating apparatus sold under the trademark REGO, was denied 
on the ground that the mark described was not a registrable trademark device but was 
used only as a sales promotion “gimmick” (Ez parte The Bastian-Blessing Company, 
110 ee ane (Com’r, 1956). In the most recent case, Ex parte Booth Bottling Co., 
Inc., 110 USPQ 240 (Com’r, 1956), the outline design of a shield-shaped label with a 
text superimposed thereon, as used for soft drinks, was refused registration as being 
incapable of distinguishing. 
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under Section 2(d) and, therefore, capable of acquiring distinctive- 
ness under Section 2(f), and those which are actually generic and, 
consequently, entirely incapable of distinguishing.” It was empha- 
sized once more in at least one case that the statute does not use 
the adjective “generically descriptive.” The point was raised col- 
laterally by an applicant for registration of the term GALE-BUSTER, 
which application was opposed by the registrant of certain other 
marks including the word GaLz, and particularly the word GALE- 
ooaT.** The applicant had argued that the word GaLz was “gener- 
ically descriptive.” Commissioner Leeds said: 


“What does the term ‘generically descriptive’ mean? 
‘Generic’ is a word meaning pertaining to, or having the rank 
of, a genus. A ‘genus’ is a class; order; kind; sort. ‘-ally’ is 
an adverbial suffix used with adjectives ending in ‘ic.’ ‘De- 
scriptive’ means expressive of the quality, kind or condition 
of that named by the term to which it attaches as adjunct, 
without particularization. So far as has been found, the term 
is reserved for use in trademark legal parlance; but analysis 
of the term, even there, shows that it is meaningless. If it is 
used to mean that a given word identifies and is commonly 
used and recognized as describing a class, or order, or kind, 
such word might be termed ‘generic,’ but it seems preferable 
to say, in such a case, that the word is commonly used and 
commonly recognized as identifying or describing a class of 
goods in which the applicant’s product falls.” 


It was then held that the word GaLz as used in connection with 
GALECOAT was not “merely descriptive” nor “generically descrip- 
tive” nor “generic,” but a valid, suggestive trademark. 

There were numerous other Commissioner’s decisions which 
indicate that a mark should not be held to be “merely descriptive” 
unless it be very obviously, and one might say, overwhelmingly so; 
thus the Examiner of Trademarks had refused registration of the 
word GRAVITY-DROP as used on office filing cabinets but was reversed 
by the Commissioner on the ground that the term did not refer 
to a particular type of drawer and was not “necessary” to describe 
applicant’s cabinets.” According to Commissioner Leeds, a mark 
should not be held merely descriptive “if its significance depends 


27. Cf., The Eighth Year, note 2 supra, p. 1011 e 

28. The Alligator Company v. Colonial Togs, 107 USPO 326, 46 TMR 127 (Com’r, 
1955). 

29. Ez parte U. 8. Stationery Company, 109 USPQ 67, 46 TMR 644 (Com’r, 1956). 
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upon round-about and detailed reasoning which leads to a connec- 
tion between the mark and the goods.” Again, it was decided in 
Ex parte Velveray Corp.,* that the mark ruse print for certain 
types of transparent plastic films was registrable on the Principal 
Register. It is interesting to note that the Examiner of Trade- 
marks had considered this term not only descriptive but incapable 
of distinguishing applicant’s goods, in which event it would not 
even qualify for registration on the Supplemental Register. In re- 
versing the examiner and holding the term registrable on the Prin- 
cipal Register, the Commissioner observed that the mark did more 
than merely give information to the effect that the print had been 
“fused” into the film and that there in fact was no absolute 
“fusion.” It was further held that the term ruse print had neither 
any well recognized meaning nor any meaning at all as applied to 
applicant’s goods and that the use of the word ruse was neither 
descriptive nor misdescriptive, but merely “a suggestive term.” 
Likewise, the word HEATUBE was held registrable on the Principal 
Register on the ground that the word functioned as an indication 
of origin, and that the “immediate and only effect of the word” was 
not to describe the product.” Since, furthermore, the term was not 
in common usage in the trade, it was found to be not “merely 
descriptive.” According to this liberal approach, a mark would 
appear to be disqualified as “merely descriptive” under Section 
2(d) only if the conveyance of descriptive information to the 
public is the “immediate and only effect” of the term involved. 
On the other hand, the name Hare TAMER for hair dressings 
was characterized as an apt description of the product, even 
though it may not be the common descriptive name thereof.” 
The decision was based, however, not so much on the inherent 
descriptiveness of the term as on the fact that the applicant him- 
self was using the word as a descriptive name for its PRO-CAPA 
product. Similarly, the term sun Lass for artificial lashes for 
protecting the eyes from effects of the sun’s rays, was deemed 
unregistrable on the ground that the term was “nothing more 
than the name of the goods.” ** Here the Commissioner said: 


30. 109 USPQ 419, 46 TMR 1141 (Com’r, 1956). 

31. Ez parte Heatube Corp., 109 USPQ 423, 46 TMR 1144 (Com’r, 1956). 

32. Ez parte Pro-Capa Products, Inc., 109 USPQ 421, 46 TMR 1140 (Com’r, 1956). 

33. Ea parte Volkening, 110 USPQ 138, 46 T 1165 (Com’r, 1956). Most re- 
cently, CHISEL-TOOTH for saws was held incapable of distinguishing in Hz parte R. Hoe 
§ Co., Inc., 110 USPQ 244 (Com’r, 1956). 
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“Not only is suN LASHES an apt description for artificial 
lashes for protecting the eyes from the effects of the sun’s 
rays, but it seems to be the only apt description for them.” 


Recently Commissioner Leeds also had occasion to pass on 
the registrability of names of periodical and magazine sections 
and in this respect, laid down a somewhat stricter test than had 
been applied by the Office in the past. The Trademark Division, 
in years past, had held such names generally registrable and had 
determined their registrability on either Register solely according 
to the degree of descriptiveness of the particular section name. 
Commissioner Leeds has now ruled in two recent cases involving 
the same applicant* that registrability of such names involves a 
more fundamental question than that of descriptiveness alone. 
The first of these cases concerned the title BETTER HOMES & GARDENS 
PRIZE TESTED RECIPES, which had been refused registration by the 
examiner on the ground of descriptiveness. On appeal, it was held 
that the basic question was whether a magazine section title actu- 
ally identified the section itself from those of other magazines, or 
whether it was solely intended to distinguish one section of appli- 
cant’s magazine from the other sections thereof. Only where it 
can be shown that the section title may have become so well known 
that the reading public associates the title with one particular 
magazine may it be held to have acquired distinctiveness and to 
have become registrable. According to the Commissioner’s deci- 
sion, the question of descriptiveness should not even be considered 
until the basic determination has been made that the section title 
has, in fact, become distinctive as a separate trademark. The 
above-mentioned title was then held to be incapable of distinguish- 
ing a magazine section and therefore unregistrable on either regis- 
ter. In the companion case, which involved your PET AND MINE 
for a section in a periodic publication, it was likewise held that, 
in the absence of a showing of distinctiveness, the title was not 
registrable on the Principal Register but that this title was not 
so completely descriptive as to be incapable of distinguishing. 
The applicant was, therefore, given leave to amend the application 
so as to seek registration on the Supplemental Register. 


34. Ea parte Meredith Publishing Company, 109 USPQ 426 and 427, 46 TMR 1148, 
1150 (Com’r, 1956). 
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g. What Constitutes “Primarily Merely a Surname’? 


There appear to have been no further decisions interpreting 
the language “primarily merely a surname” since Assistant Com- 
missioner Leeds’s opinion in the RIVERA case, which was discussed 
at some length in last year’s report.** But one recent decision 
may have an important bearing on future Patent Office policy on 
this difficult and controversial issue. In Ex parte Norquist Prod- 
ucts, Inc.,*° registration of the words Norquist Coronet for tables 
and chairs was sought and the examiner had required a disclaimer 
of the word norquist as being primarily merely a surname. The 
Commissioner, on the other hand, stated that even a word which 
was primarily a surname may lose that significance when it 
appears “in a distinctive composite.” Said Commissioner Leeds: 


“While norguist, standing alone, might, in the absence of 
proof of distinctiveness, be considered primarily merely a 
surname, in the mark presented for registration, it is a part 
of a composite mark so integrated as to cause it to lose the 
surname significance. Under such circumstances, a disclaimer 
of NoRQUIST is not required.” 


This ruling is suggestive of a line of decisions under the repealed 
Act of 1905, which had interpreted the meaning of that part of 
Section 5 of the Act which permitted registration of names of 
individuals if they were “distinctively displayed.” The require- 
ment of distinctive display was held to be satisfied only where 
the name was “more or less lost in the distinctiveness of the dis- 
play.” *’ Similarly, it had been held in Frankfort Distilleries, Inc. 
v. Dextora Co.,** that the name, in order to qualify under the 
exception, must “give such a distinct impression to the eye of the 
ordinary observer as to outweigh the significance of the mere 
name.” ** The Commissioner’s decision in the NorQUIST case may 
thus be paraphrased to imply that the primary surname meaning 
of the word may be so lost in the overall impression of a com- 
posite trademark as to lose that significance altogether and make 


35. Ex parte Rwera Watch Corp., 83 USPQ 145, 45 TMR 1123 (Com’r, 1955) ; 
ef. The Eighth Year, note 2 supra, p. 1018. 

36. 109 USPQ 399, 46 TMR 987 (Com’r, 1956). 

37. See Ford Motor Co. vy. Windsor-Lloyd Products, Inc., 283 USPQ 115, 26 TMR 
175 (Com’r, 1936). 

38. 36 USPQ 297, 28 TMR 150 (Com’r, 1938). 

39. The Court of Customs and Patent Appeals in In re Nisley Shoe Co., 58 F.2d 
426, 13 USPQ 304, 22 TMR 265 (1932), had applied a similar test. 
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the composite mark registrable as a whole without a showing 
of distinctiveness under Section 2(f) and without a disclaimer of 
the surname. 


h. Distinctiveness under Section 2(f) 


The present Rule 2.41 provides, in accordance with Section 
2(f) of the statute, that a claim of distinctiveness may be based 
either on an allegation of substantially exclusive and continuous 
use in commerce during the five years next preceding the filing 
of the application, or on facts and circumstances other than such 
five years exclusive use. In the latter case, additional evidence 
in support of the claim is, of course, always essential, while in 
the former case, too, further evidence “may be” required according 
to Rule 2.41(b). It now seems well established, however, that in 
both cases the amount and nature of proof depends to a very 
large extent on the character of the mark involved.*° In this 
respect, the concluding observations of the Court of Customs and 
Patent Appeals in the minnesota cases** would seem to be par- 
ticularly significant. After having held that for various reasons, 
the opposition by the Minnesota Mining & Manufacturing Com- 
pany against registration under Section 2(f) of the word MINNE- 
soTa alone for paint should not be sustained, and after having 
ordered cancellation of the Minnesota Paint Company’s early 
registration of the word minnesota alone as invalid under the 
ten-year proviso of the Act of 1905, the Court noted that, in view 
of the dismissal of the opposition, Minnesota Paint would, at 
first glance, seem entitled to reregister the term MINNESOTA under 
Section 2(f) of the Act of 1946. However, the Court proceeded 
to examine the ex parte issue of registrability and, while not deny- 
ing registration for lack of proof of distinctiveness, remanded 
the case to the Examiner of Trademarks on the ground that the 
record did not seem to justify registration of so important a 
geographical term merely on the basis of an affidavit by the appli- 


40. For a very interesting discussion of the proof necessary in Section 2(f) cases, 
ef. Hancock, Three Dimensions in 2-F Evidence in the Trademark Office, 45 TMR 1157 
(1955). 

41. Minnesota Mining § Manufacturing Company v. Minnesota Linseed Oil Paint 
Company (by change of name, Minnesota Paints, Inc.); same v. same; Minnesota 
Linseed Oil Paint Company v. Minnesota Mining § Manufacturing Company, 108 
USPQ 314, 46 TMR 470 (C.C.P.A., 1956). 
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cant itself (even though the affidavit recited five years exclusive 
use). On the contrary, the Court clearly indicated that, in its 
opinion, a much higher degree of “proof” of distinctiveness should 
be required. It said: 


“Public policy is involved here and under the law and in 
the public interest it was not only the right but also the duty 
of the commissioner to determine, ex parte, and irrespective 
of the contentions of the parties, whether the primary geo- 
graphical term MINNESOTA is entitled to registration on the 
principal register under the provisions of law.” 


And again: 


“Upon careful consideration of these cases we are of the 
opinion that, in view of the obviously geographical nature of 
the word minnesota and the fact that it has been widely ap- 
plied to various goods by both of the parties involved in these 
proceedings, a mere affidavit by an applicant for registration 
asserting a conclusion as to exclusive use of the word as a 
trademark is not a sufficient compliance with the provision 
of section 2(f) of the Trademark Act of 1946, which states 
that the commissioner may accept, as prima facie evidence 


of distinctiveness, proof of substantially exclusive and con- 
tinuous use of the mark involved for the five years next pre- 
ceding the date of the filing of the application.” * 


It would thus seem that this part of the Court’s opinion, while not 
in the nature of a “decision” of an issue not directly before it, is 
a directive to the Patent Office to insist upon very convincing 
proof of distinctiveness in any application for registration of a 
distinctly geographical or descriptive term based on Section 2(f), 
regardless of the number of years during which the mark is 
alleged to have been used. 

Where the term for which registration is sought is found to 
be not only descriptive but actually generic, registration under 
Section 2(f) can, of course, not be secured under any circum- 


42. It is interesting to note that, as pointed out in our report for 1954 (The 
Seventh Year, note 17 supra, p. 1016), the House of Lords in England held a term such 
as YORKSHIRE for copper to be “incapable of distinguishing” even though it may in fact 
become distinctive. (Yorkshire Copper Works Ld.’s Application (1953), 70 R.P.C. 1.) 
Cf. Derenberg, Registrability of “Distinctive” Geographical Designations: The British 
“Yorkshire” Copper Case, 43 TMR 242 (1953). Apparently the Court of Customs and 
Patent Appeals would not go that far under the Act of 1946 but would merely require 
very substantial proof of distinctiveness before permitting registration of a common 
geographical term of this kind. 
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stances. On this ground, the Commissioner’s decision in In re 
International Staple & Machine Co.,* refusing registration of 
the words RETRACTABLE ANVIL for stapling machines, both hand and 
power operated, was affirmed by the Court.“ 

Among the Commissioner’s decisions interpreting Section 
2(f), the ruling in Bavarian Brewing Co., Inc. v. G. Heileman 
Brewing Co.,* is perhaps the most noteworthy. The question of 
registrability under Section 2(f) of the words op styLe for beer 
was not before the Commissioner on an ex parte appeal but arose 
in the course of an opposition proceeding which had been based 
on prior use by opposer of the words BAVARIAN’s OLD STYLE. The 
opposer had also alleged that these words were inherently in- 
capable of distinctiveness, had been commonly used by others, 
and were used by applicant itself “only as a laudatory or atten- 
tion attracting phrase.” After having dismissed the opposition, 
which had been sustained by the examiner on the ground that 
opposer failed to make a satisfactory showing of damage, the 
Commissioner proceeded to consider the registrability of the 
words OLD STYLE ex parte and particularly in the light of an alle- 
gation made by the opposer that applicant had not shown exclu- 
sive use of oLp SstyLEe during the critical period. In this regard, 
Commissioner Leeds ruled that there was no “critical period” for 
proof of distinctiveness in the statute: 

“There is nothing in the Act or in its legislative history 


which is comparable to the so-called ‘ten-year proviso’ of the 
Act of 1905.” 


It was then said: 


“The paramount question in these secondary meaning 
cases is not whether an applicant’s use has been exclusive or 
substantially exclusive. It is: Does the mark identify the 
applicant’s goods and distinguish them from others? Evidence 
of use of the same word or term by others may lead to a 
conclusion that an applicant’s mark does not in fact identify 
his goods and distinguish them from those of others, but it 
does not follow as day follows night that because others may 
have used the same term, either in a trademark sense or 


43. 99 USPQ 421, 44 TMR 450 (Com’r, 1953). 
44. 106 USPQ 280, 223 F.2d 506, 45 TMR 1354 (C.C.P.A., 1955). 
45. 107 USPQ 245, 46 TMR 359 (Com’r, 1955). 
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otherwise, that applicant’s mark ipso facto cannot have ac- 
quired a secondary meaning.” 


This decision would seem to stand for the proposition that sec- 
ondary meaning may be established even in a case involving as 
descriptive a phrase as OLD sTYLE, despite the fact that there may 
have been some comparatively unsubstantial use of the same 
phrase by other competitors in the past. The statutory language 
“substantially exclusive use” was thus given a very flexible and 
liberal interpretation. 

Two other Commissioner’s decisions involving Section 2(f) 
may be briefly mentioned here. In The Bib Corp. v. S. Albertson 
Co., Inc.,** an opposer sought collaterally to attack the evidence 
of secondary meaning which an applicant, relying on Section 
2(f), had submitted to the Patent Office. This was held impermis- 
sible on the ground that an opposer was not entitled to be heard 
on this ex parte issue and that apparently the Trademark Divi- 
sion itself had been satisfied with the applicant’s showing of 
distinctiveness. 

In Ex parte Gold Seal Co.,*" the most recent decision in the 
seemingly unending litigation concerning the registrability of the 
words GLASs wax, which has now been pending since 1949 without 
having been finally determined, the question arose whether regis- 
tration of the trademark eLass wax could now be completed under 
Section 2(f) on the basis of the record before the Patent Office 
and the Courts, even though the original application did not 
expressly specify that registration was sought under Section 
2(f). It may be recalled that the District Court had held that the 
notation GLAss wax was not “deceptive” under Section 2(a) but 
was “deceptively misdescriptive” under Section 2(e) and there- 
fore not registrable as a “technical” trademark without proof of 
secondary meaning* and that the Court of Appeals for the Dis- 
trict of Columbia recently affirmed the decision of the District 
Court.*® Since the adequacy of the proof of distinctiveness had 


109 USPQ 392, 46 TMR 980 (Com’r, 1956). 
. 109 USPQ 505, 46 TMR 1003 (Com’r, 1956). 
. Cf. The Eighth Year, note 2 supra, p. 1016 and notes 77, 78, 79. 
. S.C. Johnson & Son, Inc. v. Gold Seal Company et al., 108 USPQ 400, 230 
F.2d 832 (C.A.D.C. 1956), aff’g 105 USPQ 407, 129 F.Supp. 928, 45 TMR 1075 
(D.C.D.C. 1955). 
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not been considered by the Patent Office in the absence of original 
reliance on Section 2(f), the court, did not pass upon this question 
but referred that issue back to the Patent Office for further con- 
sideration. In the meantime, substitute papers had been sub- 
mitted by the applicant which included appropriate reference 
to Section 2(f). 

Most recently, the opposer contended that the Patent Office 
was precluded from considering and acting upon the substitute 
papers on the ground that, under Rule 2.136, the application 
should be considered terminated as a result of an “adverse judg- 
ment” in the former proceeding. In rejecting this contention, 
Commissioner Leeds has now ruled that there had been no 
“adverse” decision with respect to registrability of GLass wax 
under Section 2(f) and that the Examiner of Trademarks should 
now examine the existing Patent Office and Court record with re- 
gard to the adequacy of applicant’s showing of distinctiveness. 
It is interesting to note that in so ruling, the Commissioner in- 
structed the Examiner of Trademarks to issue the registration 
under Section 2(f) “without republication or other action” pro- 
vided the examiner were satisfied that the applicant had proven 
secondary meaning of the term eLass wax. Thus, no opportunity 
will be afforded to institute a new opposition proceeding based on 
the ineligibility of the mark under Section 2(f), after having first 
successfully prevented a registration which had been sought for 
this word as a technical trademark without reliance on proof of 
distinctiveness.” Even though it would certainly seem desirable 
that there should be an end to this protracted litigation, it would 
seem questionable whether the registration under Section 2(f) 
should now issue without republication in the Official Gazette; 
possibly another opportunity for opposition should be afforded 
based on the evidence and record on distinctiveness which had 
not been previously considered by the Patent Office and which the 
opposer might now desire to challenge on grounds and facts which 
may have been previously unavailable or unknown. 


50. See 8S. C. Johnson § Son, Inc. v. Gold Seal Company, 90 USPQ 373, 41 TMR 
1024 (Com’r, 1951) and Gold Seal Company v. Sawyer et al., 106 F.Supp. 394, 94 
USPQ 58 (D.C.D.C. 1952). 
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i. Disclaimer and “Mutilation” 


The previously mentioned norquist case’ was not the only 
decision in which the necessity of a disclaimer of an unregistrable 
portion of a composite mark was dispensed with. It had been held 
in Canada Dry Ginger Ale, Inc. v. Lipsey, that no disclaimer of 
the word CANADIAN was required where the term ROYAL CANADIAN 
was sought to be registered. Registration of the composite royaL 
CANADIAN would, in the Commissioner’s opinion, not have been a 
recognition of any exclusive rights in the geographical term 
CANADIAN alone. In The Borden Co. v. Knudsen Creamery Co. of 
California, an opposition proceeding, the applicant had dis- 
claimed the words HALF AND HALF which appeared as part of a 
composite trademark for a product consisting of half cream and 
half milk. The Examiner of Trademarks had held that the mark 
as a whole performed a trademark function but the Examiner of 
Interferences, although dismissing the opposition, refused regis- 
tration ex parte on the ground that “the dominant portion of the 
mark” was HALF AND HALF and that, therefore, the entire mark 
was unregistrable. The Commissioner reversed this decision, 
despite the fact that it was held that the words HALF AND HALF, 
as such, were the name of the product and that the disclaimer was 
entered “for all purposes and for all time.” In holding the colored 
box upon which the words appeared registrable as a whole, Com- 
missioner Leeds reviewed the various tests which had in the past 
been applied in connection with the requirements for and the 
effects of disclaimers in registration proceedings. While recog- 
nizing that ordinarily disclaimed matter cannot be considered the 
dominant part of a mark and while further observing that the 
dominant portion of a mark can never be one which serves as the 
name of the product rather than an indication of origin, the con- 
clusion was reached that, as applied to the HALF AND HALF trade- 
mark, the overall ensemble was registrable and that the Examiner 
of Interferences, in reviewing the same facts which had been 
before the Examiner of Trademarks, should not have reversed 
the latter but should have referred the question back to him for 
reconsideration. 

51. See note 36 supra, and text. 


52. 102 USPQ 447, 45 TMR 324 (Com’r, 1954). 
53. 107 USPQ 126, 45 TMR 1522 (Com’r, 1955). 
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Two recent rulings by the Commissioner have sought to lay 
down somewhat more precise tests with regard to the question of 
mutilation. In Ex parte Marcalus Mfg. Co., Inc.,** applicant sought 
to register a pink and maroon design of a box for paper hand- 
kerchiefs. The drawings as originally submitted showed the 
words MARCAL HANKIES on the box but the drawing was later 
amended to show merely a colored ellipse or oval without the 
language. The Examiner of Trademarks had refused registra- 
tion on the ground that the oval was merely a fragment of the 
package and, therefore, not registrable without applicant’s trade- 
mark MARCAL and other wording. Relying on the early leading 
ease of Ex parte Standard Underground Cable Co.,* the appli- 
cant insisted that the examiner should not attempt to “dictate to 
the applicant what comprises the mark” and that it was within 
the applicant’s province to decide whether certain features of the 
background of the package should be considered to have trade- 
mark significance. The Commissioner, however, pointed out that 
the cases relied upon by applicant were authority for the propo- 
sition that a distinctive word may be removed from its back- 
ground so as to be registrable by itself but that none of the 
precedents had held that nondistinctive background material as 
such could be separately registered. Where it appeared, as it did 
in the present case, that the ellipse or oval did not function as a 
trademark but merely as nondistinctive embellishment, it was the 
duty of the Patent Office to refuse registration of such matter. 

On the other hand, the former practice of the Office not to 
permit registration of only one feature of a unitary mark which 
includes additional and apparently inseparable matter was some- 
what modified in Ex parte Summit Studios.** The applicant there 
sought to register SUMMIT AGNUS DEI TABERNACLE for tabernacle 
safes. Since it had been previously held that the words acNus DEI 
were unregistrable on the ground that their use for commercial 
purposes would be scandalous, and since the word “tabernacle” 
was held to be a commonly recognized name of the product in- 
volved, the examiner had rejected the application altogether on 
the ground that the registration of the word summit alone “would 

54. 107 USPQ 154, 46 TMR 211 (Com’r, 1955). 


55. 1906 C.D. 687 (C.A.D.C. 1906). 
56. 108 USPQ 14, 46 TMR 367 (Com’r, 1955). 
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clearly amount to mutilation of the mark as actually used in com- 
merce.” This ruling was set aside on the ground that the word 
SUMMIT remained registrable, even though part of a composite 
mark which included no other registrable features, and that the 
examiner should have required deletion of the word “tabernacle” 
in addition to deletion of the words Agnus peE!1, and should have 
allowed registration of the word summit alone, even though appli- 
cant apparently never used that word in isolated form. This 
decision not only appears to be sound, but also in accord with the 
decision of the Court of Customs and Patent Appeals in Jn re 
Servel, Inc." where the Court had permitted registration of the 
word SERVEL as the name of a publication even though it was 
actually used only in conjunction with the word rnxuines. The 
Court had there said: 
“The courts in a proper case may recognize the right to 
registration of one part of an owner’s mark consisting of two 
parts.” ** 


j. Inkelihood of Confusion as Ground 
for Ex Parte Rejection 


The recent trend so noticeable in inter partes cases,” to give 
the applicant the benefit of the doubt on the question of likelihood 
of confusion, is also noticeable in those relatively few cases in 
which an appeal was taken to the Commissioner from ex parte 
rejection based on this ground under Section 2(d) of the Act. 
Thus, it was held in Ex parte Pee Dee Co.,® that purchasers of 
OLD FASHION sausage seasoning were not likely to believe that this 
product emanated from the same source which was identified by 
the trademark OLD FASHIONED as used on canned and prepared 
meat products. It was held that confusion between these two 
products was unlikely because applicant’s product was purchased 
primarily by butchers and lost its identity in the finished sausage. 
In Ex parte Gemex Co.,” it was held that use of the word rHapsopy 
in conjunction with applicant’s primary mark Ggemex for brace- 
lets, watch bands and watch bracelets, was not likely to cause 


181 F.2d 192, 85 USPQ 257, 40 TMR 413 (C.C.P.A., 1950). 
. Ibid., 260. 
. See infra, Part IT. 

106 USPQ 367, 45 TMR 1490 (Com’r, 1955). 

106 USPQ 386, 45 TMR 1519 (Com’r, 1955). 
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confusion with previously registered rHaPsODY marks as used on 
watches and rings. In Ex parte Acme Industries, Inc.,* an appli- 
cation for FLow cop for refrigeration units had been rejected 
because of prior registration of KotprLo for refrigerator coils. 
The Commissioner took into account the fact that both parties’ 
products were purchased with some care, that both marks were 
used in conjunction with house marks, that the marks did not look 
alike and that the considerable doubt which was found to exist 
with regard to likelihood of confusion should be resolved in favor 
of the applicant. 

Contrariwise, the Examiner of Trademarks was affirmed in 
denying registration of the word queen for pocket knives® on 
the ground of likelihood of confusion with rorEst QuEEN for sheath 
knives and several other preexisting QUEEN registrations for simi- 
lar products. Also affirmed was the examiner’s denial of registra- 
tion of acrocooLant for a liquid coolant and lubricant because of 
the previously registered marks Acra-cuT and AcrA-GRinpD for oils 
used as coolants or lubricants. rvrLaTa BRA was held unregis- 
trable for brassieres as being too closely similar to the mark 
INFLATION for the same goods,® and the term LIBERTY ELKHORN, 
as used on coal, was found to too closely resemble the registered 
mark urperty for the same product.* It was pointed out in the 
last mentioned case that the mere addition of the name of the 
mining district from which the coal came was insufficient to dis- 
tinguish applicant’s coal from that of the previous registrant. 


k. Service Marks 


Little need be said this year about service marks since there 
appears to have been only one reported decision in the past year 
which throws additional light upon this concept, and even this one 
decision appears to be but another application of the test which 
is applied by the Office in determining whether an applicant’s 
services are rendered “in commerce.” It appeared in Ex parte 


62. 109 USPQ 422, 46 TMR 1138 (Com’r, 1956). 

63. Ex parte Queen Cutlery Company, 107 USPQ 153, 46 TMR 213 (Com’r, 1955). 

64. Ez parte Air Conversion Research Corporation, 109 USPQ 394, 46 TMR 979 
(Com’r, 1956). 

65. Ex parte The La Resista Corset Company, 110 USPQ 138, 46 TMR 1161 
(Com’r, 1956). 

66. Ex parte The Liberty Elkhorn Mining Company, 110 USPQ 139, 46 TMR 1162 
(Com’r, 1956). 
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The Aspen Co.” that the applicant was an organization seeking 
to promote the entertainment and sporting activities of the well 
known resort community in Colorado, which owns and operates 
most of the major facilities in the Aspen region. It was stated 
that the applicant’s services were widely advertised throughout 
the United States and in foreign countries and that, as a result 
of applicant’s services, people from all over the United States 
and from foreign countries travel to Aspen. The applicant’s 
brief emphasized the fact that its services were not merely inci- 
dental to interstate travel but were the “moving force” of such 
travel. It was held, however, that the actual services rendered 
by applicant were of an intrastate nature and were offered after 
the interstate journey of those who intended to participate therein 
had terminated. The application was therefore rejected on this 
ground in line with numerous other earlier decisions which had 
adopted a similarly conservative approach.® 

While there has been only one significant decision on service 
marks, this subject has received considerable attention outside 
the Patent Office and the courts. As already briefly mentioned in 
the introduction to this report,” one state (Pennsylvania) has 
amended its registration law so as expressly to provide for regis- 
trability of service marks. Moreover, one of the relatively few 
questions of substantive trademark law which were taken up and 
made the subject of a resolution at the Congress of the A.I.P.P.I. 
in Washington in May was the proposed inclusion of service marks 
in the International Convention. It is encouraging to note, in 
this respect, that such a resolution was adopted, even though at 
the present time no definition of a “service mark,” which would be 
equally acceptable to all Convention countries, could have been 
suggested.” 


67. 107 USPQ 239, 46 TMR 350 (Com’r, 1955). To the same effect, Ez parte 
Parichy Bloomer Girls, Inc., 110 USPQ 247 (Com’r, 1956), refusing registration for 
the term BLOOMER GIRLS for entertainment service in the nature of baseball exhibitions 
by girls. Again it was held that the applicant’s services were not rendered “in 
commerce.” 

68. Cf. The Eighth Year, note 2 supra, p. 1023. 

69. Note 3 supra. 

70. See Ladas, Resolutions Adopted by A.I.P.P.I. Congress at Washington, June 
2, 1956, 46 TMR 691 (June 1956). 
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l. Collective Marks 


Much more fortunate than The Aspen Co." was The Supreme 
Shrine of the Order of the White Shrine of Jerusalem, which 
succeeded in registering its name as a collective mark.” No ques- 
tion of use in commerce was raised here, but the examiner had 
refused registration on the ground that applicant sought regis- 
tration of its trade name only and that a trade name as such was 
not registrable, even as a collective mark, under the Act of 1946. 
It would seem that the question of registrability of the name of 
a fraternal society which sells neither goods nor services but uses 
its name merely to indicate membership in its organization, thus 
came before the Commissioner for adjudication for the first time. 
Contrary to the general rule, under which mere trade names will 
not be permitted registration, either as trademarks or service 
marks,” it was now decided that a different rule should apply in 
case of collective marks and that it appeared from the legislative 
history of Section 4 of the Act that it had been the intention of 
the Legislature to permit registration of such names and insignia 
even though they may not be trademarks in the ordinary sense 


of the term. It may be noted that, in order to remove all doubt 
about the wider coverage of the term “collective mark,” an 
amendment has been included in the proposed Wiley Bill from 
which it would clearly appear that a collective mark need not 
be a trademark or service mark, as appears to be required in the 
definition under Section 45 of the present Act.” 


71. Note 67, supra. 

72. Ex parte The Supreme Shrine of the Order of the White Shrine of Jerusalem, 
109 USPQ 248, 46 TMR 888 (Com’r, 1956). 

73. See Part I, a. Trademarks and Trade Names, supra. 

74. In Ex parte Porcelain Enamel Institute, Inc., 110 USPQ 258 (Com’r, 1956), 
an application was filed to register as a service mark on the Supplemental Register, the 
following: HOME APPLIANCES PRE-TESTED SAFE TRANSIT SHIPMENT NATIONAL SAFE 
TRANSIT PROGRAM MAKE SAFE HANDLING YOUR JOB HANDLE WITH CARE (the wording 
being spaced on successive lines in an arbitrary fashion). It was held, however, that 
if registrable at all, this notation qualified as a certification mark rather than as a 
service mark, since the mark was intended to indicate that persons other than the 
applicant had met the latter’s established standards. 
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2. Problems of Trademark Use and Ownership 


a. Allegations and Requirements of Trademark Use; 
Formalities in Case of Applications 
Based on Foreign Registrations 


The new Trademark Rules which took effect on August 15, 
1955,”* have served to facilitate the filing and handling of applica- 
tions which recite a plurality of goods within the same class but 
the use of which may not have simultaneously started on the date 
referred to in the application. As late as in July 1955, the regis- 
trant in a cancellation proceeding,” raised the defense of unclean 
hands against the petitioner on the ground that the registration 
on which the latter relied referred to January 1931 as the date 
of first use, while the testimony showed that the mark had in fact 
been used only on some of the recited goods on the particular date 
and that, therefore, the statement of first use under oath was 
incorrect, at least as applied to two of the items. Before the most 
recent amendment, the Rules provided, as amended on February 
8, 1952, that if more than one item of goods was specified in the 
application, the date of use need refer only to one of these items 
provided the particular item to which the date applied was desig- 
nated. This was already a liberalization of the previous practice 
as defined in the Wayne Pump” and other cases. The Rule, how- 
ever, has now been further amended and under Rule 2.33(a) (vii) 
and (viii), it is necessary to recite only “applicant’s first use of 
the mark * * * on or in connection with goods specified in the 
application.” In other words, it is no longer necessary to specify 
the particular item on which the mark was so used. It is, of course, 
always permissible for an applicant to go beyond the minimum 
requirement of this rule and specify the particular item on which 
the mark was first used. Nor is it necessary actually to include 
the words “or in connection with the goods” if an applicant wants 
to emphasize that the date specified was the first trademark use 
on the goods themselves.” 


. Cf. The Eighth Year, note 2 supra, pp. 989-993. 
. Sunshine Biscuits, Inc. v. Berke Bakerves, Inc., 106 USPQ 222, 45 TMR 1253 
(Com’r, 1955). 
77. Ez parte Wayne Pump Co., 88 USPQ 437, 42 TMR 73 (Com’r, 1951). 
78. For further details, see Hancock, Notes from the Patent Office, 46 TMR 407 
(1956) at 409-410. 
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As the result of the now famous MERRY cow decision,” the 
Office has, of course, received an increasing number of applica- 
tions based solely on foreign registrations or applications which 
are not accompanied by any specimens showing use of the mark 
on the particular goods involved, even in the applicant’s own coun- 
try. This has resulted in some administrative difficulties, par- 
ticularly in connection with classification problems. It is clear, 
however, that no matter what classification may appear in the 
foreign registration, the United States application must be so 
worded or divided that the mark may be properly classified in one 
or more of the established classes in this country. It may, there- 
fore, be neeessary to recite the goods much more specifically than 
in the foreign application or registration and it is quite possible 
that a single foreign registration will have to be divided into 
several independent applications, depending upon the classifica- 
tion system of our Patent Office. Nor is reliance on a foreign 
certificate an assurance that registration in the United States 
will issue on the Principal Register; on the contrary, where tlie 
mark sought to be registered here is eligible only for the Supple- 
mental Register, registration on the former will be denied. 

Apparently it is the practice of the Office to give U.S. appli- 
cants the benefit of the Convention priority (6 months from the 
filing date of the foreign registration) even if the applicant does 
not expressly claim the priority in his application.*° Where an 
applicant relies solely on a foreign registration and it appears 
from the application file that the foreign registration may expire 
before the date on which the U.S. registration will issue, an appli- 
cant will be required to furnish evidence showing that the foreign 
registration is in force and effect at the time of the application 
for United States registration.** There should be no doubt (al- 
though the question is sometimes raised by members of the 
Examining Staff of the Trademark Division) that an applicant 
may rely both on the foreign registration and on use of the mark 
in commerce with the United States. As a matter of fact, it is 


79. Ez parte Société Fromageries Bel, 105 USPQ 392, 45 TMR 846 (Com’r, 1955). 
Cf. The Eighth Year, notes 11 and 44, BP 990 and 1003. 

80. See Hancock, Notes from the Patent Office, 45 TMR 1298, 1300 (1955). This 
article may also be consulted for further details regarding verification of applications 
based on a registrations and other required fomalities. 

81. id. 
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considered by many attorneys to be highly desirable to place reli- 
ance on both these factors and nothing in the statute or in the rules 
would seem to militate against such procedure as long as the 
necessary formalities for both alternatives are met. 


b. Registration in the Name of Domestic 
Agent or Distributor 


As observed in last year’s report,*? Commissioner Leeds held 
in a line of at least four consecutive decisions® that a mere dis- 
tributor or agent of a foreign made product, even though his dis- 
tributorship may have been an exclusive one, does not satisfy the 
attributes of trademark ownership under Section 1 of the statute. 
While, according to a dictum in the Rimmel case, such distributor 
may have a right to oppose registration by others, the ground 
for such opposition would not be ownership and use of the mark 
but may be based on damage sustained on grounds other than 
trademark ownership. It seemed at first blush that Commissioner 
Leeds, in the only recent decision which again dealt with this 
problem, went even further in holding invalid a United States 
registration which had been actually assigned to the distributor- 
registrant here as long as the mark still indicated origin in the 
foreign assignor rather than in the U.S. assignee. In Roger 
é Gallet v. Janmarie, Inc.,* the registrations on which the opposer 
relied were assigned to him in 1947, but opposer continued to 
advertise the product of the French manufacturer. Commissioner 
Leeds, in her first opinion in this case, therefore merely stated that 
the French manufacturer had remained the owner of the mark 
despite the assignment to the opposer and that the opposition 
should be dismissed on the ground of lack of ownership of the 
mark on the opposer’s part. This ruling, if it had remained un- 
qualified, might well have led to the conclusion that the provision 
of Article 6 quarter of the International Convention of 1883, which 
expressly permits territorial assignment of trademarks, had been 


82. Cf. The Eighth Year, note 2 supra, p. 1000 et seq. 

83. Mackie-Lovejoy Mfg. Co. v. Birnbaum, 102 USPQ 38, 44 TMR 1223 (Com’r, 
1954) ; Rimmel, Inc. v. Nelson, 102 USPQ 258, 44 TMR 1248 (Com’r, 1954); Henry 
a la Pensée, Inc. v. Société a Responsabilité Limitée Henry a la Pensée, 104 USPQ 
119, 45 TMR 360 (Com’r, 1955); Ea parte E. Leitz, Inc., 105 USPQ 480 and 481, 
45 TMR 855, 857 (Com’r, 1955). 

84. 107 USPQ 295, 46 TMR 627 (Com’r, 1955). 
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ignored and that the Supreme Court’s famous decision in Bourjois 
v. Katzel,** which, on its face, involved a similar situation, had 
likewise been lost sight of. It was, therefore, reassuring that, 
upon reconsideration,®* the Commissioner while adhering to the 
earlier decision, comprehensively reviewed the case in the light 
of the Convention provision and the Bourjois and other cases, 
including particularly the earlier leading case of Scandinavia 
Belting Co. v. Asbestos & Rubber Works of America, Inc.,*" in 
which an exclusive distributor had been recognized as the “special 
owner” of the United States trademark as a result of a distributor 
agreement which extended beyond the term of the registration. 
In the decision on reconsideration, it was emphasized that con- 
trary to the Scandinavia case, the French manufacturer here had 
continued to manufacture the product itself and to package and 
label it with its own French labels for use by the distributor op- 
poser. Bourjois v. Katzel was distinguished on the ground that 
in that case there had been a bona fide assignment of the trade- 
mark for a large consideration, while in the present case the 
assignment appeared to have been a mere paper transaction which 
left the actual situation in the status quo which had prevailed 
before the assignment. In other words, it was found that there 
was neither an actual transfer of the entire good will nor of that 
part of the French business in which the mark had been used and 
which was symbolized thereby. Since the assignment, therefore, 
did not meet the requirements of Section 10 of our own statute, 
it was held invalid for that reason alone and the above-mentioned 
Convention provision was found inapplicable. It may well be 
doubted whether this highly important and difficult problem has 
come to rest even in the light of the decision on reconsideration 
in the Roger & Gallet case. It is understood that the Commis- 
sioner’s decisions in the Leitz cases,** which were reported last 
year,” and which also involved the same basic problem, are now 
pending on review before the United States District Court and 
may eventually reach the Court of Appeals for the District of 
Columbia or perhaps even the United States Supreme Court, since 


. Bourjois § Co. v. Katzel, 260 U.S. 689, 23 TMR 69 (1923). 
. 109 USPQ 16, 46 TMR 627 (Com’r, 1956). 
. 257 Fed. 937, 9 TMR 136 (2d Cir. 1919). 
Ez parte E. Leitz, Inc., 105 USPQ 480, 481, 45 TMR 855, 857 (Com’r, 1955). 
. Cf. The Eighth Year, note 2 supra, pp. 1000-1003. 
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the validity of the seizure of many formerly German-owned trade- 
marks may depend upon the outcome of this litigation. Moreover, 
the final disposition of this question may have a vital bearing 
upon legislative attempts to repeal or modify Section 526 of the 
Tariff Act as recently again proposed in H.R. 11453. The present 
situation may perhaps best be summarized by stating that a mere 
agent or distributor in the United States will not be held entitled 
to register the foreign principal’s mark in his own name, but that 
a different rule may apply if a valid assignment of good will in 
the United States can be demonstrated under circumstances simi- 
lar to those which prevailed in the Scandinavia Belting and Bour- 
jois cases.” 


c. Use by Related Companies 


The new Rules have made one significant change with regard 
to the necessary allegations concerning use of an applicant’s mark 
by related companies. Rule 2.38(b) provides that where the 
mark is not in fact used by the applicant himself but only by one 
or more related companies, that fact must be indicated in the 
application, and, according to Rule 2.38(c), the Office may require 
detailed information concerning the nature of the relationship. 
However, and this was certainly not clearly understood before 
the recent change an applicant who is himself using the mark 
need not recite use by related companies (or licensees) as excep- 
tions to his claim of exclusive use. In other words, since the appli- 
cant is deemed the owner of the mark as the result of his own use, 
permitted uses of the mark by others are not considered by the 
Patent Office as exceptions to the applicant’s exclusive right to 
ownership of the mark. This means in actual practice that a 
trademark owner does not even have to mention use of his trade- 
mark by subsidiaries or by other related concerns as long as he 
was the first to use the mark and actually uses the mark at the 


90. 84th Cong., 2d Sess., introduced by Mr. Rogers May 24, 1956; the bill would 
add a section (b) to Section 42 of the Act of 1946, reading: “For the purpose of this 
section a foreign mark which is identical with a mark recorded under subsection (a) 
hereof shall not be deemed to copy or simulate the said recorded mark when used by 
a person having a branch-factory, parent-subsidiary, agency, licensee, partnership, or 
similar relationship with the owner of the registration.” 

91. For another recent case in which registration in the name of a U.S. importer 
was challenged, see Meyer v. Ludwig Scherk, Inc., 108 USPQ 406, 46 TMR 622 (Com’r, 
1956), involving the trademark RENAISSANCE for cosmetics. 
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time of the filing of the application; only where the applicant 
relies solely on permissive use by others and bases his first date 
of use thereon, must he recite use by one or more related com- 
panies in accordance with Rule 2.38. There has been only one 
reported decision which throws an interesting light upon the 
scope which may be given to the “related company” sections of the 
Act (Sections 5 and 45). It had been widely assumed that these 
sections of the statute would permit a manufacturer of fabric or 
shirting material to register his mark not only for the fabric, 
but also for the finished product, on the theory that only author- 
ized persons would be permitted so to use the mark and that, 
therefore, their use inured to the benefit of the manufacturer of 
the fabric and reflected some degree of supervision and control 
on his part. This approach will apparently have to be revised 
as a result of the Commissioner’s decision in Ex parte Dan River 
Mulls, Inc.* There, a manufacturer of fabric sought registration 
under Section 2(f) of the mark rr’s A DAN RIVER FABRIC for men’s 
dress and sport shirts, and other wearing apparel on which he him- 
self did not use the mark. The Examiner of Trademarks refused 
registration on the ground that the slogan identified the fabric 
only and could not serve to identify any of the apparel items 
specified in the application. In affirming the examiner, the Com- 
missioner held that no related company relationship existed be- 
tween applicant and those who buy the fabric and use it in the 
manufacture of finished products. Since there was no showing 
of control over the nature and quality of those products and since 
the language of the slogan itself seemed to give the distinct im- 
pression to the purchasing public that the trademark referred to 
the fabric only and not to the garment, there was no basis under 
the statute for registration of the mark for the garments in the 
name of the fabric manufacturer. Commissioner Leeds broadly 


stated: 


‘“‘Where a mark used on a finished product, either by its 
nature or manner of use, identifies a component of the goods 
or the material of which the goods are made, it may be reg- 
istered only for the component or the material and not for 
the finished product.” 





















92. 109 USPQ 68, 46 TMR 641 (Com’r, 1956). 
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While it does not appear from the decision itself, it may well be 
that a different result might be reached where the mark does not, 
in and by itself, clearly point to a fabric or other component part 
as was the case here; in other words, where the mark involved 
is in itself of a neutral character and may refer to a finished or 
unfinished product as well, there would seem to be no legal reason 
why a manufacturer may not register such a mark for finished 
products which are not made by him but by his licensees under 
agreements providing for supervision and control on the licensor’s 
part and for periodical actual exercise of such control. 


II. THE SUPPLEMENTAL REGISTER 


It may be recalled that in the early days of administration 
of the Lanham Act, attempts were made from time to time to seek 
registration on the Supplemental Register for certain designs and 
configurations which were claimed to have trademark significance, 
although they were, in fact, more or less functional or utilitarian 
features in the nature of industrial designs. As long ago as 1950, 
it was held in Ex parte Mars Signal-Light Co.," that the shape 
of headlights of a locomotive under no circumstances qualified for 
registration under the Trademark Act. It seems, however, that 
despite that and other similar decisions, efforts are still being 
made to broaden the scope of what might originally have been 
patentable matter by registering the more distinctive features 
thereof as “configurations” on the Supplemental Register. The 
most recent of these attempts occurred in Ex parte Metals & Con- 
trols Corp.,** in which registration was sought of the design or 
configuration of certain switches used in the control of electric 
motors. The specimens submitted to the Patent Office were the 
switches themselves and the drawing, according to the Commis- 
sioner, appeared to be much more like one filed in a design patent 
application than that commonly used in connection with applica- 
tions for trademark registration. Applicant seems to have ad- 
vanced the theory that the configurations of the switches must be 
held capable of distinguishing “because no prior art had been 
cited” and that registration should be allowed on the Commis- 


93. 85 USPQ 173, 40 TMR 377 (Com’r, 1950). 
94. 110 USPQ 63 (Com’r, 1956). 
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sioner’s earlier decision in Ex parte Caron Corp.” However, reg- 
istration was, of course, refused on the ground that the granting 
of any trademark registration in this case would in effect per- 
petuate the patent protection which applicant had acquired for 
the switches and which was to expire within the near future. The 
Commissioner said in Ex parte Metals & Controls Corp. :*° 


“Under the circumstances of these cases, it must be concluded 
as a matter of law that the subject matter of the applications 
is incapable of distinguishing applicant’s goods, since upon 
expiration of the patents, all who make thermostatic switches 
in accordance with their terms will be free to utilize the con- 


figurations.” 


Ex parte Caron was distinguished on the ground that, in that case, 
the perfume bottle was held capable of distinguishing the perfume 
in the bottle and not the bottle as such. Few will doubt the sound- 
ness of the Commissioner’s decision and approach in this type of 
case; if it be true that more effective protection for industrial 
designs is needed, special legislation providing a new form of 
short term statutory protection would seem to be the answer. 
Under no circumstances should a form of perpetual protection be 
granted such devices under the guise of trademark registration 


on the Supplemental Register. 


PART II. INTERPRETATION OF THE LANHAM ACT IN 
INTER PARTES PROCEEDINGS 


I. LIKELIHOOD OF CONFUSION 
1. Commissioner’s Decisions 
a. Opposition Proceedings 


In the following pages, a survey is offered of all Commis- 
Sioner’s decisions in opposition proceedings which turned upon 
the issue of likelihood of confusion. The period covered dates 
from August 1955 to August 1, 1956, inclusive. The following 
figures may be of interest to the reader: Total number of Com- 
missioner’s decisions involving likelihood of confusion, 81; oppo- 


95. 100 USPQ 356, 44 TMR 336 (Com’r, 1954). Cf. The Seventh Year, note 17 


supra, p. 1035. 
96. Citing Ez parte Caron, supra, note 95, and Ez parte Jongleux and Lundquist, 


Inc., 101 USPQ 77, 44 TMR 835 (Com’r, 1954). 
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sitions dismissed by both Examiner of Interferences and the 
Commissioner, 37; oppositions sustained by the examiner but 
dismissed by the Commissioner, 20; oppositions sustained by both 
the examiner and the Commissioner, 15; oppositions dismissed by 
the examiner but sustained by the Commissioner, 9. In sum, 
oppositions were sustained in 24 and dismissed in 57 cases. It 
thus appears that the opposers were unsuccessful in over two- 
thirds of these cases; in almost half of them, they failed of suc- 
cess both before the examiner and the Commissioner, but in 20 
cases they had been successful below. Only nine cases were found 
in which the Commissioner sustained an opposition which had 
been dismissed for lack of confusion by the examiner. 

A more detailed analysis of these eighty-one decisions in op- 
position proceedings presents the following picture: 


(a) Oppositions dismissed by both the Examiner of Interfer- 
ences and, upon appeal, by the Commissioner: 


SUPERCEL for wallpaper paste and PeRMaceL for pressure- 
sensitive adhesive tape;*’ cLomire for preparations for cleaning 
automobiles and oaxiTe for a chemical compound having cleansing 
and detergent qualities ;°** KoCat for a preparation used in launder- 
ing clothes as a brightening and whitening agent, and rocoau for 
an antiseptic and disinfectant preparation.” It is interesting to 
note that, as previously pointed out,*” the applicant’s mark in the 
KoCat case was held registrable even though it was only an “in- 
gredient” mark and had been refused registration on that ground 
by the Examiner of Interferences; in other words, registration 
of the ingredient mark was permitted by the Commissioner. 

No confusion was found between NATIONAL SPEED-O-MATIC for 
a combination egg grader and candler, and EGomatic and a com- 
posite showing radiating lines from a hand holding an egg with 
the word Ecomartic displayed above it and a ribbon-like effect be- 
low it upon which appeared the name of the goods, cANDLER & 


97. Industrial Tape Corporation v. The Reardon Company, 106 USPQ 331, 45 
TMR 1372 (Com’r, 1955). 

98. Oakite Products, Inc. v. American Grease Stick Company, 106 USPQ 368, 
45 TMR 1491 (Com’r, 1955). 

99. Winthrop-Stearns Inc. v. Milner Products Company, 106 USPQ 382, 45 TMR 
1512 (Com’r, 1955). 

100. See Part I. The Principal Register, d. “Ingredient” Marks, supra. 
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GRADER.” It was in this decision that Commissioner Leeds for 
the first time criticized the use of the phrase “confusingly simi- 
lar” as creating a tendency toward looking upon two trademarks 
in the abstract and not from the viewpoint of the psychological 
reaction to the marks by the purchasing public. The Commissioner 
said: 


“In fact, the phrase ‘confusingly similar’ is perhaps an un- 
fortunate one, for it encourages removal of the marks from 
the products in the market-place and stimulates thought to- 
ward a comparison of marks themselves, abstractly and with- 
out regard to the commercial impression created by the ap- 
pearance of the marks on the goods; whereas likelihood of 
confusion, mistake or deception flows from the use of marks 
on products.” ?” 


It was further emphasized that the question of likelihood of con- 
fusion cannot be resolved by applying a mathematical formula in 
breaking up trademarks into their component parts. 

MAPLETON for cigars, cigarettes and smoking tobacco, was 
held not to conflict with rum aND MAPLE for tobacco and ciga- 


rettes ;*” in this case, the opposition was dismissed not only because 
of absence of likelihood of confusion but also because of estoppel 
by judgment which had been rendered in civil litigation between 
the same parties. In holding THE counTRY sQuIRE not to be con- 
fusingly similar to ESQUIRE—THE MAGAZINE FOR MEN, both for 
monthly periodicals,** the Commissioner apparently gave rela- 
tively small scope to the msquire Magazine trademark by pointing 
out that the title rsquire today was more likely that “of the smartly 
attired suburbanite, rather than that of a rural, landed propri- 
ee hed 

The representation of a five-pointed star, with a ring or “halo” 
encircling the top point, for candy, was held not to be confusingly 


101. Otto Niederer Sons, Inc. vy. National Farm Equipment Co., Inc., 106 USPQ 
415, 45 TMR 1395 (Com’r, 1955). 

102. Commissioner Leeds developed these thoughts further in her address on Con- 
fusion and Consumer Psychology before the New York Patent Law Association in 
November 1955, — in 46 TMR 1 (1956). 

103. Rwm and Maple Tobacco Corp. v. Fleming-Hall Tobacco Co., Inc., 106 USPQ 
417, 45 TMR 1398 (Com’r, 1955). 

104. Esquire, Inc. v. The Country Squire, 107 USPQ 149, 46 TMR 205 (Com’r, 
1955). In this case, registration was refused ex parte on the ground that the mark 
sought to be registered was not in use at the time of the filing of the application. See 
also note 296, infra, and text. 
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similar to MARS ALMONETs with a representation of a small five- 
pointed star, and other Mars trademarks including such a star.’® 
Applicant’s name HALO-star was found to be the distinctive por- 
tion of its mark. In dismissing the opposition, the Examiner and 
the Commissioner both stressed the fact that opposer had used 
the picture of the five-pointed star only as an embellishment around 
its primary marks, and that, consequently, the inclusion of a simi- 
lar star in applicant’s mark, which differed from opposer’s in all 
other respects, was not likely to cause confusion. 

The Commissioner also affirmed the examiner in finding no 
likelihood of confusion between rorm rit for bed sheets and roRMFIT 
for foundation garments and accessories,** and here noted that, 
while the phrase “same descriptive properties” no longer appears 
in the Act of 1946, the nature of the goods has, of course, re- 
mained an important factor to be considered in determining like- 
lihood of confusion. In finding no conflict between pixie Lap for 
polo shirts, trousers, sweaters, and suits for boys, and prxm 
WEAVE for men’s coats, vests and trousers,*”” Commissioner Leeds 
once more took occasion to stress the importance of the “probable 
psychological impact (of the trademark) upon the average pur- 
chaser.” According to this decision, the hearing officer, in deter- 
mining likelihood of confusion 


“must dissociate himself from his specialized legal knowledge 
and assume the traits of the average purchaser—and then 
try to determine what the psychological reactions and mental 
associations of such a purchaser are likely to be as a result 
of what the trademark owner has done.” 


No likelihood of confusion was found to exist between any of 
the following marks: rapex for space heaters employing electric 
heat lamps, both with and without thermostatic controls and cir- 
culating fans, and rapex for generators for testing radio receiving 
sets, transmitters, and similar equipment ;’* suprer-cet for cellu- 
lose sponges and o-ceL-o for identical goods;*” pArt-Licious for 


105. Mars, Inc. vy. Halo-Star Corp., 107 USPQ 176, 45 TMR 1525 (Com’r, 1955). 

106. The Formfit Company v. Pepperell Mfg. Company, 107 USPQ 242, 446 TMR 
356 (Com’r, 1955). 

107. Hart Schaffner & Marz v. Belk’s Buying Service, Inc., 107 USPQ 280, 46 
TMR 122 (Com’r, 1955). 

108. Kadex Corp. v. Jordan (Radex Company, Inc. assignee substituted), 107 
USPQ 244, 46 TMR 357 (Com’r, 1955). 

109. General Mills, Inc. v. American Sponge and Chamois Company, Inc., 107 
USPQ 250, 46 TMR 366 (Com’r, 1955). 
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dairy filling for cakes and pies and paricotp for various dairy 
products ;*° KEN-SPRALL for a hand-operated sprayer and KEN or 
KENLINE for various types of sprayers and spraying equipment,’ 
DUBONNET for ladies’ and misses’ shoes and the same mark for 
wine ;*"* GALE-BUSTER with an illustration showing a child shoveling 
snow, and GALE, GALECOAT, GALETONE and GALECLOTH COACHER BY 
ALLIGATOR for raincoats and topcoats;* Gur taste for frozen 
shrimp and eur kist for canned and fresh sea foods;*** LAN-LAY 
with a design for a medicinal preparation in liquid form for the 
treatment of the scalp and Lana or LANnor for skin foods;*** 
rRONTITE for a sealing composition for use in automotive radia- 
tors, and rroniTE for a water-proofing composition ;**° NEELIUM 
for a liquid synthetic rubber coating composition and netio for 
turpentine, rosin and similar products ;*” Korpo.in for tablets for 
the relief of pains from arthritis and similar ailments, and poLcin 
for medicinal preparations for substantially identical use ;** styLi- 
Gator for belts and wallets and aLtuicator for outer wearing ap- 
parel; **® pasiguice for fresh oranges and canned orange and grape- 
fruit juice, and srs for like juice;’*? sunny sou and design for a 
chemical preparation for bleaching and sunny with the word 
BARCO for liquid soap and cleanser ;** HOPE for perfume and HOPE 


110. Consolidated Dairy Products Company v. Kraft Foods Company, 107 USPQ 
296, 46 TMR 215 (Com’r, 1955). 

111. Ken Standard Corporation v. Sprayers § Nozzles, Inc., 107 USPQ 299, 46 
TMR 221 (Com’r, 1955). The application was rejected ex parte because of likelihood 
of confusion between applicant’s product and opposer’s previously adopted, unregistered 
corporate name. 

112. Dubonnet Wine Corporation v. Caughey Footwear, Inc., 107 USPQ 303, 46 
TMR 225 (Com’r, 1955). 

113. The Alligator Company v. Colonial Togs, 107 USPQ 326, 46 TMR 127 (Com’r, 
1955). As pointed out in Part I, sec. f. and note 28, in this report, the Commissioner 
criticized the reference to opposer’s mark GALECOAT as being generically descriptive but 
on the contrary, held that it had trademark significance as used in connection with 
opposer’s trademark ALLIGATOR. 

114. Southern Shell Fish Company, Inc. v. 8. Felicione & Sons Fish Co., Inc., 108 
USPQ 289, 46 TMR 494 (Com’r, 1956). 

115. The Hewitt Soap Company, Inc. et al. v. Lan-Lay Company, 108 USPQ 344, 
46 TMR 615 (Com’r, 1956). 

116. Ironite Company v. Salsbury Corporation, 108 USPQ 346, 46 TMR 617 (Com’r, 
1956). 

117. The Glidden Company v. The Atlas Mineral Products Company of Pennsyl- 
vania, 108 USPQ 348, 46 TMR 504 (Com’r, 1956). 

118. Dolcin Corporation v. Kordol Corporation of America, 109 USPQ 111, 46 
TMR 647 (Com’r, 1956). 

119. The Alligator Company v. Ciarochi, 109 USPQ 113, 46 TMR 655 (Com’r, 
1956). It is interesting to note that the unsuccessful opposer in this case recently 
prevailed in an infringement suit against use by the applicant of the word STYLIGATOR. 

120. The Bib Corp. v. 8. Albertson Co., Inc., 109 USPQ 392, 46 TMR 980 (Com’r, 
1956). 

121, B. A. Railton Co. v. Jones, 109 USPQ 398, 46 TMR 989 (Com’r, 1956). 
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for laxatives and denture powders ;’” wine Tip and wine strip for 
scarves for women and wines for caps for men, boys and girls ;’* 
AMPOWER for portable electric spot welders and a-mp for electrical 
terminals, wiring devices, etc. ;*** roor for a liquid preparation for 
treatment of athlete’s foot and sroretre used in connection with 
the phrase, poor! THERE GOES PERSPIRATION for an antiperspirant ;**° 
sMooTHIE for leather and smooruies for leather or kid shoes and 
slippers;’** TEMPRITE with an illustration of a thermometer for 
men’s and boys’ jackets and Temprite for mechanical refrigerating 
apparatus ;**’ CHARMISETTE for scarves and CHAMOISETTE for 
gloves ;’** TRAVEL-TWIN for men’s and ladies’ combination top- 
coats and overcoats and TRAVELWEIGHT for raincoats and water- 
proof garments (the latter also used its house mark ALLIGATOR in 
conjunction with TRAVELWEIGHT) ;’*° EMEBAL for a sedative contain- 
ing a barbiturate and an emetic and ETHoBRAL for a similar prod- 
uct ;**° rumBLING THOMAs for billfolds and sr. rHomas for the same 
goods; vistac for a chemical compound, coating and adhesive, 
and VISTANEX, VISTONE, and paraTac for similar products ;** GoLp- 
MARK and maaic Got for gold foil;*** nyLorux for women’s night- 


gowns and similar apparel and rux for men’s union suits; and 


135 


VELVETROL and VELVETOUCH for brake and clutch mechanisms. 


122. Whitehall Pharmacal Company v. Denney, 109 USPQ 400, 46 TMR 991 
(Com’r, 1956). 

123. Piedmont Shirt Company v. Scarves by Vera, Inc., 109 USPQ 456, 46 TMR 
903 (Com’r, 1956). 

124. Aircraft-Marine Products Inc. vy. Ampower Products Co., 109 USPQ 503, 46 
TMR 1000 (Com’r, 1956). 

125. Jules Montenier, Inc. v. Ressan Co., Inc., 110 USPQ 60 (Com’r, 1956). 

126. The Jwenile Shoe Corporation of America v. The Griess-Pfleger Tanning 
Co., 110 USPQ 101, 46 TMR 1011 (Com’r, 1956). The Commissioner here pointed out 
that precedents which had held that piece goods and finished garments are so related 
in character that confusion is likely to result, did not apply in the present situation 
since no comparable practice appeared to exist in the leather and leather products 
industries. 

127. Temprite Products Corporation v. Rugby Knitting Mills, Inc., 110 USPQ 
134, 46 TMR 1154 (Com’r, 1956). 

128. Julius Kayser § Co. v. 8S. J. Charia and Company, 110 USPQ 136, 46 TMR 
1158 (Com’r, 1956). 

129. The Alligator Company v. Berry § Benson, 110 USPQ 203 (Com’r, 1956). 

130. American Home Products Corp. v. Medical Specialties, Inc., 110 USPQ 207 
(Com’r, 1956). 

131. St. Thomas, Inc. vy. Coz, 110 USPQ 244 (Com’r, 1956). 

132. Standard Oil Development Company v. Advance Solvents & Chemical Cor- 
poration, 110 USPQ 252 (Com’r, 1956). 

133. Merchandising Promotions v. Hastings § Co., Inc., 110 USPQ 256 (Com’r, 
1956). 

a Vanity Fair Mills, Inc. v. Julius Kayser § Co., 110 USPQ 257 (Com’r, 1956). 

135. The 8. K. Wellman Company v. U. 8S. Electrical Motors, Inc., 110 USPQ 259 
(Com’r, 1956). The registration was refused ex parte, see note 20 supra. 
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(b) Oppositions sustained by the examiner but dismissed by 
the Commissioner: 

NOVANTHRENE and ROSANTHRENE, both for dyes;*** trre-x for 
a tire cleaner and “X” for various products used in connection 
with the maintenance of automobiles ;**’ MOUNTAIN LAKES with de- 
sign for oleomargarine, and MEADOLAKE for sweet cream and con- 
densed milk ;*** sno-spups for treated raw potatoes and snow cRoP 
for frozen foods and vegetables ;** nu-mam for margarine and 
NU-MADE for salad dressing ;**° conpaLon for woven pile rugs and 
carpets and oanpALon for upholstery fabrics and piece goods, 
CANDALON FABRICs and CANDAIR FABRICS for upholstery, drapery, and 
aircraft carpeting fabrics ;** vayLo for vitamin and mineral prepa- 
rations and vato for an inhalant for treating nasal discomforts ;** 
KWIKI as used in conjunction with Lan@’s on children’s play over- 
alls, and wik1zs as used in conjunction with GaANTNER for swimming 
suits ;*** poLyMaRK for adhesive tapes and poLyKeNn for pressure 


136. Ciba Company, Inc. v. Nova Chemical Corp.; Ciba, Ltd. v. Nova Chemical 
Corp., 106 USPQ 219, 45 TMR 1248, 1249 (Com’r, 1955). 

137. “X” Laboratories, Inc. vy. Odorite Sanitation Service of Baltimore, Inc., 106 
USPQ 327, 45 TMR 1367 (Com’r, —— 

138. Anderson, Clayton § Co. v. E. F. Drew § Co., Inc., 106 USPQ 329, 45 TMR 
1370 (Com’r, 1955). 

139. Clinton Foods Inc. vy. Premiwm Potato Products, Inc., 106 USPQ 378, 45 
TMR 1505 (Com’r, 1955). 

140. Salem Commodities, Inc. v. The Miami Margarine Company, 106 USPQ 411, 
45 TMR 1389 (Com’r, 1955). As pointed out infra, note 228, the last-named decision 
is particularly important in connection with the availability of the equitable defenses 
of laches and acquiescence in opposition proceedin 

141. Collins & Aikman Corp. Vv. Digelow- Sanford Carpet Co., Inc., 107 USPQ 214, 
45 TMR 1529 (Com’r, 1955). One of the reasons for reversing the Examiner’s decision 
in this case was the fact that applicant used its mark solely in conjunction with the 
house mark BIGELOW. It thus appears from this decision that the use of a house mark 
in addition to a primary mark tends to lessen the likelihood of confusion which might 
otherwise be found to exist; apparently the Commissioner still considers this to be a 
circumstance of considerable importance even though the Court of Customs and Patent 
Appeals had held in the RAILBIRD decision last year (Hat Corporation of America V. 
John B. Stetson Company, 106 USPQ 200, 223 F.2d 485, 45 TMR 1343 (C.C.P.A., 1955) ; 
ef. The Eighth Year, note 2 supra, p. 1033, that it was improper to consider the house 
marks in determining likelihood of confusion between the remaining features of the 
marks involved. 

142. 8. Pfeiffer Manufacturing Company v. Brierley, 107 USPQ 227, 46 TMR 119 
(Com’r, 1955). 

143. Gantner & Mattern Company v. Harry Lang Mfg. Co.; Harry Lang Mfg. Co. 
v. Gantner § Mattern Company, 107 USPQ 236, 46 TMR 346 (Com’r, 1955). In this 
case, the Examiner of Interferences’ motion to dismiss cancellation proceedings simul- 
taneously instituted by the applicant against the five registrations on which opposer 
relied, was sustained by the Commissioner. Perhaps the most interesting feature of the 
case was the reversal by the Commissioner of the Examiner’s ex parte rejection of 
ome mark based on earlier registrations issued to third parties. The Examiner 
of Trademarks had withdrawn the references to these earlier registrations and, in the 
Commissioner’s opinion, this determination should not have been disturbed by the 
Examiner of Interferences. In this case, as well as in the previously mentioned case 
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sensitive adhesive tape ;*** Mayrarr for passenger automobiles and 
MAYFAIR for automotive chemical preparations; the letter “EK” 
in fancy script used on china tableware and THE Bic E for a long 
list of diverse items sold in department stores;** sno.Man for 
insulated paper bags with a picture of a snow man and sNoBOY 
for fresh and canned food products;’ Hotipay for men’s outer 
shirts and beach wear and the same mark for men’s, women’s and 
children’s shoes ;*** saAILon BOY syruP for sugar cane syrup and a 
mark comprising the words oH! Boy with an illustration showing 
a boy in a light blue middy blouse, for table syrup;*** RroyAL 
pucHEss for oleomargarine and pucHess for salad dressing and 
ROYAL SATIN for shortening ;** mrs. TUCKER’s for vegetable oils and 
shortening and sopHie TuCKER’s for food products other than 
noodles ;** trimette for rufflings for windows and curtains and 
trIMzZ for paper table mats, doilies, wallpaper and wall cover- 
ings ;*** the letters “db” in a colored triangle for electronically 
regulated power supplies and an equilateral triangle including 
the Greek letter Lambda as used on oscilloscopes, packing equip- 


of The Borden Co. v. Knudsen Creamery Co. of California (note 53 and text supra), 
the Commissioner laid down the following rule of policy: 

“It would seem to provide greater consistency in administration if, in cases 
where there are no additional facts, the Examiner of Interferences would refer the 
question to the Examiner of Trademarks for his reconsideration rather than to 
refuse registration on ex parte grounds.” 

144. The Kendall Company v. Polymark Limited, 110 USPQ 246 (Com’r, 1956). 

145. The Bell Company, Inc. v. Packard Motor Car Company, 107 USPQ 243, 46 
TMR 354 (Com’r, 1955). 

146. The Emporiwm Capwell Company v. Easterling China Company, 107 USPQ 
297, 46 TMR 219 (Com’r, 1955). The Commissioner here noted that opposer was using 
the marks relied upon primarily on delivery cartons, boxes, and bags for the purpose 
of identifying opposer’s establishment in general and not as a trademark. It was held 
that applicant’s mark, which was in the nature of a “water-mark” or “china mark,” 
was not likely to be confused with the markings on opposer’s packages and boxes. 

147. Fine Foods, Inc. v. Consolidated Paper Bag Company, 107 USPQ 325, 46 
TMR 125 (Com’r, 1955). 

148. General Shoe Corporation vy. Lerner Bros. Mfg. Co., Inc., 108 USPQ 341, 
46 TMR 501 Set 1956). 

149. W. B. Roddenbery Company, Inc. vy. Colonial Molasses Co. of La., Inc., 109 
USPQ 109, 46 TMR 650 (Com’r, —/ 

150. Salem Commodities, Inc. v. E. F. Drew § Co., Inc., 109 USPQ 457, 46 TMR 
905 (Com’r, 1956). Opposer contended in vain that since it had used ROYAL in one 
and DUCHESS in another mark, applicant’s food product was likely to lead purchasers 
to believe that it was but another in opposer’s line of food products. In refusing to 
accept this argument, the Commissioner in effect applied the same reasoning which was 
used by the Court of Customs and Patent Appeals in the ROTOMIST case, see note 202 
infra, and text. 

151. Anderson, Clayton § Co. v. Sophie Tucker’s Food Products Company, Inc., 
110 USPQ 61 (Com’r, 1956). 

152. United Wallpaper, Inc. v. Louis Hand, Inc., 110 USPQ 65 (Com’r, 1956). 
pg a mm to cancel opposer’s registrations on the ground of descriptiveness 
were denie 
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ment, stationery, ete. ;*°* BEAR STATE with a map of California and 
an illustration of a bear, for fresh fruits and grapes and the word 
BEAR With an illustration of a bear holding a map of California 
and including the word catirornia for fresh vegetables;** and 
TOMMIE-TEENS for ladies’ and girls’ pajamas and bathrobes, and 
TOMMY TUCKER for boys’ shirts, blouses and polo shirts.**° 


(c) Oppositions sustained by both the examiner and the Com- 
missioner: 


Conflict was held to exist between puTcH PRIDE and puTCH 
MASTERS, both for cigars; it was held that even though cigars 
are not ordinarily subject to “impulse buying,” a purchaser of 
DUTCH PRIDE cigars might be likely to believe that they were but 
another product manufactured by the makers of DUTCH MASTERS 
cigars. CARBA-SELTZER, for effervescent tablets for control of 
peptic ulcers, was found to be confusingly similar to ALKA-SELTZER 
for antiacid effervescent preparations,’ and p1AL-o-matic for 
sewing machines to styLE-o-MatTio for sewing machine parts and 
attachments.*** In the last mentioned case, the Commissioner’s 
decision was based primarily on the fact that both products were 
likely to be discussed over the telephone, may be the subject of 
radio advertising, and that in connection with the nature of the 
goods, sound was a factor of considerable importance. 

In affirming the decision of the examiner in the case of TRISED 
for a sedative tablet as opposed by Tricip for an antiacid tablet,’ 
it was pointed out that the two marks, both used on pharmaceutical 
products, sounded too much alike. As a matter of fact, Commis- 
sioner Leeds emphasized that even if a letter of consent had been 
filed, such a letter would not have been accepted by the Patent 
Office because of the inevitable confusion of the public which 


153. Lambda Electronics Corp. v. Dressen-Barnes Corp., 110 USPQ 133, 46 TMR 
1152 (Com’r, 1956). 

154. California Vegetable Growers v. Bear State Packers, Inc., 110 USPQ 140, 
46 TMR 1156 (Com’r, 1956). 

155. Maz Shrage Company, Inc. v. Kaylon Incorporated, 110 USPQ 141, 46 TMR 
1163 (Com’r, 1956). 

156. Consolidated Cigar Corporation v. Lwerant, 106 USPQ 333, 45 TMR 1375 
(Com’r, 1955). 

157. Miles Laboratories, Inc. v. Goodfriend, 106 USPQ 336, 45 TMR 1380 (Com’r, 
1955). 

158. The Singer Manufacturing Company et al. v. Morse Sewing Machine and 
Supply Corp., 106 USPQ 377, 45 TMR 1507 (Com’r, 1955). 

159. KR. J. Strasenburgh Company v. Kenwood Laboratories, Inc., 106 USPQ 379, 
45 TMR 1508 (Com’r, 1955). 
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might result from a simultaneous use of these two marks. Town- 
LINE was held to be confusingly similar to TowNLey, both for 
ladies’ coats, suits, dresses, jumpers and sweaters ;’® in the course 
of this decision, the Commissioner observed that third party 
registrations on which applicant sought to rely in proving the 
common use of the word town were relevant for the purpose of 
rebutting opposer’s contention that the word town had acquired 
trademark significance. 

Likelihood of confusion was also found to exist between 
ZOMBIE and zomBtIEs, both for candy;** tv and TREASURE VINE with 
a monogram showing the letters tv in an inverted triangle, both 
for wine;** PLANT MAGIC and PLANT MARVEL, both for plant foods 
and fertilizers ;** Trpy TIkE and Tykes for identical infant’s and 
children’s wear;** TIpy TIKE and the word tTipy in the trade name 
A TINY PRODUCT, also both for infants’ and children’s wear,’® and 
STARSHEEN for ladies’ bathing suits, trunks, etc. and starpust for 
women’s slips, petticoats, briefs, etc.*** The two marks were held 
to have a “similarity of suggestion.” Conflict was found between 
WINTER GARDEN for frozen and canned fruits and berries and the 
same mark for fresh vegetables and melons; PERMaA-RocK for 
a material in powdered or granular form for use as a filler in the 
industrial arts and perMA-StonE for molds for use in building 
construction ;*** MusicaL TuNE-o for an entertainment service in 
the nature of a musical quiz and runzo for a musical game;’® the 
letter “B” inserted in the lower bisected base of a triangle for prod- 
ucts for locating flanges in the nature of jigs, etc. and the letter 


160. Goldring Inc. v. Levy Brothers, Inc., 107 USPQ 146, 46 TMR 206 (Com’r, 
1955). 

161. Delaunay v. Wilson, 107 USPQ 148, 46 TMR 202 (Com’r, 1955). 

162. Bisceglia Brothers Wine Co. v. The Globe Distributing Company, 107 USPQ 
301, 46 TMR 485 (Com’r, 1955). 

163. Slater v. Poulos (Plant Magic Products, Inc., assignee, substituted), 107 
USPQ 303, 46 TMR 228 (Com’r, 1955). 

164. The William Carter Company v. The Associated Merchandising Corporation, 
108 USPQ 49, 46 TMR 235 (Com’r, 1955). 

165. Tidy Products Company (Tidykins, Inc., assignee, substituted) v. The Asso- 
ciated Merchandising Corporation, 108 USPQ 50, 46 TMR 237 (Com’r, 1955). 

166. Stardust, Incorporated v. M. I. Kohan, Inc., 109 USPQ 110, 46 TMR 651 
(Com’r, 1956). 

167. Keith Mets, Grower and Shipper v. The Winter Garden Company, Inc., 109 
USPQ 499, 46 TMR 993 (Com’r, 1956). 

168. Perma-Stone Company v. Perma-Rock Products, Inc., 110 USPQ 102, 46 
TMR 1012 (Com’r, 1956). 

169. Ez parte Richard H. Ullman, Inc., 110 USPQ 197 (Com’r, 1956). 
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“B” in a triangle for tools and similar machinery ;’” and coRDORAMA 
for textile fabrics made of cotton and synthetic fibres and rama 
for cotton piece goods.*” 

(d) Oppositions dismissed by the examiner but sustained by 
the Commissioner : 

Only 9 cases have been found in which the Examiner of Inter- 
ferences’ dismissal of the opposition was reversed by the Commis- 
sioner on appeal. This occurred in the following cases: GREEN LEAF 
for plant spray and sBLack Lear for insecticides; PuRwiTE for 
petroleum jelly and pure and numerous variants including PuRED, 
PURELITE, PUREFLIGHT and others for a line of petroleum prod- 
ucts ;** THERMALAP for building siding and THERMoTEX and other 
THERMO- prefixed marks for similar building materials;** pau for 
dog leashes, choke chains, dog collars and combs and pat for dog 
biscuits ;*"* wexco for floor and wall mops and exco for mops and 
brushes as well as ExcowareE for a line of kitchen utensils;'” 
REPEL-O-STIK for an insect repellant and REPEL-A-Mist for a similar 
product ;*” sie 6 six for a chill and fever tonic and “666” for a 
similar remedy ;*"* aRIENS YARDSTER for garden tilling and cultivat- 


ing implements and yArp-mMANn for lawn mowers;’” and JOHNNIE 
WALKER for cigarettes and JoHNNIE WALKER for a blend of straight 
Scotch whiskies.’ 


170. Ea parte Bacharach Industrial Instrument Company, 110 USPQ 202 (Com’r, 


1956). 


1956). 

172. Tobacco By-Products and Chemical Corporation v. Smith, 106 USPQ 293, 45 
TMR 1363 (Com’r, 1955). 

173. The Pure Oil Company v. Sherwood Refining Company, Inc., 106 USPQ 369, 
45 TMR 1493 (Com’r, 1955). However, the Examiner was affirmed in this case in 
refusing registration ex parte on the ground that applicant’s PURWITE was a grade mark 
and used as such. 

174. Globe Roofing Products Co., Inc. v. Lwmaside, Inc., 106 USPQ 373, 45 TMR 
1498 (Com’r, 1955). 

175. National Biscuit Company v. House of Houston, Inc., 108 USPQ 345, 46 
TMR 618 (Com’r, 1956). This decision is all the more noteworthy since the opposer 
took no testimony but relied solely on its registration. The Commissioner held that a 
purchaser of PAL Dog Food might, upon seeing PAL dog leashes, colors, chains and 
combs, associate them with the manufacturer of the former and attribute both products 
to a common source. The conclusion was reached that although some proof concerning 
the “drawing power” of opposer’s mark would have been “extremely helpful,” there 
existed sufficient doubt in this case to tip the scales in favor of opposer. 

176. Ekco Products Company v. W. E. Kautenberg Co., 109 USPQ 107, 46 TMR 
648 (Com’r, 1956). 

177. Knapp-Monarch Company v. Coutinho, 110 USPQ 99, 46 TMR 1009 (Com’r, 
1956). 

178. Monticello Drug Company v. Silby, 110 USPQ 194 (Com’r, 1956). 

179. Yard-Man, Inc. v. Ariens Company, 110 USPQ 200 (Com’r, 1956). 

180. John Walker § Sons, Limited v. The American Tobacco Company, 110 USPQ 
249 (Com’r, 1956). This is probably the most interesting decision since the opposition 


D. B. Fuller § Co., Inc. vy. Lincoln Fabrics Co. Inc., 110 USPQ 238 (Com’r, 
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b. Cancellation Proceedings 


In cancellation proceedings, an examination of Commissioner’s 
decisions involving likelihood of confusion presents approximately 
the same ratio of dismissed petitions. 


(a) In the following cases the petitions were dismissed for 
lack of confusion by both the examiner and the Commissioner: 
sEA PAK for frozen seafoods (on the Supplemental Register) and 
CHICKEN OF THE SEA for canned tuna and sga-Pep for vitamin feed- 
ing oils, fish meal and similar foods; syncr-o-FLAME for fuel oil 
burners and syncromatic for air conditioning apparatus ;***? SLEEK 
for hair nets (on the Supplemental Register) and stzex for prep- 
arations for removal of superfluous hair ;** THE HAINKE WHIRL-CUT 
for lawnmowers (on the Supplemental Register) and wHIRLWIND 
for the same goods ;*** vaLcourT pappiEs for powder puffs (on the 
Supplemental Register) and vaLcort for hosiery ;** and Joyeux ETE 
for toilet waters and La Jomz DE JEAN PaTou and Joy for perfumes 
and cosmetics.** 


(b) In one case, the examiner had sustained a petition for 
cancellation, but the Commissioner found no likelihood of confu- 


was sustained not so much on likelihood of confusion as on a theory similar to the 
dilution theory previously applied to the Copacabana case (Copacabana, Inc. v. Bres- 
lauer, 101 USPQ 467, 44 T 987 (Com’r, 1954)). In other words, it was held that 
use by the applicant of the famous name JOHNNIE WALKER on cigarettes might “falsely 
suggest” a trade connection with a so that registration was denied under Section 
2(a) rather than under Section 2( ie although sustaining of the opposition was held 
justifiable under the latter section. For an earlier JOHNNIE WALKER decision, in which 
the Court of Customs and Patent Appeals had affirmed the Commissioner’s decision dis- 
missing an Hg brought by the same opposer inst use of JOHNNIE WALKER on 
shoes, cf. John Walker § Sons, Limited v. Modern Shoe Company, 213 F.2d 322, 102 
USPQ 91, 44 TMR 961 (C.C.P.A., 1954), discussed in The Seventh Year, note 17 supra, 
p. 1043. It may also be recalled that in Tampa Cigar Company v. John Walker & Sons, 
222 F.2d 460, 105 USPQ 351, 45 TMR 825 (5th Cir. 1955), use of the trademark 
JOHNNIE WALKER by a cigar maker was enjoined. For a still earlier development in 
this case, cf. 197 F.2d 72, 93 USPQ 392, 42 TMR 539 (5th Cir. 1952), and discussion 
in The Fifth Year of Administration of the Lanham Trade-Mark Act of 1946, 94 USPQ 
No. 8, Part II, B 9, and note 32, 42 TMR 712, 722. 

181. Van Camp Sea Food Company, Inc. v. Seapak Corporation, 106 USPQ 330, 
45 TMR 1374 (Com’r, 1955). 

182. Syncromatic Corp. v. Syncro-Flame Burner Corp., 106 USPQ 375, 45 TMR 
1502 (Com’r, 1955). 

183. Elieabeth Arden Sales Corporation v. Hairnet Corporation of America, 107 
USPQ 15, 45 TMR 1402 (Com’r. — 

184. Whirlwind, Inc., et al. v. Hainke (The Paul Hainke Mower Corp.), 107 
USPQ 297, 46 TMR 218 (Com’r, 1955). 

185. Valcort Hosiery Corporation v. Valcourt, Inc., 108 USPQ 347, 46 TMR 619 
(Com’r, 1956). 

186. Jean Patou, Inc. v. Lancome, 8.A., 110 USPQ 208 (Com’r, 1956). 
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sion; the case involved coLoraTonE for a gray hair color restorer, 
and petitioner’s coLortint for a hair tinting composition. 


187 


(c) Both the examiner and the Commissioner found likelihood 
of confusion between GERBER’S GOLD-N-TOASTED for bread crumbs (on 
the Supplemental Register) and crerseEr’s, both with and without 
designs, for a line of food products for infants and invalids;** 
and between zip with an arrow running through the letters for 


power lawn mowers and zipper for powered sickle bar mowers.’ 


(d) In one case the examiner had dismissed the petition to 
cancel PERMA SEAL for a caulking compound instituted by the reg- 
istrant of pERMACEL for pressure-sensitive adhesive tapes, but the 
Commissioner found likelihood of confusion and granted the peti- 
tion to cancel.**° 


c. Interference Proceedings 


In interference proceedings, too, likelihood of confusion has 
not been as readily found to exist as was the case in the past. 
Thus, an interference was dissolved between the use of CRACKER 
BOX and CRACKER BARREL, although both marks were used on cheese. 
Both parties were held entitled to the registrations sought pri- 
marily on the ground that one cheese product reached the con- 
sumer in a trademarked package, while the other was “likely to 
be unknown as to brand name and ordered by type.”*” On the 
other hand, it was held in an interference between wILLO-FLEX 
and WILLOWELT both for women’s shoes,’ that confusion in the 
public mind was likely to result and that the junior party’s appli- 
cation should be denied despite the fact that every conceivable 
effort had been made on its part to determine the availability of 
the term WILLO-FLEX. 


187. Monroe Chemical Company v. The Nestle-Lemur Company, 106 USPQ 339, 
45 TMR 1382 (Com’r, 1955). 

188. Gerber Products Company v. Gerber, 109 USPQ 111, 46 TMR 652 (Com’r, 
1956). 

deo, Toro Manufacturing Corporation of Minnesota v. Root Manufacturing Com- 
pany, Inc., 110 USPQ 67 (Com’r, 1956). 

190. Industrial Tape Corp. v. Timesaver Products Co., 110 USPQ 198 (Com’r, 
1956). 

do, Kraft Foods Company v. The Appleton Corporation, 107 USPQ 124, 45 TMR 
1520 (Com’r, 1955). 

192. W. B. Coon Company v. Dizon-Bartlett Company, 108 USPQ 297, 46 TMR 
495 (Com’r, 1956). 
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2. Decisions by the Court of Customs and Patent Appeals 


The trend of recent decisions by the Court of Customs and 
Patent Appeals on likelihood of confusion would seem to be fairly 
analogous to that now prevailing at the Patent Office, although 
there have been a few notable exceptions. 

We shall first review the relatively few decisions in which the 
Court did come to the conclusion that likelihood of confusion would 
result. 


a. Likelihood of Confusion Found to Exist 


In an appeal involving an application to register the mark 
SPRINGFOAM for sponge rubber and sheet stock or pads, as opposed 
by the registrant of sprinestEep for carpet pads or underlays made 
of jute and hair fiber,’** the Examiner of Interferences had held 
that the two marks were “registrably distinguishable” because they 
both possessed an unmistakable “descriptive significance.” The 
Commissioner’s reversal of this decision was affirmed by a divided 
Court. 

On the other hand, in an opposition involving Brisk for shav- 
ing cream and sreck’s for similar goods including aftershave 
cologne,’ the Court agreed with the Examiner of Interferences 
and not with the Commissioner in holding that the concurrent use 
of these two marks was likely to cause confusion. In a three-to- 
two decision, a majority of the Court held that since there was 
a reasonable doubt, it should be resolved “in favor of the estab- 
lished mark,” in this instance BRECK’s. 


b. No Likelihood of Confusion Found to Exist 


Perhaps the most unexpected Court decision in which the 
concurrent decisions of the Examiner and the Commissioner sus- 
taining the opposition were reversed and no likelihood of confusion 
found involved a conflict between applicant’s mark INnTERCONTI- 
NENTAL and opposer’s mark coNnTINENTAL.*” The applicant sought 


193. The Dayton Rubber Company v. General Felt Products Co., 223 F.2d 734, 
106 USPQ 284, 45 TMR 1351 (C.C.P.A., 1955). 

194. John H. Breck, Inc. v. The Armand Company (Colgate-Palmolive Company, 
assignee, substituted), 225 F.2d 246, 107 USPQ 8, 45 TMR 1337 (C.C.P.A., 1955). 

195. Intercontinental Mfg. Co., Inc. vy. Continental Motors Corporation, 230 F.2d 
621, 109 USPQ 105, 46 TMR 609 (C.C.P.A., 1956). 
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registration for certain types of agricultural machinery, while 
opposer’s mark was used on goods which included internal com- 
bustion engines. The Patent Office tribunals had found confusion 
primarily on the ground that tractors and motors are often made 
by the same manufacturers. According tc the Court, however, 
the two terms involved, although primarily geographical, were 
held to have sufficiently different meanings, sound and appearance 
to preclude likelihood of confusion.’ 

Among other marks between which no conflict was found to 
exist were the following: Lrporax for a vitamin product and tTIMmo- 
rax used for a fungicidal preparation for external use only;’” 
HAPPY DEBS and HONEYDEBS, applied to substantially identical 
goods, women’s and children’s footwear;** TowNLEY and TOWN- 
moor for ladies’ clothing, including coats, and ladies’ coats, re- 
spectively*” (in an appeal from the Commissioner’s dismissal of 
a petition for cancellation, it was held that the two marks were 
not likely to cause confusion despite the common element town). 
Again, it was held that use of the mark spLuRGE on nonalcoholic 
soft drinks did not conflict with the word squmr for nonalcoholic 
drinks and as bases, syrups and extracts for making them.”” In 
a case involving an application to register the word pat for a 
beard softening agent, opposed by princess pat registered for 
cosmetics including hand-lotions,*™ the Court pointed out that even 
though the parties’ goods may be sold at the same stores, one 
party’s products were designed primarily for use by the feminine 
trade, while the other party’s beard softening agents were for use 
by the masculine sex. In a case involving registration of the nota- 
tion rotomist for agricultural and horticultural spraying and dust- 
ing machines, the opposer relied on registrations for misty and 


196. It is interesting to compare this decision, giving such limited scope to the 
word CONTINENTAL with the decree of the Court of Appeals for the Ninth Circuit in 
North American Aircoach Systems, Inc. et al. v. North American Aviation, Inc., (231 
F.2d 205, 107 USPQ 68, 46 TMR 70, cf. note 262, infra and text), in which extremely 
broad protection was given to the geographical term NORTH AMERICAN. 

197. Burroughs Wellcome g¢ Company (U.S.A.) Inc. v. Mezger Pharmacal Com- 
pany, Inc., 228 F.2d 243, 108 USPQ 130, 46 TMR 339 (C.C.P.A., 1955). 

198. Holiday Casuals v. M. Beckerman § Sons, Inc., 228 F.2d 224, 108 USPQ 140, 
46 TMR 341 tees ay 1955). 

199. Goldring Inc. v. Town-Moor, Inc., 228 F.2d 254, 108 USPQ 234, 46 TMR 344 
(C.C.P.A., 1955). 

200. The Squirt Company v. Pola-Rona, Inc., 229 F.2d 463, 108 USPQ 333, 46 
TMR 482 (C.C.P.A., 1956). 

201. Princess Pat, Ltd. v. Tursi, 230 F.2d 440, 109 USPQ 45, 46 TMR 612 
(C.C.P.A., 1956). 
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ROTO-POWER for similar machines,” and alleged that roromist was 
but a contraction of its two existing registrations. The Court 
held, however, that applicant had created a compound mark 
which, as such, had not been previously used by opposer, and that 
no likelihood of confusion resulted. The Court affirmed the Patent 
Office also in finding no conflict between sonorLux for vibromag- 
netic inspection instruments, and MAGNAFLUX as applied to elec- 
trical apparatus for magnetic testing of metal articles.** The 
concurrent use of vit-a-peP on feeds for poultry, and other live- 
stock, and FUL-0-PEP on the same products,” was held not likely 
to cause confusion despite the common use of the word prep. In 
an appeal from a decision by the Commissioner, who had reversed 
the Examiner of Interferences sustaining an opposition to the 
registration of the mark worstEeRLon for fabric by the registrant 
of worstTep-Tex for a similar product,” a majority of the Court 
observed that it had no authority to consider the question whether 
or not applicant’s mark was merely a “style mark” since the 
applicant had not taken an appeal from the Commissioner’s rul- 
ing that the registration for worsTERLON should not issue until the 
examiner was satisfied that appellee was using the word as a 
trademark. Judge Worley, in a specially concurring opinion, 
pointed out that under all precedents, the Court clearly had power 
to pass on this ex parte question, even though it might not have 
been made the basis of an appeal from the Commissioner’s deci- 
sion. Judge Worley agreed, however, that under the circumstances 
of the present case, the ex parte question did not have to be 
considered. 


3. The Issue of Likelihood of Confusion in “4915” Proceedings 


In advising clients in the future on the prospects for reversing 
an inter partes decision on likelihood of confusion by way of re- 
view under Title 35, U.S.C., Sec. 146, the successor to R.S. 4915, 
we may do well in taking a close look at the recent decision of the 


202. H. D. Hudson Manufacturing Company v. Food Machinery and Chemical 
Corporation, 230 F.2d 445, 109 USPQ 48, 46 TMR 606 (C.C.P.A., 1956). 

203. Magnafluz Corporation v. Sonofluz Corporation, 231 F.2d 669, 109 USPQ 
313, 46 TMR 884 (C.C.P.A., 1956). 

204. The Quaker Oats Company v. St. Joe Processing Company, Inc., 232 F.2d 653, 
109 + 390, 46 TMR 975 (C.C.P.A., 1956). 

205. House of Worsted-Tex, Inc. v. Deering Milliken § Company, Inc., 110 USPQ 

44 (C.C.P.A., 1956). 
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Court of Appeals for the District of Columbia in Esso Standard 
Oil Co. v. Sun Oil Co.,?* in which the Supreme Court has denied 
certiorari.”” It may be recalled that the Court of Customs and 
Patent Appeals, in determining the issue of likelihood of confu- 
sion, customarily gives proper weight to the fact that the Patent 
Office tribunals themselves, i.e., the Examiner of Interferences and 
the Commissioner, may have differed on this question. Typical, 
for instance, was the Court’s reference in John H. Breck, Inc. v. 
The Armand Co.** to “the divergent opinions below,” in which, 
as the Court recited, opposite conclusions had been reached de- 
spite the fact that both the examiner and the Assistant Commis- 
sioner were persons of “recognized ability and with long experi- 
ence in the trademark field.” Contrary to this approach, the Court 
of Appeals in the unrvis case*”® attached no weight at all to the 
fact that the Patent Office tribunals had differed on the confusion 
issue, but considered it reversible error for the District Court to 
have followed the examiner’s ruling rather than that of the Ex- 
aminer in Chief. More than that: the Court emphasized that pro- 
ceedings under R.S. 4915 should be covered by the rule of the 
famous Morgan case,**° under which an administrative determina- 
tion should be held controlling unless the contrary be established 
by evidence “which in character and amounts carries thorough 
conviction.” Guided by this principle, the District Court should 
have in effect rubber-stamped the Commissioner’s finding on the 
confusion issue unless new evidence had been presented in this 
admittedly de novo proceeding which might have justified a dif- 
ferent result. The Appellate Court found, however, that although 
new evidence had been submitted to the District Court, it was 
not apparent that the court’s decision was influenced thereby so 
that it was deemed improper for the lower court to substitute its 
own views for those of the Patent Office. The issue involved in 
the case was a typical borderline question: were the marks uNIvis 
and sunvis likely to cause confusion with regard to practically 
identical products? The examiner had answered this question in 
the negative, guided primarily by the complete difference in mean- 


206. 229 F.2d 37, 108 USPQ 161, 46 TMR 444 (C.A.D.C. 1956). 

207. Cert. den. June 4, 1956, 109 USPQ No. 11 (June 11, 1956), p. II. 
208. 225 F.2d 246, 107 USPQ 8, 45 TMR 1337 (C.C.P.A., 1955). 

209. Note 206, supra, and text. 

210. Morgan v. Daniels, 153 U.S. 120, 125 (1894). 








_- = 
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ing between univis and sunvis, while the Examiner in Chief held 
that the similarity in appearance and the fact that the marks dif- 
fered as far as the actual letters were concerned only in two 
letters outweighed the differences in sound and meaning and that 
the opposition should therefore be sustained. The District Court, 
in turn, agreed with the examiner and applicant’s mark was ac- 
cordingly found registrable. The Court of Appeals, however, 
agreed with the Examiner in Chief or, at least, believed that his 
decision alone expressed the final determination of the Patent 
Offic and should be held controlling by the reviewing court unless 
contradicted by evidence carrying “thorough conviction” under 
the Morgan case. This ruling would certainly make it unlikely, in 
the absence of convincing new evidence, that the Commissioner’s 
decision on likelihood of confusion be set aside not only in situa- 
tions in which both Patent Office tribunals had come to the same 
conclusion, but where there had been a complete difference of 
opinion between them, as in the case here under discussion. The 
failure of the court to give any weight to this factor seems all 
the more debatable since, as a general rule, there has been a ten- 
dency in cases of judicial review from administrative determina- 
tions to give more weight to dissenting opinions and differences 
of opinion within the administrative tribunal than had been the 
case in the past. Thus, the United States Supreme Court pointed 
out in the Universal Camera case™ that: 


“«* * * evidence supporting a conclusion may be less substan- 
tial when an impartial, experienced examiner who has ob- 
served the witnesses and lived with the case has drawn 
conclusions different from the Board’s than when he has 
reached the same conclusion. The findings of the examiner 
are to be considered along with the consistency and inherent 
probability of testimony.” 


Be that as it may, the decision of the Court of Appeals in the 
UNIVIS case certainly would seem to impose a substantial burden 
on the plaintiff to submit new evidence to the court, rather than 


211. Uniwersal Camera Corp. v. National Labor Relations Board, 340 U.S. 474, 496 
(1951). Cf. also, Minneapolis-Honeywell Regulator Company vy. Federal Trade Com- 
mission, 191 F.2d 786, 789 (7th Cir. 1951). 
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merely to ask the court to resolve a difference of opinion between 
the officials who had previously heard the case.” 


Il. “DAMAGE” OR “INJURY” BASED ON OTHER GROUNDS 
(DESCRIPTIVENESS OR GENERICNESS 
OF APPLICANT’S MARK) 

It may perhaps be considered a tribute to the alertness of the 
Examining Staff of the Trademark Division that only relatively 
few opposition or cancellation proceedings have been instituted, 
challenging a registered mark or a mark applied for as being in 
use by the opposer or petitioner in a generic or descriptive way 
to an extent justifying the instituting of an inter partes proceeding. 

And even in these few cases the moving party far more often 
did not prevail than had success with such allegations. Thus, in 
a case now pending on appeal before the Court of Customs and 
Patent Appeals,”* it was held that an applicant’s coined trade- 
mark cortropHin for a hormonic preparation was not so closely 
similar to the generic term “corticotrophin” as to be unregistrable 
on that ground.** In Levi Strauss ¢ Co. v. Kotzin, an applica- 
tion had been filed to register Gotp rivet under Section 2(f) for 
trousers, dungarees and jackets, and similar products. The op- 
poser alleged, inter alia, that it had generally referred to similar 
products as “copper riveted” and that it would, therefore, be 
damaged by registration of the term GoLp rivet. It was held that 
opposer’s use of “copper riveted” to describe a certain type of 
construction in the manufacture of jeans, trousers, and similar 
products was insufficient as a basis of opposition and that addi- 
tionally, there was no likelihood of confusion between applicant’s 
trademark and the term “copper riveted.” Again, it was held in 


212. For an application of the doctrine of res adjudicata in R.S. 4915 proceedings, 
see Old Charter Distillery Co. v. Continental Distilling Corp., 138 F.Supp. 473, 108 
USPQ 165, 46 TMR 425 (D.C. Del. 1956), involving the extended litigation on the 
OLD CHARTER and CHARTER OAK trademarks for whisky. 
1955). Armour and Company vy. Organon, Inc., 106 USPQ 220, 45 TMR 1250 (Com’r, 

214. In the most recent decision by the Commissioner, on this question, Examiner 
was reversed and the opposition sustained in Infileo Inc. v. Chicago Pump Co., 110 
USPQ 204 (Com’r, 1956), in which application had been filed to register COMMINUTOR 
as a secondary meaning mark, for a machine intended to be interposed in and across 
a sewage stream to intercept and screen solids, etc. Registration was opposed by a 
manufacturer of machinery and equipment including machines commonly referred to as 
comminutors on the ground that the word had definite descriptive meaning, had been 
so used and was therefore not eligible for registration as a trademark. 

215. 107 USPQ 357, 46 T 229 (Com’r, 1955). 
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The Bib Corp. v. S. Albertson Co., Inc.,* that an applicant was 
entitled to register the word BasBisuice under Section 2(f) for fruit 
juices despite the fact that opposer had made some use of the 
informal and descriptive phrase JUICE FoR BABIES On similar prod- 
ucts. BABIJUICE, as spelled by the applicant, was not held to be a 
common descriptive name for applicant’s product and was not 
found to have a commonly understood meaning in the trade or 
with the purchasing public.*” 

One of the few cases in which an opposition of this sort was 
recently sustained was The International Nickel Co., Inc. v. Mee- 
hanite Metal Corp.,”* in which registration was sought for the 
word sPHERULITE for castings made of iron and iron alloys. The 
opposer alleged use of the words “spheroidal,” “spherulitoid” and 
other identical and similar words to describe certain types of cast- 
ings, and contended that registration should be denied because 
applicant’s alleged mark was a dictionary term. Both the exam- 
iner and the Commissioner so held. In one of the Commissioner’s 
findings, it was expressly stated that while the “spherulite” and 
“spherulitic” may not be necessary to describe the product, “nev- 
ertheless the words do in fact describe them and would be so 
understood by those familiar with the industry.” These terms 
were, therefore, held incapable of trademark significance. 

Attention may also be called to the decision by Examiner of 
Interferences Bailey, in Ferry-Morse Seed Co. v. Hitchcock Pack- 
ing Co., Inc. which was specially reported ;”*® there, opposition by 
a seed grower who had originated a variety of carrot called coLp 
SPIKE was sustained against an applicant for registration of the 
identical term for prepackaged fresh carrots. The examiner held 
GOLD SPIKE to be a varietal name incapable of exclusive appropria- 
tion and completely ineligible as a trademark.*” 


216. 109 USPQ 392, 46 TMR 980 (Com’r, 1956). 

217. See also note 120 supra and text. 

218. 108 USPQ 298, 46 TMR 498 (Com’r, 1956). 

219. 109 USPQ No. 13, p. iv. (June 25, 1956). Opposition No. 33,518. 

220. New litigation has arisen and is still pending regarding the term CARILLONIC 
BELLS. A new application has been filed to register that term for phonograph records 
and a motion for summary judgment granted in favor of the opposer, who had pre- 
viously prevailed Rg ers lectronics, Inc. v. J. C. Deagan, Inc., 202 F.2d 772, 97 
USPQ 141, 43 T 735 (C.C.P.A., 1953)), where the term had been held to be inher- 
ently incapable of functioning as a trademark for certain electrically operated carillons. 
The Commissioner held, however, that summary judgment should not be granted in the 

resent case because of the difference in goods involved and that an opportunity should 
afforded the applicant to prove secondary meaning with regard to the products for 





THE TRADEMARK REPORTER Vol. 46 T. M.R. 


Two cases have been found in which the Commissioner re- 
jected a mark ex parte in the course of an inter partes proceeding 
on the ground that the mark was either completely descriptive or 
too close to a descriptive or generic term In The Heminway & 
Bartlett Mfg. Co. v. Sterling Net & Twine Co., Inc.," applicant 
sought to register the word nytoon for fishing lines and nets and 
was opposed by the registrant of nyLocx for a certain type of syn- 
thetic fiber used in the manufacture and repair of fishing nets. 
Although dismissing the opposition, the Commissioner held that 
the word NYLOON was a mere misspelling of nyLoon and therefore 
not registrable as a trademark. Said Commissioner Leeds: 


“The common descriptive name, misspelled, of an article does 
not perform a trademark function and is therefore unregis- 
trable.” 


Attacks on a registrant’s mark because of descriptiveness or 
genericness in cancellation proceedings proved unavailing in all 
four reported cases in which such an attempt was made. In 
Wrightway Engineering Co. v. Knickerbocker Rubber Co.,?” the 
Commissioner refused to cancel BuB-L-air for aerators for water 
faucets on the ground that this term was not descriptive but 
suggestive of the function of the product. Likewise, in Feldman 
v. Hoenig Plywood Corp.,”* the term Microwoop was not cancelled 
where a petitioner alleged that it was an English translation of 
the German term MrkroHOLZ. Neither the German version nor 
the English translation were held to be generic terms. The same 
result was reached in a counterclaim for cancellation of the reg- 
istered mark Triz and certain other registrations, including the 
word TRIM as a component, based on the ground that registration 
of that term amounted to a withdrawal from the language of the 
descriptive word “trim.” *** In the only case of this kind which 
reached the Court of Customs and Patent Appeals,” it was like- 


which the term was now sought to be registered. Stromberg-Carlson Company v. Schul- 
merich Electronics, Inc., 108 USPQ 286, 46 TMR 491 (Com’r, 1956) and Maas-Rowe 
Electromusic Corp. v. Schulmerich Electronics, Inc., 108 USPQ 289, 46 TMR 490 (Com’r, 
1956). 

221. 108 USPQ 343, 46 TMR 614 (Com’r, 1956). 

222. 106 USPQ 338, 45 TMR 1384 (Com’r, 1955). 

223. 109 USPQ 63, 46 TMR 636 (Com’r, 1956). 

224. United Wallpaper, Inc. v. Lowis Hand, Inc., 110 USPQ 65 (Com’r, 1956). 

225. James Huggins § Sons, Inc. v. Avenarius Brothers (Att’y General of the 
U.S8., substituted), 223 F.2d 494, 106 USPQ 271, 45 TMR 1348 (C.C.P.A., 1955). 
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wise held that the petitioner for cancellation of the term carso- 
LINEUM as applied to preservative liquids had the burden of proof 
that the involved mark was or had become generic, and that he 
had failed to sustain that burden. 
































III. EQUITABLE DEFENSES; CONCURRENT USE 


It seems to become more and more apparent that perhaps the 
most difficult problem in the administration of the Act of 1946 
4 will be that of determining the proper relationship between the 
: absolute ex parte prohibition in Section 2(d), in cases in which 
the mark sought to be registered is likely to cause confusion with 
a previously registered mark, and Section 19 of the Statute, which 
permits consideration by the Office of the equitable principles of 
laches, estoppel and acquiescence in inter partes proceedings.’ 
In addition, it was recently held in Grand Bag & Paper Co., Inc. 
v. Tidy-House Paper Products, Inc.," that Section 17 confers 
broad discretion upon the Examiner of Interferences in inter 
; partes cases to consider all the equities involved in determining 
the respective rights of the parties. The basic problem may be 
stated thus: Does the duty of the Patent Office toward the public 
go so far as to compel the refusal of registrations ex parte, even 
though an opposition or petition for cancellation should be dis- 
missed because of a finding of estoppel and acquiescence on the 
part of opposer or petitioner for cancellation? 


1. Commissioner Leeds sought to clarify this aspect of the 
problem in Salem Commodities, Inc. v. Miami Margarine Co.?* 
After distinguishing the legal concepts of laches and acquiescence 
generally, and after having reiterated the accepted rule that, in 






226. It need hardly be emphasized that in most instances where the defense of 
laches was raised in cancellation proceedings based on mere delay on the part of the 
petitioner without more, it was unsuccessful. Cf., for instance, Sunshine Biscuits, Inc. 
v. Berke Bakeries, Inc., 106 USPQ 222, 45 TMR 1253 (Com’r, 1955); Syncromatic 
Corporation vy. Syncro-Flame Burner Corporation, 106 USPQ 375, 45 TMR 1502 (Com’r, 
1955) ; and Toro Manufacturing Corp. of Minnesota v. Root Manufacturing Co., Inc., 
110 USPQ 67 (Com’r, 1956). It has also been held that failure to oppose other similar 
registrations in previous years could not result in an estoppel as against a subsequent 
applicant, General Shoe Corporation v. Lerner Bros. Mfg. Co., Inc., 108 USPQ 341, 
46 TMR 501 (Com’r, 1956). Cf. with regard to the problems here discussed, Stoughton, 
Inter Partes Proceedings and Practice under the New Trademark Rules, 46 TMR 
8 (1956). 
' 227. 109 USPQ 395, 46 TMR 983 (Com’r, 1956). 

228. 106 USPQ 411, 45 TMR 1389 (Com’r, 1955). Most recently, the defense of 
acquiescence and estoppel was also sustained in Standard Oil Development Company v. 
Advance Solvents § Chemical Corp., 110 USPQ 252 (Com’r, 1956). 
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view of the statutory 30-day period for the filing of a notice of 
opposition, there can be no laches with regard to the institution 
of opposition proceedings it was held that an opposition should 
be dismissed because of estoppel by acquiescence where knowledge 
of applicant’s widespread use over a period of twelve years was 
imputed to opposer and he had never lifted a finger in protest 
until the application for registration was filed. Thus, the Com- 
missioner found that “opposer’s acquiescence had created an es- 
toppel against any right it may once have had to prevent appli- 
cant’s registration from issuing.” *° Then, however, after having 
sustained the defense of acquiescence, the Commissioner at the 
very end of the decision raised the “$64 question,” to wit: Whether, 
despite the dismissal of the opposition, the application should be 
rejected ex parte on the ground of likelihood of confusion and 
in the exercise of the duty of the Office toward the public? For- 
tunately for the applicant in this case, the Commissioner found 
that despite the complete identity in sound of the two marks 
(wu-Maip for margarine and nu MapE for salad dressing, sandwich 
spread and French dressing), a presumption was created by the 
simultaneous use of these two marks over a long period that no 
confusion was likely to result and that whatever likelihood there 
might have been originally had been dispelled by applicant’s 
subsequent advertising campaign. Emphasis was placed, also, 
upon the fact that the Examiner of Trademarks, although he had 
originally cited opposer’s mark as a reference, had subsequently 
withdrawn the reference and thereby indicated his belief that no 
confusion was likely to result. The conclusion reached by the 
Commissioner would appear to indicate that in those relatively 
rare cases in which a mark has been passed to publication and in 
which the defense of acquiescence or estoppel may have later been 
sustained, the applicant should be given the benefit of the doubt 
in the absence of affirmative evidence of confusion and no ex parte 
refusal should be made, particularly where the adverse party’s 
mark or name had not even been previously registered. Where, 
for instance, an opposer and an applicant are in complete agree- 
ment that likelihood of confusion neither has arisen nor is likely 
to arise in the future, and there is a reasonable factual or com- 


229. 106 USPQ 411, 415, 45 TMR 1389 (Com’r, 1955). 
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mercial basis therefor, no reason is seen why the Patent Office 
should not give weight and effect to such agreements. 


2. For the same reasons, it may be suggested that somewhat 
greater consideration might in appropriate cases be given to 
understandings reached by the parties in concurrent use proceed- 
ings than has been true in the recent past. It is not here sug- 
gested that the Commissioner should go as far as was requested 
in Ex parte M. Wile & Company, Inc.,*° where the parties had 
used the same name for the same goods and in the same territory, 
although the use by one of them was limited to the retail trade 
in the City of Buffalo. In that case, applicant sought a concur- 
rent registration on the ground that use by the two parties of 
their respective marks “during the past 17 or 18 years has been 
entirely harmonious and absolutely no evidence of confusion of 
the public has made itself known to either of the parties. It is 
believed that this actual practical experience should be regarded 
as more convincing than any mere speculation as to what might 
have taken place.” Since the mark as used by both parties was 
not found to be a registrable trademark in any event, it was un- 
necessary for the Commissioner to pass upon the request for con- 
current registration. On the other hand, it has been reiterated as 
recently as in the case of Bisceglia Bros. Wine Co. v. Globe Dis- 
tributing Co.,?* that concurrent registrations should not be granted 
unless the applicant had acquired “substantial rights at the time 
of the filing of the first application involved” and that concurrent 
registrations should issue only under “extraordinary circum- 
stances.” It may perhaps be suggested that such “extraordinary 
circumstances” might be somewhat more readily found to exist 
in some cases where the parties themselves have reached a com- 
plete understanding by which all possibility of confusion is sought 
to be eliminated. It is true, of course, that under the language of 
Section 2(d), the Commissioner should not authorize concurrent 
registrations unless he is satisfied that likelihood of confusion is 
not apt to result therefrom. But here again, the fact that both 
parties in complete good faith and in different territories may 
have adopted the same or a similar mark and have reached an 


230. 109 USPQ 114, 46 TMR 657 (Com’r, 1956). 
231. 107 USPQ 301, 46 TMR 222 (Com’r, 1955). 
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understanding with regard to its concurrent use should weigh 
heavily in favor of registrability for the benefit of both parties, 
since such registration would then be nothing more but a reflec- 
tion of the common law rights of the respective parties. Other- 
wise, we would be confronted with the questionable result reached 
in the Commissioner’s decision in Ex parte Chadbourn Hosiery 
Mills, Inc.** This was not an appeal in a normal inter partes case 
but the Commissioner was asked to “restrict” applicant’s regis- 
tration of the word KIsMET, with the approval of the Examiner of 
Interferences and in accordance with an agreement reached by 
the parties, so as to exclude a number of Western states in which 
the subsequent applicant but prior user had alleged rights in the 
same mark for the same goods. The Commissioner refused so to 
restrict the registration unless the registrant would file a verified 
statement to the effect that it would limit its use of the mark to 
certain designated states in which it had been using the mark 
prior to the other party’s filing date. The soundness of this ruling 
may well be questioned on at least four different grounds, even 
though one might agree with the premise that concurrent registra- 
tion was “an extraordinary remedy for extraordinary circum- 
stances.” In the first place, it is probably the first and only in- 
stance in which a Patent Office tribunal has gone as far as to 
attempt to regulate the right to use a trademark by requiring the 
filing of a stipulation of nonuse of the mark in certain territories. 
Secondly, this determination was made under circumstances which 
deprived the registrant of the right to appeal, since it was not a 
final determination in a regular inter partes proceeding. Thirdly, 
the statement that a registrant, after having started the use of 
the mark in interstate or foreign commerce, was not entitled to 
protection for the entire United States, with the exception of 
the nine States in which the subsequent applicant had previously 
used the mark, seems to be contrary to the very purpose of the 
Act of 1946, which was intended to give nationwide protection to 
the first federal registrant, even though he may not have used 
the mark everywhere in the United States. Fourthly, the ruling 
would seem to put a premium rather than a penalty upon those 
who use a trademark for a considerable length of time in one part 


232. 107 USPQ 12, 45 TMR 1386 (Com’r, 1955). 
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of the country without ever taking the trouble or assuming the 
expense of seeking a federal registration therefor. In the Kismet 
case, the later applicant had used the mark during a period of 
almost 31 years in nine Western States, without ever securing 
registration thereof, and there was not even an allegation that 
the second user, whose registration was sought to be restricted, 
had ever heard of the former’s use of the same mark. These were 
indeed “extraordinary circumstances” which might have justified 
the issuance of a registration to the Eastern party in the form 
which the parties had agreed upon and which had been approved 
by the Examiner of Interferences. It would have been an easy 
step for the Western user some time during his 31 years of use 
to have put the world on notice of his claim to protection of the 
mark KISMET by means of securing a federal registration.”** 


3. Difficult problems also continue to arise in those interfer- 
ence proceedings which can under no circumstances result in con- 
current registrations but which still present problems of almost 
concurrent bona fide adoption and subsequent use of the same or 
a similar trademark by two or more parties. Cases of this type 
used to be decided by the application of a more or less inflexible 
rule of thumb to the effect that the party who succeeded in prov- 
ing the first actual trademark use in the nature of a bona fide pur- 
chase transaction would be awarded priority and the right to 
registration. In recent months, however, a trend toward consider- 
ation of the overall situation and practices of both parties has 
become apparent which in at least two cases has led to an award 
of registration to the party who may not have made the first tech- 
nical use of the mark involved. Thus, in Bates Mfg. Co. v. Spum- 
tex Mills, Inc.,?** Commissioner Leeds stated the applicable rule 
to be as follows: 


“Where the dates of asserted first use are close together, it 
is necessary to consider the practices in the trade which ordi- 
narily precede the adoption and use of a trademark and the 
filing of an application to register, particularly when, as in 
the case of both parties to these proceedings, the newly 
adopted mark is for use on a newly developed product.” 


233. A statement in Ez parte Pee Dee Company, 106 USPQ 367, 45 TMR 1490 
(Com’r, 1955), indicates that the Patent Office tribunals are still of opinion that under 
no circumstances will a concurrent registration issue on the Supplemental Register. 
234. 109 USPQ 148, 46 TMR 660 (Com’r, 1956). 
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And in the Tipy HovsE case,”* it was found that the first use made 
by the senior party had been more or less a kind of “defensive” 
use and that “on the basis of the facts and the equities,” the junior 
party should be held entitled to the registration. This conclusion 
was fortified by a reference to Sections 17 and 18 of the Act of 
1946 which would authorize the consideration in interference pro- 
ceedings of any equities which may appear from the record. These 
two recent decisions would seem to require a reorientation in the 
thinking and practices of many of those who assist clients in the 
selection and use of new trademarks. Under the Bates decision, 
an isolated token shipment made in good faith to establish trade- 
mark use will not be held sufficient for the purpose of proving 
priority unless it can be shown that at that time, the applicant 
was, to quote Commissioner Leeds’ words, “ready for marketing” 
the product. Where it appears that an applicant was not actually 
ready for the market until some months later, while another party 
has in the meantime established a regular business under the same 
or a closely similar mark, the latter will apparently prevail. It 
is interesting to note that counsel for the losing parties in the 
DYNALON case** had actually advised his client to establish trade- 
mark use of the proposed trademark shortly before applying for 
registration by executing a single purchase order for a quantity 
of the product under the new trademark and that the product was 
so labeled upon execution of the order; but it did not appear from 
the record to the satisfaction of Commissioner Leeds in either of 
the above cases that the orders which were thus made were given 
in the course of a regularly established market activity but might 
have been only what is referred to in the pynaLon case as “facti- 
tious” and “creating no rights” because the ordering party “was 
not ready to engage in trade under the mark” until almost a month 
later.?*” 


235. See note 227, supra. 

236. See note 234, supra. 

237. Provision is made for registration of such proposed trademarks in the new 
Canadian Trade Marks Act, Section 20. It has been suggested that similar legislation 
be recommended for the United States although any such proposal would undoubtedly 
run into very strong opposition. 
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Part III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 

Although nine years have now passed since the effective date 
of the Act of 1946, we still do not have a single Supreme Court 
decision interpreting the Act’s infringement and remedy provi- 
sions. The urgent need for Supreme Court review has long been 
felt and frequently been given expression in the writings of trade- 
mark experts.** The result has been that without such guidance 
by our highest court it can still not be said that the Act of 1946 
has put the law of trademarks on “a new footing,” as Judge 
Learned Hand observed in 1949, and that more effective pro- 
tection is now available to federally registered trademarks, or 
that there is, indeed, a consistent trend even in the decisions within 
the same circuits. 

The only significant decision involving trademark infringe- 
ment rendered during the past year by the Court of Appeals for 
the Second Circuit was Artype, Inc. v. Zappulla.** The plaintiff 
there used the registered trademark artyrs for reproducing proc- 
esses of written or printed material on transparent sheets for 
advertising purposes. Defendant performed similar work on a 
very small scale under the name art-typz. When notified of the 
alleged infringement and unfair competition, defendant continued 
use of the words art-tyPE. Strangely enough, defendant stipu- 
lated at the trial, however, that plaintiff’s trademark was “valid 
and subsisting and in operation”; despite that, the trial judge 
declared the trademark to be invalid because of descriptiveness 
and also denied any relief on the charge of unfair competition. 
The Court of Appeals, in view of defendant’s admission, dismissed 
the count of trademark infringement without prejudice but gave 
some relief based on unfair competition. In doing this, the court 
inquired, however, whether the term artyre was so exclusively de- 
scriptive as to deprive plaintiff even of his right to relief under 
New York State law against unfair competition. The word artypz 
was not found to be completely descriptive but was held capable 


238. Cf. particularly, Lunsford, Jr., Trademark Infringement and Confusion of 
Source: Need for Supreme Court Action, 35 va. L. REV. (Feb. 1949), reprinted 39 TMR 
520 (1949). 

239. S.C. Johnson & Son v. Johnson, 175 F.2d 176, 39 TMR 557 (2d Cir. 1949). 

240. 228 F.2d 695, 108 USPQ 51, 46 TMR 421 (2d Cir. 1956). 
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of secondary meaning which, according to the court, however, had 
not been established by the record. While refusing to grant the 
“drastic” relief of enjoining defendant unconditionally from using 
the name Art-tyPE, the appellate court remanded the case for a 
new trial. 

There would be nothing particularly noteworthy or disturbing 
about this decision if Judge Hand had not included a dictum which 
may well be the source of concern to trademark owners. Hope was 
expressed in last year’s report, in the light of the federal court’s 
decision in the PoLaRorp case,*** that valuable trademarks would 
not be declared forfeited unless all trademark meaning had been 
lost as the result of some act of omission or commission on the 
part of the trademark owner. The reasoning in the PoLaRorp case 
seemed to give hope that our courts would not more or less auto- 
matically apply the dictum of the CELLOPHANE case,” according 
to which even a famous trademark would be doomed to fall into 
the public domain despite all efforts of the trademark owner to 
prevent such development if, in fact, he had not “converted the 
world to his gospel.” It appears that in the artyPeE case, Judge 
Hand breathed new life into this doctrine by observing that 


“no care or expense designed to preserve a mark, originally 
valid, will protect it, if it has in fact come to be only descrip- 
tive.” 


While this observation was, of course, mere dictum in the arTyPE 
ease, it may well give encouragement to infringers of famous 
trademarks to resort to this theory as a matter of last resort. 
The Court of Appeals for the Fourth Circuit in Time, Inc. v. 
Motor Publications, Inc.*** was confronted with the question of 
the type of relief to which the publisher of Lire Magazine was 
entitled as against a defendant who had published a magazine 
under the title car Lirz, using more or less the same size or style 
of type and coloring as was used by Lire Magazine. The District 
Court*** had enjoined the defendant only from using the title 
241. Alvin M. Marks and Depix Corporation v. Polaroid Corporation, 129 F.Supp. 


243, 105 USPQ 10, 45 TMR 665 (D. Mass. 1955). Cf. The Eighth Year, note 2 supra, 
. 1043. 
. 242. DuPont Cellophane Co. v. Waxed Products Co., 85 F.2d 75, 30 USPQ 332, 26 
TMR 513 (2d Cir. 1936). 

243. 108 USPQ 4, 46 TMR 301 (4th Cir. 1955). 

244. Time, Inc. vy. Motor Publications, Inc., 131 F.Supp. 846, 105 USPQ 326, 45 
TMR 958 (D. Md. 1955). 
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cAR LIFE “in block letters in white, black or any other color on a 
rectangular block background of any shade of red or on such a 
background of white.” It was held on appeal that this injunction 
was not sufficiently broad and that defendant, while permitted to 
use the title car Lire, should be enjoined from using it on any 
background or in any form (more fully specified in the final de- 
cree) which might lead the public to believe that there may be 
some connection between defendant’s magazine and plaintiff’s 
well known publication. The same court also held in Dwight S. 
Williams Co., Inc. v. Lykens Hosiery Mills, Inc.,?** in reversing 
the lower court,’** that use by the defendant of the name TRAINMAN 
on work socks in conjunction with the pictorial illustration of a 
train was an infringement of plaintiff’s registered trademark, THE 
RAILROAD SOCK, which had been used in connection with a similar 
illustration. This was held to be both trademark infringement 
and unfair competition and it was pointed out that defendant’s 
conduct could not be explained “by the long arm of coincidence,” 
but was obviously an attempt “to get under the umbrella of the 
plaintiff.” **’ 

Far less fortunate were all those plaintiffs who recently tried 
to get trademark protection of any sort in the Fifth Circuit. In- 
deed, the plaintiffs were completely unsuccessful in all four in- 
fringement litigations which came before the Court of Appeals 
for the Fifth Circuit in the course of the past year. The Court’s 
decision in Squirrel Brand Co. v. Barnard Nut Co., Inc.,*** would 
seem especially difficult to justify. The plaintiff there had proven 
national use over a long period of time of a trademark including 
the words SQUIRREL BRAND and a picture of a squirrel, and had 
registered these words under the Act of 1946. The mark had been 
used on nuts, nutty products and candy. Defendant used a very 
similar color arrangement and identified its nut products with 
the phrase BARNARD’s NUTTEE Foops. Both the lower court**” and 
the appellate court, rather than enforcing the infringement pro- 
visions of the Act of 1946, expressed doubt with regard to the 


245. 233 F.2d 398, 109 USPQ 328, 46 TMR 836 (4th Cir. 1956). 

246. 135 F.Supp. 213, 108 USPQ 44, 46 TMR 187 (W.D. N. Car. 1955). 

247. <A petition for certiorari was filed July 16, 1956, 110 USPQ No. 5 (July 30, 
1956), p. II. 

248. 224 F.2d 840, 106 USPQ 296, 45 TMR 1324 (5th Cir. 1955). 

249. Reproduced at 224 F.2d 840, at 842, no opinion having been rendered. 
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of secondary meaning which, according to the court, however, had 
not been established by the record. While refusing to grant the 
“drastic” relief of enjoining defendant unconditionally from using 
the name ArtT-TyPE, the appellate court remanded the case for a 
new trial. 

There would be nothing particularly noteworthy or disturbing 
about this decision if Judge Hand had not included a dictum which 
may well be the source of concern to trademark owners. Hope was 
expressed in last year’s report, in the light of the federal court’s 
decision in the PoLaRor case,*** that valuable trademarks would 
not be declared forfeited unless all trademark meaning had been 
lost as the result of some act of omission or commission on the 
part of the trademark owner. The reasoning in the PoLaRorp case 
seemed to give hope that our courts would not more or less auto- 
matically apply the dictum of the CELLOPHANE case,”*” according 
to which even a famous trademark would be doomed to fall into 
the public domain despite all efforts of the trademark owner to 
prevent such development if, in fact, he had not “converted the 
world to his gospel.” It appears that in the artyPE case, Judge 
Hand breathed new life into this doctrine by observing that 


“no care or expense designed to preserve a mark, originally 
valid, will protect it, if it has in fact come to be only descrip- 
tive.” 


While this observation was, of course, mere dictum in the arTyPE 
case, it may well give encouragement to infringers of famous 
trademarks to resort to this theory as a matter of last resort. 
The Court of Appeals for the Fourth Circuit in Time, Inc. v. 
Motor Publications, Inc.*** was confronted with the question of 
the type of relief to which the publisher of Lire Magazine was 
entitled as against a defendant who had published a magazine 
under the title car Lirz, using more or less the same size or style 
of type and coloring as was used by Lire Magazine. The District 
Court*** had enjoined the defendant only from using the title 
241. Alvin M. Marks and Depix Corporation v. Polaroid Corporation, 129 F.Supp. 


243, 105 USPQ 10, 45 TMR 665 (D. Mass. 1955). Cf. The Eighth Year, note 2 supra, 
. 1043. 
. 242. DuPont Cellophane Co. v. Waxed Products Co., 85 F.2d 75, 30 USPQ 332, 26 
TMR 513 (2d Cir. 1936). 

243. 108 USPQ 4, 46 TMR 301 (4th Cir. 1955). 

244. Time, Inc. v. Motor Publications, Inc., 131 F.Supp. 846, 105 USPQ 326, 45 
TMR 958 (D. Md. 1955). 
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car LIFE “in block letters in white, black or any other color on a 
rectangular block background of any shade of red or on such a 
background of white.” It was held on appeal that this injunction 
was not sufficiently broad and that defendant, while permitted to 
use the title car Lire, should be enjoined from using it on any 
background or in any form (more fully specified in the final de- 
cree) which might lead the public to believe that there may be 
some connection between defendant’s magazine and plaintiff’s 
well known publication. The same court also held in Dwight S. 
Williams Co., Inc. v. Lykens Hosiery Mills, Inc.,*° in reversing 
the lower court,’** that use by the defendant of the name TRAINMAN 
on work socks in conjunction with the pictorial illustration of a 
train was an infringement of plaintiff’s registered trademark, THE 
RAILROAD socK, which had been used in connection with a similar 
illustration. This was held to be both trademark infringement 
and unfair competition and it was pointed out that defendant’s 
conduct could not be explained “by the long arm of coincidence,” 
but was obviously an attempt “to get under the umbrella of the 
plaintiff.” ** 

Far less fortunate were all those plaintiffs who recently tried 
to get trademark protection of any sort in the Fifth Circuit. In- 
deed, the plaintiffs were completely unsuccessful in all four in- 
fringement litigations which came before the Court of Appeals 
for the Fifth Circuit in the course of the past year. The Court’s 
decision in Squirrel Brand Co. v. Barnard Nut Co., Inc.,*** would 
seem especially difficult to justify. The plaintiff there had proven 
national use over a long period of time of a trademark including 
the words SQUIRREL BRAND and a picture of a squirrel, and had 
registered these words under the Act of 1946. The mark had been 
used on nuts, nutty products and candy. Defendant used a very 
similar color arrangement and identified its nut products with 
the phrase BARNARD’s NUTTEE Foops. Both the lower court**’ and 
the appellate court, rather than enforcing the infringement pro- 
visions of the Act of 1946, expressed doubt with regard to the 


245. 233 F.2d 398, 109 USPQ 328, 46 TMR 836 (4th Cir. 1956). 

246. 135 F.Supp. 213, 108 USPQ 44, 46 TMR 187 (W.D. N. Car. 1955). 

247. <A petition for certiorari was filed July 16, 1956, 110 USPQ No. 5 (July 30, 
1956), p. II. 

248. 224 F.2d 840, 106 USPQ 296, 45 TMR 1324 (5th Cir. 1955). 

249. Reproduced at 224 F.2d 840, at 842, no opinion having been rendered. 
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of secondary meaning which, according to the court, however, had 
not been established by the record. While refusing to grant the 
“drastic” relief of enjoining defendant unconditionally from using 
the name Art-TyPE, the appellate court remanded the case for a 
new trial. 

There would be nothing particularly noteworthy or disturbing 
about this decision if Judge Hand had not included a dictum which 
may well be the source of concern to trademark owners. Hope was 
expressed in last year’s report, in the light of the federal court’s 
decision in the PoLARorp case,”** that valuable trademarks would 
not be declared forfeited unless all trademark meaning had been 
lost as the result of some act of omission or commission on the 
part of the trademark owner. The reasoning in the PoLARom case 
seemed to give hope that our courts would not more or less auto- 
matically apply the dictum of the CELLOPHANE case,’** according 
to which even a famous trademark would be doomed to fall into 
the public domain despite all efforts of the trademark owner to 
prevent such development if, in fact, he had not “converted the 
world to his gospel.” It appears that in the artyPE case, Judge 
Hand breathed new life into this doctrine by observing that 


“no care or expense designed to preserve a mark, originally 
valid, will protect it, if it has in fact come to be only descrip- 
tive.” 


While this observation was, of course, mere dictum in the artyPE 
case, it may well give encouragement to infringers of famous 
trademarks to resort to this theory as a matter of last resort. 
The Court of Appeals for the Fourth Circuit in Time, Inc. v. 
Motor Publications, Inc.*** was confronted with the question of 
the type of relief to which the publisher of Lire Magazine was 
entitled as against a defendant who had published a magazine 
under the title car Lire, using more or less the same size or style 
of type and coloring as was used by Lire Magazine. The District 
Court*** had enjoined the defendant only from using the title 
241. Alvin M. Marks and Depix Corporation v. Polaroid Corporation, 129 F.Supp. 


243, 105 USPQ 10, 45 TMR 665 (D. Mass. 1955). Cf. The Eighth Year, note 2 supra, 
- 1043, 
. 242. DuPont Cellophane Co. v. Waxed Products Co., 85 F.2d 75, 30 USPQ 332, 26 
TMR 513 (2d Cir. 1936). 

243. 108 USPQ 4, 46 TMR 301 (4th Cir. 1955). 

244. Time, Inc. v. Motor Publications, Inc., 131 F.Supp. 846, 105 USPQ 326, 45 
TMR 958 (D. Md. 1955). 
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cAR LIFE “in block letters in white, black or any other color on a 
rectangular block background of any shade of red or on such a 
background of white.” It was held on appeal that this injunction 
was not sufficiently broad and that defendant, while permitted to 
use the title car Lire, should be enjoined from using it on any 
background or in any form (more fully specified in the final de- 
cree) which might lead the public to believe that there may be 
some connection between defendant’s magazine and plaintiff’s 
well known publication. The same court also held in Dwight S. 
Williams Co., Inc. v. Lykens Hosiery Mills, Inc.,?*° in reversing 
the lower court,”** that use by the defendant of the name TRAINMAN 
on work socks in conjunction with the pictorial illustration of a 
train was an infringement of plaintiff’s registered trademark, THE 
RAILROAD SOCK, which had been used in connection with a similar 
illustration. This was held to be both trademark infringement 
and unfair competition and it was pointed out that defendant’s 
conduct could not be explained “by the long arm of coincidence,” 
but was obviously an attempt “to get under the umbrella of the 
plaintiff.” ** 

Far less fortunate were all those plaintiffs who recently tried 
to get trademark protection of any sort in the Fifth Circuit. In- 
deed, the plaintiffs were completely unsuccessful in all four in- 
fringement litigations which came before the Court of Appeals 
for the Fifth Circuit in the course of the past year. The Court’s 
decision in Squirrel Brand Co. v. Barnard Nut Co., Inc.,** would 
seem especially difficult to justify. The plaintiff there had proven 
national use over a long period of time of a trademark including 
the words SQUIRREL BRAND and a picture of a squirrel, and had 
registered these words under the Act of 1946. The mark had been 
used on nuts, nutty products and candy. Defendant used a very 
similar color arrangement and identified its nut products with 
the phrase BARNARD’s NUTTEE Foops. Both the lower court**” and 
the appellate court, rather than enforcing the infringement pro- 
visions of the Act of 1946, expressed doubt with regard to the 


245. 233 F.2d 398, 109 USPQ 328, 46 TMR 836 (4th Cir. 1956). 

246. 135 F.Supp. 213, 108 USPQ 44, 46 TMR 187 (W.D. N. Car. 1955). 

247. A petition for certiorari was filed July 16, 1956, 110 USPQ No. 5 (July 30, 
1956), p. IL. < 

248. 224 F.2d 840, 106 USPQ 296, 45 TMR 1324 (5th Cir. 1955). 

249. Reproduced at 224 F.2d 840, at 842, no opinion having been rendered. 
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validity of the plaintiff’s mark itself. The court indicated that it 
had difficulty in visualizing “as ubiquitous and peripatetic a crea- 
ture as a squirrel, inured to the free life of a nomad, being leashed 
or hemmed in and made the subject of monopoly. Such an effort 
awakens mental reactions not unlike those which led this court to 
refuse to permit the word sama to become the exclusive property 
of one manufacturer.” *° This reasoning would indeed seem diffi- 
cult to understand if it be considered that some of the most famous 
trademarks, such as, for instance, the came. trademark for ciga- 
rettes, are of a similar character and no monopoly fear has ever 
been expressed with regard to protecting the rights of the ciga- 
ette manufacturer in that trademark. The court then proceeded, 
without even mentioning the fact that plaintiff relied on subsisting 
trademark registrations, to find that defendant’s squirrREL used 
on a similar colored background was not a “colorable imitation” 
of plaintiff’s trademark and that there was no likelihood of con- 
fusion because defendant had also stressed its own coined word 
NuTTEE. Moreover, both courts even expressed sympathy with the 
defendant’s view that a picture of a squirrel was “reasonably in- 
dicative and descriptive of the nut business” and, therefore, in 
effect descriptive and not eligible for registration as a trademark. 
This might indeed have been an appropriate case for the United 
States Supreme Court to review, but plaintiff’s petition for writ 
of certiorari was denied** and plaintiff was left without any 
relief. Equally unsuccessful was the plaintiff in Webb’s City, Inc. 
v. Bell Bakeries, Inc.,*** where plaintiff had for many years used 
the unregistered trademark panpy for its own bread sold in its 
own department store in Florida. So substantial had been the 
sale of plaintiff’s bread that the trial court found the name panpy 
to have acquired a “distinctive secondary meaning” in the mind 
of the buying public of St. Petersburg. Defendant used the same 
word spelled panDEE on the same product, and sold such bread in 
the same territory. The case was removed from the Florida state 
court to the federal court because of diversity of citizenship and 
the District Court denied relief on the ground, inter alia, that the 
defendant had introduced certain evidence that “no confusion 


250. 106 USPQ 296, 298, 45 TMR 1324 (5th Cir. 1955). 
251. Cert. den. March 26, 1956, 109 USPQ No. 1 (April 2, 1956), p. IT. 
252. 226 F.2d 700, 107 USPQ 233, 46 T 291 (5th Cir. 1955). 
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would occur.” The court also mentioned that the packages looked 
different, that defendant used his own name in conjunction with 
his bread, and that there had been no showing of actual damage 
or actual confusion. On appeal, plaintiff urged that a showing of 
actual customer confusion was not required and that, in view of 
the practical identity of the marks involved, injury to the plaintiff 
should be “presumed.” The appellate court, however, affirmed the 
lower court and in the course of its decision made the following 
disturbing observation: 


“The common law does not give anyone the exclusive use of 
a trade name, even where that name is distinctively associated 
by the public with his product. The prior user has a remedy 
in the Courts only where a competitor so disguises his prod- 
uct, by means of its name or package, or so promotes it, by 
any type or combination of advertising schemes, as to lead 
the casual buyer to purchase the imitation because he believes 
it to be the original.” 


It is submitted that if this be a correct statement of the law, the 
common law of trademarks would indeed be nonexistent and we 
would be relegated to a situation which may have prevailed almost 
100 years ago where no relief in cases of this sort would have 
been available except in cases of proven passing off on the part 
of the defendant. The court summarized its view as follows: 


“‘Although the products there were different and the products 
here are the same, the gravamen of the tort in all cases is 
customer confusion, and this having been affirmatively dis- 
proved, there was no actionable wrong shown.” 


If this were taken literally, it would no longer be sufficient for a 
plaintiff in a trademark infringement suit to prove that the defen- 
dant has adopted the practically identical mark for the identical 
product in the same territory but, in addition to likelihood of con- 
fusion, actual customer confusion would have to be proven. Such 
a burden, it is submitted, has rarely before been imposed upon 
the plaintiff in this type of litigation. 

Again, the owner of a registered trademark including the 
words WHITE KITOHEN for a barbecued meat and sandwiches made 
in plaintiff’s restaurant operated under the same name, was un- 
successful in enjoining defendant from using the name wHITE 
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KITCHEN for his restaurant on a public highway about 300 miles 
from plaintiff’s establishment.** Here it was pointed out that de- 
fendant had acquired the name WHITE KITCHEN prior to the effec- 
tive date of the Lanham Act and in good faith. It was further 
held that since plaintiff’s restaurant business was carried on en- 
tirely within the State of Louisiana, while defendant was engaged 
in a purely local business in Florida, no possible remedy under 
the Lanham Act was available to the plaintiff and that there was 
no unfair competition in the absence of proof of actual competi- 
tion between the parties. Moreover, the court indicated that the 
only unique or original feature of plaintiff’s trademark for its 
meat products was the image of a kneeling Indian, rather than 
the words WHITE KITCHEN which were more or less “descriptive 
of cleanliness and purity” and, therefore, not entitled to trademark 
protection.”™ 

Only one case involving alleged trademark infringement 
reached the Court of Appeals for the Sixth Circuit. Even a super- 
ficial glance at the facts of that case will lead to the conclusion 
that the alleged trademark infringement clearly came within the 
limits of “fair use” of a descriptive term under Section 33(b) (4) 
of the Act of 1946, even though it is not clear from the case 
whether defendant had relied on that section. In Statler Mfg. 
Co. v. George C. Knight Co.,?* both parties were in the business 
of marketing certain toy steering wheels which, however, were 
found to differ greatly in details. Plaintiff was the owner of the 
registered trademark suniorn. Defendant did not make any trade- 
mark use of that term but referred to it only descriptively, such 
as in conjunction with the phrase FoR JUNIOR DRIVERS, JUNIOR IS 
HELD FIRMLY BY A HEAVY SAFETY BELT, and similar references. More- 
over, such use was not made by the defendant himself but solely 
by his distributors without his approval or cooperation. Both the 
District Court and the appellate court agreed that such descrip- 


253. Faciane, d.b.a. White Kitchen v. Starner, 230 F.2d 732, 108 USPQ 392, 46 
TMR 553 (5th Cir. 1956). 

254. One of the three appellate judges dissented on the ground that the federal 
court lacked jurisdiction to decide this case in the first instance. In its latest decision 
to date, the Court of Appeals for the Fifth Circuit refused to grant relief against either 
trademark infringement or unfair competition in Fram Corporation v. Boyd, d.b.a. Webb 
Filter Company, 109 USPQ 4, 46 TMR 583 (1956). Again it was stressed that no actual 
confusion was shown and that the existence of a “mere possibility of deception” did not, 
in and of itself, constitute a basis for a charge of unfair competition. 

255. 228 F.2d 136, 108 USPQ 64, 46 TMR 316 (6th Cir. 1955). 





Vol. 46 T. M.R. NINTH YEAR OF TRADEMARK ACT OF 1946 1083 


tive use of the word sunior as defendant’s distributors had made 
in connection with the latter’s toys for children did not constitute 
trademark infringement but was within the realm of a fair de- 
scriptive use of the word suNror. 

The Court of Appeals for the Seventh Circuit took occasion 
further to caution against the granting of summary judgment in 
trademark infringement cases in which the fact question of like- 
lihood of confusion is in issue. In G. D. Searle & Co. v. Chas. 
Pfizer & Co., Inc.,?** the defendant, manufacturer of a motion sick- 
ness remedy, BONAMINE, had succeeded in having the complaint 
based on infringement of the trademark praMamrnge for the iden- 
tical product dismissed on summary judgment. On appeal it was 
held, however, that the lower court’s decision was based primarily 
on evidence by two high executives of defendant in which it was 
stated that there had been no confusion and that in their opinion, 
confusion was not likely to arise. Such showing was held to con- 
sist merely of “expressions of affiant’s opinion and his legal con- 
clusion” and that in the absence of convincing additional evidence, 
the dismissal of the complaint on summary motion was improper 
in view of the inadequacy of the evidence under Rule 56(e) of 
the Federal Rules of Civil Procedure. 

The decision by the same tribunal in the recent ESKIMO PIE 
case” added a touch of humor to the outcome of litigation which 
the plaintiff apparently regretted having instituted. The plaintiff 
there sought to enjoin the well known owner of the trademark 
ESKIMO for ice cream products from using the term ESKIMO in 
connection with coolers. Although one of the organizers of the 
plaintiff had previously been president of a franchise holder from 
the defendant, and therefore was fully aware of defendant’s trade- 
mark rights, an action was instituted seeking to enjoin defendant 
Eskimo Pie Corporation from using the word Eskimo on coolers 
and was met by a counterclaim seeking to restrain plaintiff from 
any use of the word eskimo. Upon upholding the counterclaim 
and dismissing the complaint, both the District Court and the Court 
of Appeals pointed out that defendant was entitled to judgment 
on the merits on the counterclaim even though plaintiff’s case 


256. 231 F.2d 316, 109 USPQ 6, 46 TMR 586 (7th Cir. 1956). 
257. Eskimo Kooler Corporation v. Eskimo Pie Corporation, 110 USPQ 70, 46 
TMR 973 (7th Cir. 1956). 
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was dismissed for lack of prosecution. According to Judge Finne- 
gan’s opinion, the former plaintiff was thus caught in the “un- 
enviable dilemma” of a counterclaim for the very claims it had 
first levied against the former defendant. Said the court in an 
amusing play on words: 


“Upon exposure to the facts found below, we find Eskimo 
Kooler Corporation’s multiple points melt away even in the 
climate of judicial opinions it relies upon.” 


It was also noted that the argument alleging descriptiveness of 
the word ESKIMO was entitled to receive only a “cool reception.” 

In the Eighth Circuit, the Court of Appeals reversed the 
lower court’s ruling finding no infringement of plaintiff’s mark 
DIETINE by defendant’s use of preTRIM on closely related products.”* 
The District Court had held plaintiff’s trademark to be descrip- 
tive as a result of dissecting it into the word “diet” and adding 
the suffix “ene” thereto. The Court of Appeals, however, decided 
that DIETENE was a valid suggestive trademark and that pierrIM 
was a colorable imitation thereof. Particular emphasis was placed 
upon the fact that both products affect human health and that 
avoidance of confusion was therefore particularly important in 
this field. 

The fact that the district court’s decision in the pIETENE case 
was reversed on appeal becomes doubly significant when that de- 
cision is read in conjunction with the same court’s subsequent 
ruling in the CHECKER Foop case.”* The court there not only sus- 
tained the lower court’s finding that plaintiff’s trademark cHECKER 
RICE PUFFs was not infringed by defendant’s use of the words ricz 
cHEX but made it clear that the determination of the question of 
likelihood of confusion involved an issue of fact for trial by the 
lower court and that the appellate court would not substitute its 
judgment for that of the trial court and, in effect, “re-try” the 
case. The court, nevertheless, observed in passing that in its 
opinion “no ordinarily prudent purchaser, in possession of his 
faculties and at all interested in the source of the breakfast food” 


258. Dietene Company v. Dietrim Company et al., 225 F.2d 239, 106 USPQ 344, 
45 TMR 1481 (8th Cir. 1955). 

259. Checker Food Products Company v. Ralston Purina Company, 232 F.2d 477, 
109 USPQ 269, 46 TMR 817 (8th Cir. 1956). 
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would have “the slightest difficulty” in distinguishing the plain- 
tiff’s and defendant’s products. 

When we remarked at the outset of this part of the report 
that the law concerning trademark infringement does not seem 
to be clearly defined even within some of the federal circuits them- 
selves, we were mindful particularly of a line of interesting recent 
decisions in the Ninth Circuit. 

It will be recalled that it had been held in the sunBEAM cases*” 
that the word suNBEAM was considered a “weak” trademark and, 
therefore, entitled only to a very narrow degree of protection. 
Subsequent to these cases, the words putcH Boy were held to have 
acquired a broad secondary meaning and the owner of this mark 
was held entitled not only to an injunction against use of the word 
putTcH on the same product but entitled also to an accounting of 
profits and damages.*” In the past year, the court went so far as 
to rule that the name NoRTH AMERICAN as used by an aircraft man- 
ufacturer should be considered to be in the category of a “strong” 
trademark and given wide protection against use of the identical 
name by a nonscheduled air line.** Indeed, the court did not hesi- 
tate to state that in its opinion, the name NoRTH AMERICAN was 
“fanciful” in designating the well known aircraft manufacturer 
and that the doctrine of secondary meaning might convert an 
originally geographical term into a “strong” trademark although, 
according to the court’s own opinion, this would be an “extremely 
difficult” task. The name NorTH AMERICAN in connection with air- 
craft manufacture by the plaintiff was held to have given this 
phrase both “a secondary significance and a fantastic meaning.” 
As a result, defendant was enjoined from making any use of the 
name NORTH AMERICAN despite the fact that its operations were 
limited to air transportation only and that plaintiff was not au- 
thorized under the law to engage in air transportation. The sun- 
BEAM cases were distinguished on the ground that the defendants 
in the present case were guilty of other unfair practices, such as 


260. Sunbeam Lighting Co. v. Sunbeam Corporation, 183 F.2d 969, 86 USPQ 240, 
40 TMR 669, 968 (9th Cir. 1950), cert. den. 340 U.S. 920, 88 USPQ 595 (1951); 
Sunbeam Furniture Corporation Vv. Sunbeam Corporation, 191 F.2d . i USPQ 43, 
41 TMR 818 (9th Cir. 1951); ef. The Fifth Year, note 180 supra, p. 

261. National Lead Company v. Wolfe et al., 223 F.2d 195, 105° USPQ 462, 45 
TMR 963 (9th Cir. 1955). Cf. The Highth Year, note 2 supra, p. "1040. 

262. North American Aircoach Systems, Inc. et al. v. North American Aviation, 
Inc., 231 F.2d 205, 107 USPQ 68, 46 TMR 70 (9th Cir. 1955). 
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imitation of a certain stylized design which plaintiff had evolved. 
The court made no mention of the fact that the same court had 
refused to protect the word AMERICAN in American Automobile 
Insurance Co. v. American Auto Club?®* and that the California 
Supreme Court in American Automobile Assn. and California 
State Automobile Assn. v. American Automobile Owners Assn.,?* 
involving the emblem aaa and defendant’s aaoa, had held that 
“words descriptive of place are not subject to exclusive appropria- 
tion.” The U. S. Supreme Court denied certiorari.*® 

The Court of Appeals for the Ninth Circuit had occasion in 
Fairway Foods, Inc. v. Fairway Markets, Inc.,?** for the first time 
to pass upon the scope of the constructive notice provision of the 
Act of 1946. It appeared that the plaintiff had federal registra- 
tions for the word Frarrway and had used its mark extensively in 
the Middle West but not elsewhere. While it purchased some of 
its supplies from sources in other states, including California, it 


263. 184 F.2d 407, 40 TMR 955 (9th Cir. 1950). 

264. 14 USPQ 263, 22 TMR 479 (1932). 

265. The Supreme Court denied certiorari April 30, 1956, 109 USPQ No. 6 (May 
7, 1956), p. II. At the time of the filing of petition for certiorari in this case, there 
was also pending before the United States Supreme Court an appeal from the decision 
of the Court of Appeals for the District of Columbia in North American Airlines, Inc. 
v. American Airlines, Inc., 228 F.2d 432 (C.A.D.C. 1955), which had unanimously 
set aside a cease and desist order issued by the Civil Aeronautics Board enjoining North 
American Airlines, a nonscheduled airline, not only from using the name NORTH AMERI- 
CAN but from using any combination including the word AMERICAN. The C.A.B. had 
issued this drastic order as a result of intervention by American Airlines, Inc., which 
alleged that the Board should, in the interest of the public, enjoin any possibility of 
confusion between the two names, American Airlines and North American Airlines. 
The Court of Appeals set aside the Board’s order primarily because in its opinion the 
C.A.B. had no jurisdiction to decide a conflict between two trade names of this type 
and because the required public interest was lacking. The Supreme Court having granted 
certiorari (350 U.S. 894) for the purpose of reviewing the scope of the Board’s juris- 
diction, held, in a 7 to 2 decision (Justices Douglas and Reed dissenting), that an 
issue of possible confusion between the trade names of two airlines did come within the 
Board’s jurisdiction but that the case should be remanded to the lower court for the 
purpose of expressly passing on the question whether likelihood of confusion had in fact 
been established. American Airlines, Inc. v. North American Airlines, Inc., 351 U.S. 79 
(1956). On remand, the Court of Appeals in a thus far unpublished decision (No. 
12041, July 12, 1956), further remanded the case to the Civil Aeronautics Board but 
now expressly found likelihood of confusion with regard to the name NORTH AMERICAN 
but not with regard to the word AMERICAN. Indeed, the court’s opinion on remand reached 
the following conclusion: 
“But the evidence does not support the finding of the Board that the term AMERICAN 
had acquired a secondary meaning before petitioner incorporated that term in its 
name or changed its corporate name, or the finding that such secondary meaning 
continues to exist. Accordingly, we set aside the order of the Board insofar as it 
orders petitioner to cease and desist engaging in air transportation under any other 
name which includes the word AMERICAN.” 
The case was remanded to the Board for further proceedings. In the meantime, the 
respondent, in view of the decision by the Court of Appeals for the Ninth Cireuit (note 
262 supra), changed its name from North American Airlines to Trans American Airlines 
and is conducting its operations under that name at the time of this writing. 

266. 227 F.2d 193, 107 USPQ 253, 46 TMR 94 (9th Cir. 1955). 
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had never done business there. The defendant subsequently 
started to operate a supermarket in California under the name 
FAIRWAY MARKET. After distinguishing its famous storK cLUB deci- 
sion*” on the ground that there was no finding of “dilution” in 
the present case, the court held that purely intrastate activities 
of a defendant “are not a permissible field for Congressional 
regulation under the Commerce power” and that defendant’s ac- 
tivities were not a part of “a coordinated interstate system sub- 
stantially affecting commerce.” As a result, it was held that the 
owner of a registered trademark under the Act of 1946 did not 
have a remedy under the statute against a purely local user.’ 

Perhaps even more interesting was the court’s refusal to 
grant preventive injunctive relief against the plaintiff which had 
been sought by defendant on the ground that plaintiff may at 
some time in the future attempt to extend its business into the 
State of California. Since no present injury was established, the 
Court of Appeals observed that “government by injunction” was 
not favored and that injunctive relief should not be granted upon 
“indefiniteness and remote possibilities.” *° 

It may be interesting to compare the sweeping protection 
granted by the Court of Appeals for the Ninth Circuit in the 
NORTH AMERICAN case with the conservative decision by the Court 
of Appeals for the Tenth Circuit in Olin Mathieson Chemical 
Corp. v. Western States Cutlery & Mfg. Co. In that case, the 
plaintiff owned several registrations for the word WESTERN as 
used on rifle, revolver and shotgun cartridges and shells and other 
ammunition. Defendant had for many years been using the identi- 
cal word on hunting and outdoor knives. An attempt by defen- 
dant in 1932 to register this trademark for hunting knives failed 


267. Stork Restaurant, Inc. v. Sahati et al., 166 F.2d 348, 76 USPQ 374, 38 TMR 
431 (9th Cir. 1948). 

268. In thus deciding against the plaintiff, the appellate tribunal apparently fol- 
lowed the reasoning of Judge Barnes in C. B. Shane Corp. v. Peter Pan Style Shop, 
Inc., 84 F.Supp. 86, 80 USPQ 559, 39 TMR 330 (N.D. Ill. 1949), and did not follow 
Judge Wyzanski’s decision in Cole of California, Inc. v. Collette of California, Inc., 79 
USPQ 267, 39 TMR 42 (D.C. Mass. 1948). 

269. In Robert C. Wian Enterprises, Inc. v. Persinger et al., doing business as 
Big Boy Manufacturing Company, 229 F.2d 154, 108 USPQ 25, 46 TMR 199 (9th Cir. 
1955), the court held that a suit charging trademark infringement and unfair compe- 
tition of plaintiff’s name BIG BOY as used on “double-decked” hamburger against a 
manufacturer of outdoor barbecue equipment, using the same name, should not have 
been dismissed on motion even though the plaintiff’s mark did not at first glance look 


like a strong mark. 
270. 227 F.2d 728, 107 USPQ 257, 46 TMR 99 (10th Cir. 1955). 
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because of possible likelihood of confusion with plaintiff’s prede- 
cessor’s products. In expressly finding that the word wESTERN 
was entitled to but a “narrow construction,” it was held that not 
even plaintiff’s existing registration for “sporting goods” was 
broad enough to cover hunting knives and that plaintiff should 
not be given a monopoly of the word westTerRN on “practically 
everything that is made to be sold to sportsmen.” The losing plain- 
tiff was unsuccessful in seeking Supreme Court review of this 
decision.*” 

The Court of Appeals for the District of Columbia in the 
only infringement suit to come before it during the past year held 
in a per curiam decision that use by a defendant of the name 
PEKING PALACE for a new Chinese restaurant was unfair competi- 
tion toward the owner of a much older pexine restaurant a few 
blocks away and that the word PEKING was not, as argued by the 
defendant, “descriptive of a style of cooking” but was “an arbi- 
trary or fanciful designation” identifying plaintiff’s restaurant.’” 

Of the relatively few State Supreme Court decisions passing 
upon issues of infringement and unfair competition, the follow- 
ing two are perhaps of special interest. In Cornell University v. 
Messing Bakeries, Inc." the New York Court of Appeals (two 
judges dissenting) affirmed an Appellate Division decision which 
had permitted a defendant to use the designation CORNELL RECIPE 
for bread. The Appellate Division had reversed the trial court 
which had ordered cancellation of defendant’s state registrations 
for CORNELL bread and coRNELL LoaF and had permitted the defen- 
dant only to use the words coRNELL FORMULA Bread under very 
carefully prescribed precautions, including an express disclaimer 
of any connection with Cornell University.** In Randolph Refin- 
ing Corp. v. Shapiro,*” the Massachusetts Supreme Judicial Court 
made surprisingly swift disposition of a small individual manu- 
facturer’s attempt to enjoin a much larger defendant from using 
the word somnicaps for sleeping pills. It is true that the plaintiff 


271. Cert. den. May 21, 1956; 109 USPQ No. 9, p. II; rehearing den. June 11, 
1956, 109 oe No. 12, it. 

272. C. Catering Company Inc., trading as Peking Palece, et al. v. Peking 
sildeemeame Inc., et al., 108 USPQ. 160, 46 TMR 443 (C.A.D.C. 1956). 

273. 309 N.Y. 722, 106 USPQ 391, 45 TMR 547 (C.A.N.Y. 1955). 

274. This = is discussed in a comprehensive Note, 41 CORNELL L. Q. 515 (1956) ; 
46 TMR 923 (1956). 

275. 131 N.E.2d 770, 108 USPQ 349, 46 TMR 455 (Mass. 8.J.C. 1956). 
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did not prosecute his application for registration any further 
after notice of opposition was filed in the Patent Office. Both the 
lower court and the Supreme Court found that plaintiff was ad- 
mittedly the first user of somnicaps but that the word was “descrip- 
tive” of the character of his product and had not acquired a 
secondary meaning. Apparently, the court in denying the plain- 
tiff any relief was influenced by the fact that defendant was found 
to have in good faith adopted the identical trademark for the 
same product and had used entirely different coloring, lettering 
and packaging and sold its product at a different price. 

Among recent district court cases in which trademark owners 
were successful, the following may be noted: In Francis H. Leg- 
gett & Co. v. Premier Packing Co., Inc.,?" effective relief was 
granted to the owner of the registered trademark premier against 
defendant’s use of the same name, both in intra- and interstate 
commerce.” It may be particularly noteworthy that the court 
clearly stated that federal registration was constructive notice 
against subsequent good faith adoption by defendant anywhere 
in interstate commerce and that the defense of laches was not 
available in a case where the defendant in exercising ordinary 
diligence could have discovered plaintiff’s federal registrations. 

A New York District Court ruled that plaintiff’s registered 
trademarks BABEE TENDA and TENDA for articles of juvenile furni- 
ture were entitled to be protected against defendant’s use of the 
almost identical phrase and that the words BABEE TENDA were not 
descriptive or generic for play tables for children.’ Particularly 
significant in the light of certain contrary Patent Office findings 
is Judge Dimock’s recent decision finding likelihood of confusion 
between MARTINSON’s JoMAR and Javar, both for instant coffee.’ 
The court expressly mentioned that if somar and JAvAR were con- 
fusingly similar when looked upon individually, likelihood of 
confusion was not eliminated by adding the word Martinson’s 
thereto. This ruling would appear to be in accord with the dictum 


276. 140 F.Su P. 328, 109 USPQ 215, 46 TMR 809 (D. Mass. 1956). 

277. For the i ution aspect of this case, see infra, note 298 and text. 

278. The Babee-Tenda Corporation et al. v. Scharco Manufacturing Co., Inc., et 
al., 139 F.Supp. 909, 109 USPQ 13, 46 TMR 589 (8.D. N.Y. 1956). 

279. Javar Coffee Co., Inc. vy. Jos. Martinson § Co., Inc., 110 USPQ 22, 46 TMR 
1118 (8.D. N.Y. 1956). 
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of the Court of Customs and Patent Appeals in the RamLBirp 


case.?*° 


In Pennsylvania, Chief Judge Murphy, in a comprehensive 
opinion, held the name QuaLity courts, as used by the plaintiff for 
motor courts, infringed by defendant’s use of the same name for 
motel service.” The word quaLity as so used was held to have 
an arbitrary and fanciful meaning as applied to the plaintiff’s 
organization and in connection with prescribing standards and 
facilities for the operation of motor courts which belonged to 
plaintiff’s non-profit corporation. A Pennsylvania district court 
also found the well-known trademark auuicator for raincoats to 
have been infringed by defendant’s use of styticator.** The Pat- 
ent Office had reached a contrary conclusion in an opposition 


proceeding.*® 


A district court in Mississippi held the trademarks caro and 
coro, both used on jewelry, to be likely to cause confusion.*™* 

The same result was reached by a district court in [llinois 
with regard to use of defendant’s mark RUB No MoR as against 
plaintiff’s KuT-No-Mor for stain removers.*® 

A Wyoming district court held, in June 1956, after a lengthy 
trial (35) days and on the basis of a voluminous record (over 
5,000 pages), that use by the Standard Oil Company of Ohio of 
its sonro trademark in the territory of the Standard Oil Company 
of Indiana was an infringement of the latter’s trademark rights 


in the name sTanparRp and the letters s o.?* 
Chief Judge Yankwich found plaintiff’s trademark oxoLin 
to be a valid, fanciful mark and infringed by defendant’s pr-oxo- 


280. Note 141, supra. 
281. Quality Courts United, Inc. v. Quality Courts, Inc., 140 F.Supp. 341, 109 
USPQ 92, 46 TMR 567 (D.C. Pa. 1956). 

282. The Alligator Company v. Ciarochi, 110 USPQ 90, 46 TMR 968 (D.C. Pa. 
1956). 
283. See note 19, supra, and text. Brief mention may also be made of the most 
recent decision in the ADMIRAL litigation, in which the victorious plaintiff not only was 
held entitled to all the profits made by defendant despite the original weakness of the 
trademark ADMIRAL but was also awarded damages against one of the individual defen- 
dants. Admiral Corporation v. Price Vacwum Stores, Inc., 109 USPQ 451, 46 TMR 842 
(D.C. Pa. 1956). 

284. Coro, Inc. v. Abramson et al., doing business as Caro et al., 110 USPQ 115, 
46 TMR 1106 (D.C. Miss. 8S. Div. 1956). 

285. Bevan, d.b.a. Bevan Beauty Products v. Shepsky et al., 108 USPQ 240, 46 
TMR 441 (D.C.N.D. Ill. 1956). 
286. Standard Oil Company v. The Standard Oil Company et al., 110 USPQ 122, 


46 TMR 867 (D.C. Wyoming 1956). 
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Lin as used on liquid preservant.*** oxoLin was expressly found 
to be a “strong” mark and entitled to correspondingly strong 
protection. 

As against this rather impressive array of lower court deci- 
sions favoring the plaintiff, there have been relatively few re- 
ported decisions in infringement cases in which the plaintiff was 
completely unsuccessful except in those based on dilution (see be- 
low). One such case involved an attempt by the originator of a 
cartoon to get exclusive protection for the descriptive phrase you 
BE THE JuDGE.”** The court said with regard to this phrase: 






“ “You be the judge’ is an expression in common use, con- 
taining no element of novelty or fancy, and is by no means 
unique. While not, perhaps, descriptive in the narrow sense 
of the word, it clearly indicates, when first encountered as 
the title of a ‘feature’ in word and picture, that the reader is 
invited to compare his opinion with another’s. This is exactly 
the crux of both plaintiff’s and defendants’ ‘features.’ Hence 
the name is descriptive in fact and likewise in law.” 





In The Tas-T-Nut Co. v. Variety Nut é Date Co.,?* plaintiff got 
no relief for unfair competition or trademark infringement. It 
was there alleged that plaintiff had been selling certain types of 
nuts for over 25 years under the name Tas-T-NvT in a rather dis- 
tinctive and unique package, and that defendant could not, as long 
as he used his own name, be enjoined from using a dress closely 
similar to plaintiff’s and from calling his product pic-a-Nut.*” 

Perhaps the most significant recent decision involving an un- 
successful plaintiff was Judge Hoffman’s ruling on the counter- 
claim in the extended litigation involving the word soLip as used 

; in connection with cologne.** After having dismissed the com- 

: plaint on plaintiff’s own motion, the question still had to be de- 






287. Ball Chemical Company v. Hodnefield et al., 137 F.Supp. 484, 108 USPQ 359, 
F 46 TMR 450 (8.D. Cal. 1956). 
} 288. Crutcher v. The Curtis Publishing Company et al., 138 F.Supp. 421, 108 
’ USPQ 178, 46 TMR 433 (E.D. Pa. 1956). 
‘ 289. 136 F.Supp. 775, 108 USPQ 174, 46 TMR 435 (E.D. Mich. 1956). 
290. A somewhat similar case was decided adversely to the plaintiff by Judge 
Yankwich, involving a combination package of Chinese food, in Chun King Sales, Inc., 
et al. v. Oriental Foods, Inc., 136 F.Supp. 659, 108 USPQ 400, 46 TMR 542 (S.D. 
Calif. 1955). 
291. Lucien Lelong, Inc. (by change of name, Ozford Mercantile Corp.) v. Dana 
Perfumes, Inc., 138 F.Supp. 575, 108 USPQ 101, 46 TMR 304 (N.D. Ill. 1955). For 
earlier ruling in this case, see 83 USPQ 394, 39 TMR 1035, 91 USPQ 15, 248, 41 TMR 
1037. 
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cided whether the defendant was entitled to damages as a result 
of infringement letters and warning notices which the former 
plaintiff had originally sent to defendant’s customers. The court 
now held in a well reasoned opinion that the voluntary dismissal 
of the complaint was no evidence of bad faith, that the former 
plaintiff had made an honest effort to enforce its alleged trade- 
mark rights in the word soxip, and that more particularly, it was 
not liable in damages for having sent infringement notices to 
defendant’s customers calling attention to its registered trade- 
mark for the word soLip. 


II. “DILUTION” UNDER THE ANTIDILUTION STATUTE 


There have been three unusually interesting lower court deci- 
sions in Massachusetts interpreting that state’s “Antidilution” 
statute and one decision concerning the analogous New York 
Statute. It becomes more and more apparent that in most in- 
stances these statutes are being invoked as a matter of last resort 
in situations for which they are obviously not intended, especially 
cases involving rather weak trademarks, which, as stated by the 
court in Sears, Roebuck & Co. v. Johnson, were “in fact, already 
diluted when chosen.” ** Thus, Judge Aldrich observed, in a case 
involving protection of plaintiff’s registered trademark zrp-TaPr,”™ 
that the Massachusetts Antidilution Statute should not be inter- 
preted to give protection in the absence of damage of some sort, 
to plaintiff’s reputation. No dilution could be found, therefore, 
where plaintiff had little if any “appropriable reputation,” nor 
did the court look with favor upon plaintiff’s claim of dilution based 
on the ground that failure of protection may tend to lead to the 
application of the word zir on all types of tape and may, therefore, 
injure the “individuality” of plaintiff’s trademark. The court said 


in this respect: 


“I might not be adverse to extending protection against this 
sort of dilution in the case of a fanciful or ‘strong’ mark whose 





292. 121 F.Supp. 955, 101 USPQ 243, 44 TMR 938 (E.D. Pa. 1954). 

293. The subject of “dilution” is treated in a comprehensive paper by the writer 
of this report which will be pony in the July 1956 issue of the UNIVERSITY OF 
CALIFORNIA LAW REVIEW, entitled The Problem of Trademark Dilution and the Anti- 
dilution Statutes. 

294. The Dobeckmun Company v. Boston Packaging Machinery Co., 107 USPQ 350, 
46 TMR 538 (D.C. Mass. 1956). 
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character was soley or primarily due to the owner’s endeavors. 
However, it is another thing to extend it to a mark which is 
hypersuggestive and by its own nature highly fragile, if not 
autophagous.” 


Summarizing what appears to be the basically correct approach 
toward the dilution theory, Judge Aldrich refused to apply the 
doctrine in case of a mark which was as inherently weak as the 
word zip was found to be. He said: 


“Tf a party chooses an unstable mark, he must accept the con- 
sequences.” **° 


Judge Aldrich had another opportunity to restate this theory of 
dilution in Esquire Inc. v. Esquire Slipper Mfg. Co., Inc.? There, 
the publishers of the well-known Esquire Magazine sought to en- 
join use by the defendant of the word esquire on slippers. The 
complaint was dismissed despite the fact that the plaintiff tried to 
invoke the Massachusetts Antidilution Statute. Having found that 
the name ESQUIRE meant not only plaintiff’s magazine, but was also 
associated by the public with a general term indicating dignity and 
quality, it was found that there could be no dilution in the absence 
of at least “some likelihood of confusion” and that it would be 
easier to make a showing of dilution in case of “manufactured 
words” than in those involving a combination of common words. 
Judge Aldrich said specifically: 


“But I will not hold that a single or solitary word in common 
use can be entirely appropriated from the public domain so 
that other users have no right.” 7” 


It was then held that the plaintiff even in a dilution case must show 
“at least a recognizable possibility of confusion,” which was not 
found to exist in the Esquire case. It may be noted that the defen- 
dant had voluntarily agreed not to use the word esquire on slippers 
at the retail level as long as it could maintain the right to continue 
the use of its corporate name including the word Esquire. 

On the other hand, reliance on the Massachusetts Act proved 
helpful to the plaintiff in the previously mentioned PREMIER case 


295. 107 USPQ 350, at 352, 46 TMR 538, at 541. 

296. 139 F.Supp. 228, 109 USPQ 30, 46 TMR 577 (D.C. Mass. 1956). 

297. In this connection, it is interesting to compare Commissioner Leeds’ ruling 
on the ESQUIRE mark in Esquire, Inc. v. The Country Squire, note 104 supra, and text. 
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in which sweeping relief against defendant’s use of the word prRE- 
MIER was granted with regard to all commerce coming within the 
scope of the Lanham Act;?* with regard to defendant’s local use 
in Massachusetts, the court placed additional reliance on the Anti- 
dilution Statute which was held to authorize the issuance of an 
injunction to insure the cessation of defendant’s infringement with- 
in the borders of the Commonwealth of Massachusetts. It is sub- 
mitted, however, that the same result might well have been reached 
under the reasoning of Judge Wyzanski in Cole of California v. 
Coletté,’ in which the intrastate use of an infringing trademark 
had been held sufficiently to affect the plaintiff’s interstate com- 
merce to justify relief under the Lanham Act without the neces- 
sity of invoking the Antidilution Statute. 

The New York antidilution provision, Section 368(c)(3) of 
the General Business Law, was relied upon in a case in which 
plaintiff had been using the registered word Livine in connection 
with cosmetics and the defendant used Livine Lipstick for a new 
line of lipsticks.*° Plaintiff’s application for a temporary injunc- 
tion was denied and the case was set for an early trial. The drastic 
remedy of the issuance of a temporary injunction was held not 
justified unless a convincing showing of “the whittling away” of 
the uniqueness of plaintiff’s trademark could be made. 


III. PROBLEMS OF FEDERAL JURISDICTION 


Of all the court decisions rendered during the past year in 
the trademark field, that of the Court of Appeals for the Second 
Cireuit in Vanity Fair Mills, Inc. v. T. Eaton Co. Ltd.,* must 
probably be considered the most significant, as well as the most 
interesting. This litigation to which references have already been 
made in last year’s report after the case had been decided by the 
district court,*” was really a sequel to the case of Steele v. Bulova 
Watch Co.** In that case it had been held that in personam juris- 
diction of an equity court over a United States citizen was broad 


298. See note 276, supra. 

299. See note 268, supra. 

300. International Latex Corp. vy. Revlon Products Corp., 107 USPQ 336, 46 TMR 
117 (N.Y. Sup. Ct. N.Y. Cty. 1955). 

301. 109 USPQ 438, 46 TMR 852 (2d Cir. 1956). 

302. 106 USPQ 88, 45 TMR 1191 (D.C.N.Y. 1955). Cf. The Eighth Year, note 
2 supra, p. 1044, 

303. Steele v. Bulova Watch Co., 344 U.S. 280, 95 USPQ 391, 42 TMR 299 (1952). 
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enough to extend to acts of unfair competition or infringement 
committed by such person in a foreign country as long as the 
foreign commerce of the United States was affected thereby. It 
will be recalled, however, that the question whether a U. S. court 
could go so far as to order cancellation of a registration in Mexico, 
which may have validly issued under the local law there, was not 
decided by the Supreme Court because, prior to the argument of 
the case, the Supreme Court of Mexico itself had ordered can- 
cellation of that registration. In the Vanity Fair case, the plain- 
tiff sought to extend the doctrine of the Bulova case to a situation 
in which the defendant, a Canadian corporation, had but a sales 
office in New York, and in which the primary allegation was that 
the Canadian corporation had infringed upon the rights of the 
American plaintiff in Canada. In order to justify such extraordi- 
nary extraterritorial jurisdiction of the American court, the plain- 
tiff sought to rely on Section 44 of the Lanham Act and on several 
articles of the International Convention (the Paris Union of 
1883). The Court of Appeals, in considering these “interesting 
and novel questions,” held in a comprehensive and well reasoned 
opinion that it had not been the intent of the Lanham Act or of 
the Convention to permit so drastic an interference by a domestic 
court with rights established in and dependent upon the law of a 
foreign nation. The Bulova case was found clearly distinguish- 
able on the ground that the defendant there was a United States 
citizen, while in the Vanity Fair case, the defendant was a Cana- 
dian corporation, and on the further ground that after the can- 
cellation of the Mexican trademark by the Mexican court, there 
no longer was any conflict with trademark rights established 
under the foreign law. The constitutional question whether Con- 
gress had the power to provide for a remedy against acts com- 
mitted in a foreign country solely because they may have a 
substantial effect on the foreign commerce of the United States 
was not reached by the court, because it was held that in any 
event, Congress had not intended the Lanham Act to apply to 
acts “committed by a foreign national in his home country and 
under a presumably valid trademark registration in that country.” 
The fact that the defendant corporation operated a New York 
office which employed numerous American citizens was held imma- 
terial since all the officers and managing directors were Canadian 
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citizens. Finally, the court affirmed the lower court’s holding that, 
under the doctrine of forum non conveniens, the Canadian corpo- 
ration should not be subjected to jurisdiction in the United States 

based on diversity of citizenship where by far the greatest por- 

tion of the conduct complained of had occurred in Canada and 

was governed by Canadian law. The court did, however, allow 

the plaintiff, if it should so desire, to file an amended complaint 

in which no reference to any act committed in Canada would be 

made and which would be limited entirely to alleged acts of unfair 

competition in the United States. 

There have been no significant developments during the past 
year with regard either to the Stauffer doctrine™ or the new “fed- 
eral law of unfair competition” under Section 43(a) of the Lanham 
Act.* With regard to the problem of pendent jurisdiction under 
Section 1338, there have been two lower court decisions which 
have placed a rather narrow interpretation on that section. In 
Bullock v. Sears, Roebuck & Co.,*°* the count of unfair competi- 
tion was appended to one charging patent infringement. The un- 
fair competition count was dismissed on the ground that the “rela- 
tionship” which under Section 1338 has to exist between the federal 
claim and that based on unfair competition was not present since 
the latter could not be proven by substantially the same facts. 
The court made the observation that there was usually a far 
closer relationship between a count of trademark infringement 
and unfair competition than there may be found to exist in cases 
where unfair competition is charged in conjunction with the in- 
fringement of a patent. It would seem that this rather narrow 
decision is out of line with the recent trend not to split complaints 
of this sort into two separate litigations, only one of which would 
be cognizable in the federal courts.*” 


304. Stauffer v. Exley, 184 F.2d 962, 87 USPQ 40, 40 TMR 960 (9th Cir. 1950). 
305. In the GLass wax litigation, the District Court’s ruling, dismissing the counter- 
claim for damages based on Section 43(a), which was referred to in last year’s report 
(Gold Seal Company v. Weeks et al., 129 F.Supp. 928, 105 USPQ 407, 45 TMR 1078 
(D.C.D.C. 1955), ef. The Eighth Year, note 2 supra, p. 1050) was affirmed in a per curiam 
decision by the Court of Appeals for the District of Columbia in 8S. C. Johnson & Son, 
Inc. v. Gold Seal Company et al., 230 F.2d 832, 108 USPQ 400 (1956), and a petition 
for certiorari is now pending, 110 USPQ No. 3 (July 16, 1956) p. III. For another 
interesting attempt to rely on Section 43(a) in a case involving alleged unfair com- 
petition for lack of a “false” representation, see Bechik Products, Inc. v. Federal Silk 
Mills, Inc., et al., 107 USPQ 218, at p. 223, 46 TMR 84, at p. 93 (D.C. Md. 1955). 
306. 109 USPQ 412 (D.C.N.Y. 1956). 

307. Cf. The Fifth Year, note 180. 
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Even in a case involving a charge of unfair competition ap- 
pended to a charge of alleged trademark infringement,*” a federal 
district court questioned its jurisdiction after defendant had in- 
formed plaintiff before, or shortly after the lawsuit was com- 
menced, of its discontinuance of the use of the infringing trade- 
mark. It is true that the court then proceeded to pass upon the 
merits of the unfair competition claim, but not without having 
considered it “very doubtful” whether jurisdiction should have 
been retained. It would seem even more difficult to share the 
court’s doubt in this situation than in the previously discussed 
case. Where a complaint is based on trademark infringement and 
unfair competition, it is hard to believe that federal jurisdiction 
could be thwarted by a mere promise on the part of the defendant 
that he will discontinue the use of the infringing mark, particu- 
larly where such a promise is made after the commencement of the 
suit. 

On the other hand, where, as in Elka Toy & Novelty Mfg. 
Corp. v. Fisher-Price Toys, Inc.,*°° an action for a declaratory 
judgment is brought, seeking determination of the rights of the 
parties in an alleged common law trademark, it would seem clear 
that the federal court lacks jurisdiction over the subject matter in 
the absence of diversity of citizenship. The district court was, 
therefore, undoubtedly correct in holding that the federal declara- 
tory judgment statute did not enlarge the scope of federal juris- 
diction in trademark matters but provided a forum merely in 
cases in which the federal court would otherwise have jurisdic- 
tion, as, for instance, in a case involving a registered trademark, 
but not one involving only rights to a trademark or trade name 
under common law. 

Nor is it thought that Section 37 of the Act of 1946 enlarges 
federal jurisdiction so as to provide a forum for adjudication of 
a plaintiff’s common law rights in trademarks or trade names. 
But it has recently been held in at least one case that an action 
for a declaratory judgment seeking a ruling of invalidity of de- 
fendant’s registered trademark might be considered “an action 
involving a registered trademark” under Section 37 and may, 


308. Stewart Paint Mfg. Co. v. United Hardware Distributing Co., 110 USPQ 16, 
46 TMR 1121 (D.C. Minn. 1956). 


309. 136 F.Supp. 524, 108 USPQ 87, 46 TMR 418 (S.D. N.Y. 1955). 
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therefore, ,be within the scope of federal jurisdiction under the 
Trademark Act of 1946. This, at least, appears to have been the 
ruling of the court in King Kup Candies, Inc. v. H. B. Reese 
Candy Co.,*° as clarified by its decision on reconsideration.** In 
that case the court, in a declaratory judgment suit, retained 
jurisdiction over the issue of the validity of defendant’s registered 
trademark, even though the plaintiff did not rely on any registra- 
tion and even though there was no diversity of citizenship. The 
court indicated that the broader language of Section 37 of the 
Act of 1946 had in effect overruled a line of earlier precedents 
which had held that federal jurisdiction in trademark eases ex- 
isted only where the plaintiff could rely on a registered mark and 
that the fact that the defendant had secured one or more regis- 
trations was an insufficient basis for federal jurisdiction.*” 


310. 134 F.Supp. 463, 107 USPQ 50, 45 TMR 1332 (M.D. Pa. 1955). 

311. 109 USPQ 226, 46 TMR 814 (M.D. Pa. 1956). 

312. It had been so held in Magic Foam Sales Corp. v. Mystic Foam Corp., 167 
F.2d 88, 77 USPQ 66, 38 TMR 550 (6th Cir. 1948) and Kaufman § Ruderman, Inc. vy. 
Cohn & Rosenberger, Inc., 86 F.Supp. 867, 83 USPQ 55, 39 TMR 584 (S.D. N.Y. 1949). 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Drawings in Typed Form 


Trademark Rule 2.51(d), which went into effect on August 
15, 1955, permits the filing of a drawing in the form of the mark 
typed on suitable paper, if application is for registration only of 
a word, letter or numeral, or any combination thereof, not depicted 
in special form. During the year that drawings in this form have 
been accepted in the Trademark Office, various practices have 
been noted which are not acceptable. It is hoped that pointing 
these out will minimize the number of drawings which have to 
be corrected. 

The mark should be typed in capital letters. Small or lower 
ease letters should not be used, nor should a mixture of small and 
capital letters be used. 

The letters should follow each other immediately as in regu- 
lar typing. There should be no extra space between letters of a 
word. However, if the mark is composed of more than one word, 


the usual space should be left between words to indicate that 
separate words are involved. 
Show a single word thus: 


ACME 


But show more than one word as: 
VANITY FAIR 


The mark should not be hyphenated on the drawing unless it 
is hyphenated in use. It is preferred that the mark be typed on 
one line. However, if the length of the mark is too great for one 
line, as might be true for the title of a radio program, more than 
one line may of course be used. 

The typed mark should be centered under the heading of the 
drawing in the blank space allotted for the mark. The heading 
should be placed on the drawing by the applicant and should not 
occupy more than one-fourth of the sheet at the top thereof. The 
heading should include applicant’s name and post office address, 
the date of first use of the mark anywhere and date of first use 


* Trademark Examiner, U. 8. Patent Office; Member District of Columbia Bar. 
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in commerce, and the goods or services. It may include the attor- 
ney’s name and address, if desired. The heading is more fully 
described in Trademark Rule 2.52(d) and Patent Office Note, 45 
TMR 915, Aug. 1955. 

Only conventional punctuation, such as is normally found on 
American typewriters, may be included in a typed drawing. Per- 
missible is such punctuation as quotation marks, apostrophes, 
hyphens, question marks, periods, colons, semi-colons, commas, 
parentheses, exclamation points. Underlining and dashes are not 
permissible, nor are diacritical marks, either English or foreign. 
The printer does not have facilities for printing the uncommon 
forms of punctuation. 

Special mention should be made regarding quotation marks. 
Quotation marks should be shown on the drawing only if they 
appear on the specimens and if they are considered to be an essen- 
tial feature of the mark. Frequently applicants place quotation 
marks around the typed mark on the drawing when no such marks 
appear on the specimens. Perhaps this is done with a feeling of 
protecting the mark, as may be the case in advertising copy or in 
magazine and newspaper articles. The use of quotation marks on 
the drawing for that purpose is not necessary; the drawing is 
merely a formal representation of the mark for which registra- 
tion is sought. 

Although some of these points may seem trivial, they are 
based upon two good reasons. One reason is found in the prin- 
ciple of Rule 2.51(d), and the other reason is a practical one. 

First, the purpose of the typed drawing is to make it easier 
to register the essence of a mark. It is common to find with regard 
to a mark which is only a word, letter or numeral, that the form 
of presentation on the goods and in advertising changes frequently 
but the essence does not change. The word quaker or the letter 
A is likely to be recognized for its essential meaning no matter 
the particular form in which it is shown. Depicting a mark in 
special form takes it out of this category. 

Second, the Government Printing Office, which prints the 
Official Gazette and trademark certificates, has agreed to work 
from typed drawings, setting up the marks in type for printing. 
But in this method of reproduction only capital letters and com- 
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mon forms of punctuation can be used. Means for reproducing 
unusual forms, such as the German umlaut and the Spanish tilde, 
are not available. Deviations from standard form, even when 
possible to reproduce, raise questions and call for use of special 
procedures which delay the work of printing. 

A word or letter or numeral trademark, as used, is generally 
not in the form of typing and does have special features or form. 
Generally such a msrk may be shown precisely as it is used, in 
an ink drawing; or it may be shown stripped of any special fea- 
tures or form, in a typed drawing. However, in those cases where 
a word, letter or numeral is integrated into some pattern so that 
the form is an essential feature of the mark, showing the mark 
in typing cannot be permitted. An example might be letters en- 
twined in a distinctive monogram. Another example might be 
words which create the impression of being merely a trade name 
when they stand alone without the form of presentation which is 
shown on the specimens of use. In any event the refusal to accept 
a typed drawing would be on the basis that the mark sought to 
be registered is not a word mark, a letter mark, or a numeral 
mark, but is a unitary and composite mark which includes some- 
thing more than the word, the letter or the numeral. Refusal to 
accept a typed drawing for a word, letter or numeral would be 
limited to exceptional cases, and would depend upon the facts in 
each particular situation. 

Any form or feature on a typed drawing which is not normal 
typing must be questioned, and the drawing corrected. The ap- 
plicant may file a new drawing, either ink or typed as may be 
necessary. For minor corrections which can be cured by typing, 
the Office will, upon an applicant’s specific request with clear in- 
structions of exactly what is to be done, retype marks on the 
original drawing sheet. The Office will not make a typed drawing 
without applicant’s direction to do so. In cases of very slight and 
obvious changes—such as deleting quotation marks—the typed 
correction may be initiated by the Office and the correction made 
by Examiner’s amendment. 

Trademark Rule 2.52 specifies that typed drawings, as well 
as ink drawings, must be upon pure white durable paper, the 
surface of which is calendered and smooth, and that a good grade 
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of bond paper is suitable. Although it is no longer necessary to 
use bristol board for drawings, applicants are urged to use a good 
grade of paper. Onionskin weight and thin papers are not con- 
sidered acceptable. Nor should the drawing sheet be cut, crumpled, 
or otherwise mutilated in any way. 

When the drawing includes pasted material or is a photo- 
lithograph, care should be taken that no black or shaded back- 
ground or other matter which is no part of the mark will result 
when the drawing is reproduced. Pasted paper which is a differ- 
ent color from the drawing sheet may give this unsatisfactory 
result. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Australia 


Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trademarks for the reasons indicated : 

































(1) FIDELITONE, in respect of radio receivers, gramophones 
and gramophone records and needles and accessories therefor, 
was rejected on the ground that the mark, being the phonetic 
equivalent of the words “fidelity” and “tone” with only the 
letters Ty omitted, indicates that the goods specified give both 
fidelity and tone which are desirable qualities in this case. 
The applicant contended that it was seeking to register a 
eoined word which has no descriptive meaning and is only 
suggestive. The Deputy Registrar held that there was no 
invention here and that there was only a trifling variation 
from the descriptive words “fidelity” and “tone” which are 
commonly used by other traders who sell goods of the kind 
covered by this application. 25 Official Journal of Patents, 
Trade Marks & Designs 1460. 





(2) PpropucTION, in respect of abrasive articles including coated 
or flexible abrasives such as abrasive paper, sandpaper and 
abrasive cloth, and buffing paper and buffing cloth; and includ- 

: ing molded abrasive articles such as abrasive wheels, grind- 

stones and whetstones, was rejected on the ground that the 

word as applied to the goods specified would convey to pur- 
chasers an obvious meaning in that the abrasives are intended 
to be used as production abrasives; and, if the goods were 
not in fact production abrasives, then the mark would be mis- 
descriptive. The applicant contended that the word could not 
possibly be construed to denote directly the appearance, com- 
position or characteristics of the goods. The applicant also 
pointed out that the mark had already been registered in many 
other countries of the world. In maintaining the objection, 
the Deputy Registrar referred to the dictionary definition of 
the word as well as the actual use of the word in trade cata- 
logues in circulation in Australia. 26 Official Journal of Pat- 
ents, Trade Marks & Designs 1523. 
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Canada 


Opposition Proceedings 


An application to register WONDER CUPBOARD in respect of the 
services “domestic provisioning, namely the domestic supplying 
of stores of frozen food products and freezer cabinets for contain- 
ing such stores” was opposed by the owners of the trademark 
WONDER registered in respect of bread and bakery products. It was 
established that the applicant’s services could include selling and 
delivering the opponent’s goods and the Registrar held that the use 
of the service mark WONDER CUPBOARD would be likely to lead ‘to the 
inference that the services were being performed by the owner of 
the trademark wonver. It was also held that confusion was likely 
between the opposed service mark and the opponent’s trading name 
which includes the word wonDER. 


In connection with this opposition, the Registrar referred to 
Rules on the admissibility of evidence and stated that “The best 
evidence must be submitted and such evidence as hearsay is not 


admissible.” It was held that the Rules of evidence applicable in the 
Exchequer Court apply in opposition proceedings. Patent Institute 


of Canada Bulletin Vol. 1, No. 2, Page 10. 


Italy 


Trademark Infringement — Similarity of Goods 


In an infringement action involving identical trademarks, the 
Court observed that in deciding upon the main issue of whether the 
defendant’s goods were similar to the plaintiff’s goods it cannot be 
guided merely by the official classification. The purpose of and 
clientele of the goods are factors to be considered as well as the 
physical nature of the goods. In this case, the Court held that the 
defendant’s use of the mark for rubber pacifiers for babies had 
infringed the plaintiff’s trademark rights. The plaintiff had used 
his mark in respect of a variety of rubber goods, such as shoe soles, 
sneakers, rubber bags and rubber carpets. Stabilimento Astro 
Pietro Ferraris v. Prodotti Astro, Court of Appeal of Milan, De- 
cember 3, 1954. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


_ 


Allen, John Rex and Gerrit P. Groen 
The New Illinois Trademark Act. (Illinois Bar Journal, May 1956, pp. 688-692.) 


American Pharmaceutical Association 


Proprietary Names (Trade Names) of Official Drugs. Washington, D. C., 1956. 
Pp. 32. 


Copies of this manual may be obtained by writing to the American Pharmaceutical 
Association, 2215 Constitution Ave., N. W., Washington 7, D. C. Price per copy 
25 cts. 


Blumenthal Bros. Stronger-branded Candies—Restyled Trademark. (Modern Pack- 
aging, v. 29, no. 12, August 1956, p. 134.) 


Bolin, Roger H. 
At Westinghouse, 6 Ad Policies. (Printers’ Ink, September 7, 1956, pp. 26-29.) 


Canada. Revised Guide for Manufacturers, Advertisers and Importers for Food, 
Drugs, Cosmetics and Therapeutic Devices. (Canadian Patent Reporter, v. 25, 
August 1956, pp. 72-105.) 


Chemicals, Inc. Starches get New Dress “To Help Hold Market Lead.” (Sales 
Management, v. 77, no. 4, August 17, 1956, p. 82.) 


Day, Cameron 
In Autumn Ads: Stronger Brand Personality; Pre-Testing a bigger Factor. 
(Printers’ Ink, September 14, 1956, pp. 25-27.) 


Gerry, Roberta 
Why 3 Ad Agencies for one Company? (Printers’ Ink, August 17, 1956, pp. 31-33.) 
Hat Corp. of America wants to establish individual brand identities for its KNox, 
CAVANAGH and DOBBS divisions. 


How to Make a “Model” Ad. (Printers’ Ink, September 14, 1956, pp. 32-34.) 
FOUR ROSES revives 14-year old series featuring famous trademark, 


Jackson, Roy V. 

A New Approach to Protection for the Design of New Products. (Journal of the 
Patent Office Society, v. 38, no. 7, pp. 448-477.) 
Kelne, Nathan 

In industrial Advertising too, it Pays to Promote Brand Names. (Printers’ Ink, 


September 7, 1956, pp. 30-31. 
Advertising policies of Union Carbide and Carbon Corp. 


Kenya. Trade Marks Ordinance No. 51 of 1955. (Patent and Trade Mark Review, 
v. 54, nos. 8-11, May—August 1956, pp. 215-225; 263-271; 292-303; 318-324.) 


Lippincott, J. Gordon and Walter P. Margulies 
Shape of Packages to Come. (Printers’ Ink, August 31, 1956, pp. 28-38.) 


Sicks Seattle Brewing & Malting Co. Famous Cartoonists Sketch Beer-Can Decora- 
tions. (Modern Packaging, v. 29, no. 12, August 1956, p. 137.) 


Swan, Carroll J. and Roberta Gerry 
For B. V. D.—a marketing Revival. (Printers’ Ink, August 24, 1956, pp. 29-51.) 


Copies of these articles are available for reference in the Association’s Library. 
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CORO, INC. v. ABRAMSON et al., doing business 
as CARO et al. 


No. 1485 —D.C., S.D. Miss. S. Div. — April 6, 1956 










REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Plaintiff, manufacturer of costume jewelry uses registered mark Coro written in 

both block and script letters for his goods. Defendant is doing business as CARO 
JEWELRY COMPANY and as CARO written in script and block letters. Plaintiff does 
substantial business in Mississippi where defendant’s merchandise, genuine and cos- 
tume jewelry is traded. Defendant uses unregistered mark CARO without consent of 
plaintiff, and it is held by the court that it is a colorable imitation of plaintiff’s mark 
and is deliberate infringement thereof. 

TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


Proof of likelihood of confusion on part of purchasing public as to origin of 
goods is sufficient for issuance of an injunction under Lanham Act, even though no 














actual damage is shown. 
Actual confusion need not be shown where there is likelihood of confusion 


between plaintiff’s registered mark and defendant’s unregistered mark. 











Action by Coro, Inc. v. A. J. Abramson and Irvin Schwartz, doing 
business as Caro and Caro Jewelry Company, for trademark infringement 
and unfair competition. Judgment for plaintiff. 

Morse & Morse, Stanford E. Morse, and George R. Smith, of Gulfport, 
Mississippi, and Weil, Gotshal & Manges, of New York, N. Y., for 
plaintiff. 

Rushing & Guice and W. L. Guice, of Biloxi, Mississippi, for defendants. 











LEIBELL, District Judge (by designation from Southern New York 
District Court). 






FINDINGs OF Fact 







1. Coro, Inc., is a corporation organized and existing under the laws 
of the State of New York and is a citizen of the State of New York. 
2. Defendants, A. J. Abramson and Irvin Schwartz, are resident 
citizens of Biloxi, Harrison County, State of Mississippi, and are doing 
business as CARO JEWELRY COMPANY and as CARO in block letters and caRo 
with script letters. 

3. Since 1901 plaintiff, Coro, Inc., has been engaged in the business 
of manufacturing jewelry and selling the same to the retail trade. 
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4. During the more than fifty years of its existence, plaintiff Coro, 
Inc., has established factories in the United States of America and Canada, 
maintained sales offices and sales representatives throughout the United 
States and in numerous countries throughout the world, and sells its 
products in almost every country throughout the world. The word coro 
was made up of the first two letters of the names of the founders of the 
business, Cohen and Rosenberger. 


5. Beginning in or about 1919 plaintiff, Coro, Inc., adopted and used 
in connection with the sale of its said costume, novelty and fashion jewelry, 
the name and style of coro written both in block letters and in script and 
also used both with and without a flying horse known as a pegasus. 


6. The said name coro, associated with plaintiff’s products as afore- 
said, has acquired a wide and outstanding reputation in the retail trade 
and to the consuming public for quality and leadership in fashion. 


7. Plaintiff, Coro, Inc., has expended substantial sums of money in 
advertising to promote its said name coro and the good will attached thereto 
and to keep the name coro before the consuming public and the retail trade. 
The advertising budget of plaintiff, Coro, Inc., for the years 1954 and 1955 
was approximately $600,000 for each of said years. 

8. The advertising and publicity of plaintiff, Coro, Inc., appears 
throughout the United States of America, including the States of Louisiana 
and Mississippi, and also in various foreign countries. The media of such 
advertising is radio, television, national magazines such as “Glamour,” 
“Seventeen,” “Harper’s Bazaar,” “Charm,” “Mademoiselle” and “Vogue” 
and newspapers. 

9. Plaintiff, Coro, Inc., has a cooperative advertising program whereby 
plaintiff, Coro, Inc., pays one-half of the cost of advertising and the retail 
store pays the other one-half of such cost. Advertisements have appeared 
in the New Orleans, Biloxi, Gulfport, and other newspapers in the area, of 
Coro jewelry sold by retail customers of plaintiff, Coro, Inc. 

10. Plaintiff’s products sold under the name coro have met with 
popular approval throughout the retail trade and the consuming public. 
Gross sales of plaintiff, Coro, Inc., in the calendar year 1954 were $24,923,- 
415.67 and for the calendar year 1955 were approximately $26,000,000. 
The plaintiff’s items of costume jewelry sell for prices ranging from $1 to 
$20 at retail. 

11. As a result of plaintiff’s extensive sales and advertising and the 
promotion of its products under the name coro, the name coro has come to 
mean and is understood to mean throughout the United States, including 
the State of Mississippi and the City of Biloxi and the City of Gulfport, 
the products of plaintiff, Coro, Inc., and plaintiff, Coro, Inc., as a business 
organization, and the word coro is a mark by which the goods of plaintiff, 
Coro, Inc., are distinguished from other goods of the same general character 
and class. 
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12. Plaintiff in 1921 registered with the Commissioner of Patents the 
name CORO as a trademark and has used this trademark continuously since 
that date and has, subsequent to 1921, renewed said trademark as shown by 
the Certificates of Registration of the Commissioner of Patents bearing the 
following numbers: 137,160, 141,099, 389,406, 389,906, 399,084, 399,278, 
402,504, 427,417 and 531,268. Said trademark registrations relate to a wide 
variety of jewelry items. Plaintiff also filed trademark application number 
489,900 relating to a variety of jewelry items on October 13, 1945 and 
certificate of registration issued February 11, 1947; and application number 
579,862 filed June 2, 1949 and certificate of registration issued June 26, 1950. 


13. Plaintiff, Coro, Inc., has substantial sales of its products in the 
State of Mississippi and particularly in the southern part of said state, 
including the Counties of Jackson and Harrison. Plaintiff, Coro, Inc., sells 
its regular line of products under its coro name to retail department stores, 
specialty stores and jewelry stores in Biloxi and Gulfport, Mississippi, and 
in other towns and cities in the immediate vicinity. Certain of the custom- 
ers of plaintiff selling Coro jewelry in Biloxi, Mississippi (M. V. Joyce 
& Co., J. C. Penney Co. and Austin), are within a few blocks of the retail 
jewelry store owned and operated by the defendants under the name CARO 
in Biloxi, Mississippi. 

14. Defendants operate a retail jewelry business at 41514 West 
Howard Avenue, City of Biloxi, Harrison County, Mississippi, under the 
name CARO, in both block and script letters, and Caro Jewelry Company. 
Their store is 12 x 35 feet and their gross business was $50,000 in 1955. 
They sell diamond rings, genuine jewelry, watches, silverware and costume 
jewelry. Their sales of costume jewelry are 2% of their gross sales, but 
in units sold are as 10 to 1 compared with other items sold. Defendants 
bought the store in 1954 from David Rosenblum, who sold coro costume 
jewelry. Defendants do not sell Coro’s products, but they sell costume 
jewelry of other national competitors of plaintiff. 

15. Defendants have in the past and now are advertising and selling 
products, including costume and novelty jewelry of the same type as those 
of the plaintiff, Coro, Inc., wherein the name caro in both block and script 
letters and Caro Jewelry Company is used in connection with and in asso- 
ciation with the advertisement and sale of such products and wherein a 
script is used by defendants to set forth the name caro in almost identical 
fashion to the script used by plaintiff, Coro, Inc., in its advertising and 
promotion and sales of its products and in the conduct of its business under 
the name CORO. 

16. Defendants’ use of the name caro in both block letters and script 
and of the name Caro Jewelry Company has been and now is without 
the consent of the plaintiff, Coro, Inc. 

17. Defendants have at no time applied for or been granted a Certifi- 
cate of Registration of the name caro by the United States Patent Office. 
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18. Defendants’ sales and advertisements have been and now are in 
an area, Biloxi, Mississippi, where plaintiff, Coro, Inc., sells its products 
under the name of coro as aforesaid and where retail stores sell the Coro 
products under the said tradename and trademark. 


19. Defendants adopted the name caro in both block and script letters 
and Caro Jewelry Company, to be used in connection with the advertise- 
ment and sale of its products as aforesaid, in or about June 1954 when 
they acquired the business of David Rosenblum, with full knowledge of 
the prior and extensive use by plaintiff of its trademark coro in connection 
with the manufacture and sale of items of costume jewelry and various 
novelties. Rosenblum had used the word caro in the corporate name Caro 
Jewelry Company in early 1954. Prior thereto, on the advice of his attor- 
ney he had abandoned the name ciRo, on complaint of the restaurant people, 
and his attorney incorporated the defendant CARO JEWELRY COMPANY. The 
attorney used the word caro as meaning “dear” or “beloved,” taken from 
the Italian. The defendants had prior experience in the jewelry business 
for twenty years. They knew of the plaintiff’s products and plaintiff's 
trademark with the word coro. They used the script form of caRo in their 
newspaper advertising, closely imitating the script of coro in plaintiff’s 
trademark number 489,900 issued October 13, 1945, when they had the 
“grand opening” of the store under their ownership on August 10, 1954. 
Such use was an intentional, not an innocent appropriation of the important 
part of plaintiff’s trademark. 


20. The name cako as used by defendants in their business, is a color- 
able imitation of the registered trademarks of plaintiff, Coro, Inc. and is 
a deliberate infringement thereof. 


21. The continued and unauthorized use by the defendants of the 
confusingly similar name cako in block or script form, or Caro Jewelry 
Company, or any other variation thereof in connection with the advertise- 
ment and sale of its products as aforesaid has probably already caused and 
will inevitably cause confusion and deception to the consuming public, and 
will lead the average purchaser of costume jewelry erroneously to believe 
that the products advertised and sold by defendants are either manu- 
factured or sponsored or sold by plaintiff or are being advertised and sold 
with the consent and authority of the plaintiff. 


22. The continued use by the defendants of the name caro as aforesaid 
has caused and unless restrained, will continue to cause, serious and irrep- 
arable injury to the plaintiff ; and, if not restrained, may encourage others 
to follow defendants’ example in other localities. 

23. The reputation built up by plaintiff, Coro, Inc., through its many 
years of successful and extensive operation and the expenditure of substan- 
tial sums of money for advertising and publicity is being unfairly and 
improperly traded upon by the defendants in the conduct of defendants’ 
business as aforesaid. 





THE TRADEMARK REPORTER Vol. 46 T.M.R. 


CONCLUSIONS OF LAW 


I. The Court has jurisdiction of the subject matter and the parties. 

II. The conduct of defendants herein constitutes an infringement of 
the trademarks owned by plaintiff, Coro, Inc., embodying the word coro, 
to plaintiff’s irreparable damage. 

III. The conduct of defendants hereinabove described constitutes 
unfair trade practices and unfair competition against plaintiff, Coro, Inc., 
and is likely to continue to cause plaintiff irreparable damage. 

IV. The defendants and their agents, servants, employees, successors 
and assigns should be enjoined by final injunction from further acts of 
unfair competition and trademark infringement, arising out of their 
unlawful simulation of the trademarks of plaintiff embodying the word 
CORO. 

V. The defendants and their agents, servants, employees, successors 
and assigns should be enjoined by final injunction from using the name 
CORO or CARO Or CARO JEWELRY COMPANY in block or script letters or in any 
other form and any other name or corporate title simulating plaintiff’s 
aforesaid trademarks embodying the word coro, in the operation of the 
business of the defendants, or in selling, marketing or otherwise disposing 
of costume jewelry, jewelry, novelty jewelry or any other items of mer- 
chandise. 

VI. Plaintiff, Coro, Inc., should have and recover of and from defen- 
dants its costs in this action. 

VII. Counsel for plaintiff will present a judgment and decree con- 
sistent herewith. 


OPINION 


Hereinabove I have set forth my findings of fact. Some of the evidence 
to support the findings will be referred to in this memorandum. My con- 
clusions of law allow the plaintiff the injunctive relief prayed for. I believe 
that these conclusions are supported by the applicable decided cases, which 
will be cited. 

The complaint in this action was filed October 1, 1954. It contains two 
claims or causes of action. One is based upon an infringement of plaintiff’s 
registered trademarks, copies of which are annexed to the complaint; the 
other is based on unfair competition. Both injunctive relief and damages 
were prayed for in the complaint, but at the trial the claim for damages 
was withdrawn. The validity of plaintiff’s registered trademarks is not 
challenged. The issues tried related to infringement and unfair competition. 

The plaintiff is a large corporation, with its principal manufacturing 
plant located at Providence, Rhode Island. Its gross sales run close to 
$25,000,000 a year. It has been in existence since 1901. In 1919 it adopted 
and used the word coro in connection with the sale of various articles of 
its “costume jewelry” or “fashion jewelry.” Plaintiff has spent large sums 
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of money for advertising its costume jewelry in connection with its trade- 
mark coro; in 1954 and 1955, as much as $600,000 each year. It shares 
the expense of advertising in local newspapers with many of its retail 
distributors. The retail prices of plaintiff’s costume jewelry range from 
$1 to $20. 

The defendants occupied a small jewelry store, 12’ x 35’, on Howard 
Avenue, which extends in a Southeast and Northwest direction in Biloxi, 
Mississippi, when this action was commenced. They bought the business 
from David Rosenblum in June 1954. While this action was pending, 
Abramson sold out to Schwartz in April 1955. Rosenblum had sold Coro 
jewelry. The defendants do not. The store’s gross business is about 
$50,000 a year. 

Defendants have used the word caro in an electric arrow sign sus- 
pended over the sidewalk at the entrance to their store (Ex. A), so that it 
can be seen by a passerby from either direction, the lettering showing the 
same from both sides of the sign. The word caro is in the perpendicular 
part of the arrow sign, in block letters. Below it, in small block letters, is 
the word “Credit” on the point end of the arrow, which is turned towards 
the store entrance. A few feet below that sign is a separate horizontal sign, 
showing the word “Jewelers” in larger block letters. On one show window 
are the words “Credit Jewelers”; on the other “Watch Repairing” (Ex. B). 
On a drape over the window display appears the word carRo’s in script 
(Ex. 11). Defendants have used the word caro, in both block lettering and 
in script, in their local newspaper advertising (Ex. 10). 

Defendants sell genuine jewelry, watches, silverware and costume 
jewelry. In dollar volume their costume jewelry sales are only 2% of their 
gross; but in the number of items sold they are as 10 to 1 compared with 
the jewelry, watches and silverware items sold. The defendants do not sell 
plaintiff’s costume jewelry but they sell other and competing nationally 
known makes of costume jewelry. They have a separate department for 
costume jewelry (Ex. 12). 

The manner in which the defendants came to use the word caro in 
their corporate name, on their sign and in their advertising was explained 
by their attorney in his opening statement. It appears that this jewelry 
store had been using the name ciro, when operated by David Rosenblum, 
but the restaurant people who had used the name criRo in many cities 
complained, and defendants’ attorney advised Rosenblum to abandon the 
use of the word crro. The attorney then incorporated the business as the 
CARO JEWELRY COMPANY. In his opening statement to the Court he stated 
that in selecting the name Caro, he had in mind the Italian word “caro” 
as meaning “dear” or “dearest.” The attorney had no intention to adopt a 
name that would resemble plaintiff’s name “Coro.” 

But Rosenblum, who owned the jewelry store, knew about Coro 
costume jewelry. He had sold it in his store. Both Abramson and Schwartz 
had been in the jewelry business for twenty years before they bought out 












1112 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


Rosenblum in June 1954. They must have known the much advertised 
coro in the jewelry trade and the close resemblance of caro to coro. In > 
their opening advertisement in the Biloxi Daily Herald of August 10, 1954 
(a copy of which was annexed to the complaint as Ex. P), they had a full 
page devoted to their “Grand Opening” in which they displayed the script 
word cako (prominently both at the top and at the bottom of the advertise- 
ment), closely similar to the word coro as displayed in plaintiff’s trademark 
registration, number 427,417, registered February 11, 1947, a copy of 
which is annexed to the complaint. Plaintiff extensively advertised its 
trademark and the script word coro, as evidenced by Exhibits A to F 
annexed to the complaint, which are part of the record of the trial. 

I am satisfied that the attorney who incorporated CARO JEWELRY COM- 
PANY had no idea that it could be used as a means of poaching on plaintiff’s 
good will. He has an avowed dislike for costume jewelry. But I believe 
that the defendants appreciated the possibilities of the situation and delib- 
erately used the name caro and also put it in script form in their advertis- 
ing and in their show windows. Schwartz testified that he did not know 
the Italian derivation of the word caro, or what its English meaning was, 
until seven months before the trial. 

The plaintiff contends that even if the infringement of the trademark 
had been innocent or technical, and even though the plaintiff may not 
have suffered any provable actual damages, the likelihood of unfair com- 
petition due to the close resemblance of the two names, and their use in 
the same or closely related types of business, entitles the plaintiff to injunc- 
tive relief both under the Federal law relating to trademark infringement 
and under the Mississippi State law on unfair competition. 

The defendants argue that there has been no confusion or deception 
of any customers at defendants’ store, that at best there has been only a 
partial use or imitation of plaintiff’s mark by defendants, and that it is 
not calculated to deceive anyone. 

In my opinion, the plaintiff’s trademark coro for costume jewelry is 
infringed by the use of the word caro by defendants in their corporate 
name, in their advertising, and on the signs over and in their jewelry 
store. In the store they sell genuine jewelry and also costume jewelry made 
by manufacturers who compete nationally with the plaintiff. The infringe- 
ment was not just technical or innocent on the part of the defendants. 

That there is a close similarity both in sound and appearance between 
the word coro and cARo is apparent. Further, the business of selling genuine 
jewelry and that of selling costume jewelry at retail are closely related; 
and as in the case of the defendants, may both be carried on by jewelers 
in separate departments in the same store or place of business. Although 
plaintiff was not able to show any actual confusion of prospective pur- 
chasers in this case, nor any attempt by the defendants to palm off the 
costume jewelry of other manufacturers as that of the plaintiff, nevertheless 
the plaintiff as the owner of the trademarks with the word coro is entitled 
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to have them protected by an injunction against what appears to be a clear 
and intentional infringement, by a mark that is strikingly similar. By its 
very nature, coupled with the surrounding circumstances, defendants’ use 
of the word caro is likely to deceive or confuse the ordinary retail pur- 
chaser, who would be more likely to be familiar with plaintiff’s advertising 
of its mark coro in magazines and newspapers than with the word caro 
as translated in an Italian dictionary. Caro, in English, is an abbreviation 
of the name Caroline, according to Webster’s Dictionary. 

The case of Pure Foods v. Minute Maid Corp., 214 F.2d 792, 102 USPQ 
271 (44 TMR 1408), supports the principle that if there is proof of a 
likelihood of confusion or mistake on the part of the purchasing public as 
to the origin of costume jewelry sold by the defendants, resulting from 
defendants’ use of ani infringing mark, which is a colorable imitation of 
plaintiff’s registered mark, and the likelihood of damage even though no 
actual damage is shown, that is sufficient for the issuance of an injunction 
under the Lanham Act, 15 U.S.C. §§ 1051 et seq., 1114(1). And if bad 
faith is shown, an injunction will issue even though the businesses of the 
litigants are not in competition. An infringer will be presumed to have 
accomplished the purpose he intended when he copied part of the com- 
plainant’s trademark. El Chico, Inc. v. El Chico Cafe, 214 F.2d 721, at 
pages 725-726, 102 USPQ 267, 270 (44 TMR 1307). 

Proof of actual deception or confusion of prospective purchasers 
need not be shown if there is a showing of likelihood of confusion of a 
defendant’s infringing mark with plaintiff’s registered trademark, because 
of the similarity of names. George W. Luft Co. v. Zande Cosmetic Co., 
142 F.2d 536, 61 USPQ 424 (34 TMR 190); United Drug Co. v. Obear- 
Nester Glass Co., 111 F.2d 997, at page 1000, 45 USPQ 510, 512 (30 TMR 
365). Similarity of sound, or of appearance of words or letters, may con- 
stitute infringement of a trademark. Esso, Inc. v. Standard Oil Co., 98 
F.2d 1, 38 USPQ 295 (28 TMR 386); LaTouraine Coffee Co. v. Lorraine 
Coffee Co., 157 F.2d 115, and cases cited on page 117, 70 USPQ 429, 431- 
432 (36 TMR 271). 

The common law of unfair competition as interpreted and applied by 
the Supreme Court of Mississippi in Cockrell v. Davis, 198 Miss. 660, entitles 
plaintiff to injunctive relief, under the second cause of action. The 
opinion of Judge Smith in the Cockrell case contains numerous citations 
of authorities, which need not be repeated here. Nor could anything be 
added to his scholarly discussion of the legal principles involved. The 
doctrine and holdings of that case have not been modified or withdrawn by 
that Court’s later opinion (by the same Judge) in McKay v. Legler, 36 
So.2d 793. 

On the facts set forth in the Court’s findings of fact herein, the plaintiff 
is entitled to a judgment and decree embodying the injunctive relief de- 
scribed in the Court’s conclusions of law. 
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BRIDGE HARDWARE CO., INC. v. 
THE SHELBY SPRING HINGE CO. 


No. 77-163 — D.C., $.D.N.Y. — April 19, 1956 









REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Plaintiff, in general hardware and related business sold and serviced articles of 


defendant and third party under their respective marks SHELBY and RIXSON and 
advertised these lines in his catalogues in hyphenated form SHELBY-RIXSON. Plaintiff 
subsequently registered mark SHELBY RIXSON. Defendant, manufacturer of various 
hardware specialties registered mark SHELBY about a year after registration issued 
for plaintiff. 

Court holds that plaintiff has no right to SHELBY RIXSON mark, as it does not 
own either part of mark and does not use it in commerce. Plaintiff’s mark is ordered 





cancelled. 


Action by Bridge Hardware Co., Inc. v. The Shelby Spring Hinge Co., for 
trademark infringement. Defendant counterclaims for trademark infringe- 
ment and cancellation of trademark registration. Judgment for defendant. 
Hawkins, Delafield & Wood (Clarence Fried of counsel) of New York, 


N. Y., for plaintiff. 
Donald W. Robertson (Harrington Harlow of counsel) of New York, N. Y., 


for defendant. 


CuaNncy, District Judge. 


= Palatina shat oh 


FINDINGS OF Fact 


1. The plaintiff, Bridge Hardware Co., Inc., is a New York corpo- 
ration engaged in the general hardware business and in a number of related 
activities, including the sales and servicing of automatic door closing 


devices. 

2. The defendant, Shelby Spring Hinge Co., is an Ohio corporation 
which manufactures various hardware specialties including floor hinges 
and floor checks. i 

3. In May, 1935, Charles Haber, president of the plaintiff corporation, 
visited the defendant’s plant in Shelby, Ohio, and discussed with officials 
of the defendant the possibility of negotiating a sales agreement. 


4. In June, 1935, Haber returned to the Shelby plant and conferred 
for three days with representatives of the defendant. The result of the 
series of conferences was an agreement between Haber and the defendant, 
under which Bridge Hardware was to act as a distributor of various prod- 
ucts manufactured by Shelby. A record of the agreement was prepared 
by the defendant on June 20, 1935 and was signed by the defendant’s 
sales manager. The original of this so-called record was forwarded to ; 
plaintiff at the time and so far as the evidence in this case goes it is a . 
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true statement. It is found that this “record” is a statement of the com- 
plete agreement of the parties. 


5. The defendant did not agree to designate Bridge Hardware as 
the exclusive distributor of its products in any specified territory. 


6. There was a continuous business relationship between plaintiff 
and defendant from June, 1935, until early in 1952. During those years 
plaintiff purchased floor checking devices, often at preferential discounts, 
from defendant for resale to its customers in the New York area. One 
Harvey Bronner at all times, from 1935 until his death in 1951, was a rep- 
resentative of the defendant in New York City. Under the agreement of 
June 20, 1935, Bronner as defendant’s regular New York representative 
was to receive a commission of five per cent on sales made by the defendant 
to the plaintiff. The parties made no agreement as to the disposition of 
Bronner’s regular five per cent commission after Bronner’s death. There 
was testimony which the Court accepts that purchasers in New York City 
other than Bridge Hardware bought the defendant’s floor checks or parts 
through Bronner after 1935. That such sales occurred up to 1942 was 
demonstrated by file cards of the defendant whose truth was never ques- 
tioned. 


7. The manufacturing plant and home office of the defendant corpo- 
ration are located in the town of Shelby, Ohio, and the defendant has used 
the name SHELBY as a trademark for its various products, including hinges 
and door checking devices, since 1901. 


8. Prior to 1935, the plaintiff sold, among other products, door checks 
manufactured by the Oscar C. Rixson Co. of Chicago, Illinois. 


9. During the period when it sold defendant’s door checks, the plain- 
tiff serviced and repaired both Shelby and Rixson door checks. The plain- 
tiff advertised itself as a distributor of both Shelby door checks and Rixson 
door checks. In some of its catalogues and letterheads plaintiff used the 
combination of the two words SHELBY and RIXSON separated by a dash. 
With the other printed matter in the catalogues, it would have appeared 
to the reader that the phrase SHELBY-RIXSON in this literature, was a short- 
hand reference to the products of the Rixson Company and of Shelby 
Company. Its use in the letterheads was similarly confusing. For this 
reason the plaintiff’s use of the two names coupled was always equivocal 
and was never a clear assertion of a phrase in the nature of a separate 
independent trademark. 


10. On January 1, 1952, the plaintiff registered in the United States 
Patent Office, the trademark SHELBY RIXSON with the words separated by 
a space with no dash. 


11. On September 8, 1953, the defendant registered the trade mark 
SHELBY in the United States Patent Office, under § 2(f) of the Trademark 
Act of 1946, Title 15, U.S.C.A. § 1052(f) which, with stated exceptions, 
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permits registration of a mark otherwise not subject to registration, which 
has become distinctive of the applicant’s goods in commerce. 

12. In 1952 disagreement developed between plaintiff and defendant 
because of plaintiff’s objections to sales of Shelby floor checks by the 
defendant to one of plaintiff’s New York competitors. In October, 1952, 
after the commencement of this litigation, the defendant notified plaintiff 
that it would no longer fill orders placed by the plaintiff. 

13. In electing to terminate its course of business dealings with the 
plaintiff, the defendant did not breach any contractual agreement. 









































ConcuLusions or Law 


1. Judgment is granted to the defendant on all of the causes of action 
alleged in the complaint. 

2. The plaintiff’s mark SHELBY RIXSON is invalid. Its use shall be 
enjoined. 

3. Trademark Registration No. 552,751, registered January 1, 1952, 
is invalid and is ordered cancelled. 


The evidence in this case establishes that during their peaceful rela- 
tions Haber, through his service business, would learn of defects or short- 
comings in the Shelby product and at times advised the defendant and 
may even have suggested ways of obviating the defects of or at least im- 
proving the article. There is evidence too that plaintiff conveyed to the 
trade and to prospective users of door checks such as builders and archi- 
tects, the merits of the defendant’s product in the course of which it 
exploited the name SHELBY as a mark as it did in its telephone listing. For 
a long time arrangements between the parties apparently were profitable 
to both and their relations were pleasant. All this is far short of establishing 
any agreement in the nature of the exclusive contract which the plaintiff 
claims. 

The Court is unable to find any convincing evidence in the case cor- 
roborating the plaintiff’s version of the contract it claims, or even support- 
ing its claims. Plaintiff’s president and its main witness throughout the 
trial relied on generalities and rhetoric. He had apparently retained with 
great care all of the correspondence with the defendant. Still he was unable 
to produce any evidence that he paid for the material he obtained from 
Bronner in 1935 and eventually admitted that at least most of it was given 
to him in payment for the first year’s service operations on the defendant’s 
manufacture which he had testified was rendered gratis by agreement. 
There was uncontradicted evidence that the defendant had a representa- 
tive in Boston and Philadelphia as well as in New York after the parties 
made their 1935 agreement, although the plaintiff claims that his contract 
covered all of the sales of defendant’s floor checks in the northeastern 
states after 1935. Plaintiff was unable to give any evidence to sustain his 
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claim of spending money on advertising Shelby’s manufacture or to sub- 
stantiate in any way his claim of the amount of the cost to him of the 
quantity of the defendant’s product purchased. He professed an inability 
to explain a few of his own ledger sheets though they were put in evidence. 
Before the trial plaintiff’s president had identified one of his brothers as 
being present at the 1935 meeting with the defendant’s officers. At the trial 
he named another brother. 

The testimony of the two non-family witnesses and some other trifling 
evidence in the case would attribute to Parsons statements that are at 
odds with the testimony of all the defendant’s witnesses, whose testimony 
was credible and corroborated in respects deemed critical. Parsons is pres- 
ently unable either to deny or explain such statements. On the whole case 
the Court is unable to accept them. Haber’s explanation of his present 
possession of whatever of the correspondence between the parties since 
the inception of their relations that he produced, and his professed inability 
to produce anything else that was called for, was an assertion that he had 
kept what he produced in his personal file. This explanation is unacceptable. 

Even if his testimony were accepted and a contract found in his own 
terms, we would regard it as unenforceable in law in so far as it remains 
executory. Restatement of the Law of Contracts, § 79, Illustration 1; 
4 Williston on Contracts, § 1027 A, page 2853; Terre Haute Brewing Co. 
Inc. v. Duran, 102 F.2d 425; Van Slyke News Agency, Inc. v. The News 
Syndicate, 207 App. Div. 736. It would appear that the Ohio Law is in 
agreement. Fuchs v. United Motor Stage Co., Inc., 135 Ohio St. 509, 
21 N.E.2d 669. 

The registration by the defendant of its trademark sHELBy on Sep- 
tember 8, 1953, under §2(f) of the Trademark Act of 1946, Title 15 
U.S.C.A. § 1052(f), sustains the defendant’s right to counterclaim. This 
plaintiff of all people is in no position to question defendant’s claim of its 
use, meaning and value. Plaintiff has no right to the trademark it claims. 
It owned neither part of the mark. It did not show that it ever used the 
two words without surrounding printed matter that would have occasioned 
reasonable doubt of their employment as an independent mark. We can 
find no instance where it used the registered form, where no dash separates 
the two words. It is a confusing and unauthorized adoption of two marks 
to which two other persons, the Shelby Company and the Rixson Company 
were entitled by use. Plaintiff has never used it and had never used it in 
commerce before registering it. All of this means that the one exhibit of 
a door stop with an aluminum band, into which the words SHELBY RIXSON 
were pressed is not accepted as anything that ever was sold or offered for 
sale. The mark is confusing and its registration was effected on what the 
Court regards as a wholly unwarranted claim of ownership or use. 
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JAVAR COFFEE CO., INC. v. 
JOS. MARTINSON & CO., INC. 


No. 109-124 —D. C., S. D. New York — June 14, 1956 


REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—INJUNCTION 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Plaintiff brings action for declaratory judgment that JAVAR used on instant 
coffee with weight reducing substance does not infringe on defendant’s registered 
mark JoMAR for same goods and for injunction to restrain defendant from state- 
ment that plaintiff’s mark constitutes infringement. Defendant counterclaims for 
injunction to restrain plaintiff from use of JAVAR. 
Defendant has burden of showing that marks are likely to cause confusion 
among reasonably careful purchasers and court holds that confusion is probable. 
Although plaintiff’s product is sold at much higher price than defendant’s 
there is substantial similarity of names and dress of package and public might 
conclude that newcomer’s product is manufactured by trademark owner, and it is 
unfair to subject him for better or for worse to hazard of having reputation 
identified with that of newcomer. Fact that defendant uses MARTINSON’S JOMAR 
does not help plaintiff since it does not appreciably lessen likelihood of confusion. 
Court denies plaintiff’s motion but grants defendant’s motion. 


Action by Javar Coffee Co., Inc., v. Jos. Martinson & Co., Inc., for 
declaratory judgment that trademark is not infringed. Defendant counter- 
claims for trademark infringement. Both parties move for injunctions 
pendente lite. Plaintiff’s motion denied; defendant’s motion granted. 


Socolow, Stein & Seton, of New York, N.Y., for plaintiff. 
Phillips, Nizer, Benjamin & Krim (Paul Martinson and Charles J. Meyers 
of counsel), of New York, N.Y., for defendant. 


DimocK, District Judge. 

Plaintiff brings this action (1) for a declaratory judgment that its 
use of the name JAvar does not infringe upon defendant’s trademark JoMaAR, 
and (2) for an injunction restraining defendant from making any state- 
ments to plaintiff’s customers that plaintiff’s use of the name JAvar consti- 
tutes an infringement. Defendant counterclaims for an injunction to pre- 
vent plaintiff’s continued use of gavar and for an accounting. Motions by 
both parties for injunctions pendente lite are before me. 

There is no real dispute as to the facts. Defendant has a valid and 
registered trademark MARTINSON’s JOMAR which it has used for at least 
three years to identify instant coffee that it sells. Plaintiff has recently 
commenced sales of JAVAR INSTANT COFFEE which is said to aid in reducing 
weight because of an appetite-killing substance mixed with it. 

Defendant points to the following circumstances which, it states, create 
confusion of the products in the minds of customers: the names sound 
alike ; each name has two syllables and is accented on the first; each name 
has five letters and the first, fourth and last are identical in each with the 
corresponding letters in the other; they are packed in similar sized bottles 
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both dressed in bright colors; both are instant coffees; both are labeled and 
advertised in block letters of similar character. 
Plaintiff, on the other hand, argues that the names are visually and 
phonetically distinguishable. Furthermore, it states that confusion is pre- 
cluded by the different dress of the two bottles, plaintiff’s being predomi- 
nantly red and white with a little yellow and defendant’s predominantly 
yellow and green with a little red. Moreover plaintiff argues that each party 
appeals to a different segment of the public: defendant sells to coffee 
drinkers in general while plaintiff attracts only those who wish to reduce 
weight. Defendant’s product retails for approximately 60¢ while a com- 
parable size of plaintiff’s product retails at $1.98. 

In rebuttal, defendant contends that whatever differences there may 
be in price and purpose of the two products do not decrease the confusion 
but add to the injury. Defendant says that the public, in confusing the 
two names, might believe that defendant has raised its prices or that defen- 
dant has “stooped to the production of a gastronomically inferior coffee, in 
consonance with the current fad of reducing foods.” Either of these con- 
sequences, it is argued, would result in irreparable injury to defendant. 

The remedy of injunction pendente lite is particularly well suited to 
the state of affairs here whether plaintiff or defendant is to be enjoined. 
The facts are uncontested and there is therefore little likelihood of the 
offer of much additional evidence at a final hearing. Ross-Whitney Corp. 
v. Smith Kline & French Lab., 9 Cir., 207 F.2d 190, 198, 99 USPQ 1, 7 
(44 TMR 274) ;s 4 Callmann, Unfair Competition and Trademarks 1828-29 
(2d Ed. 1950). I therefore turn to the question whether the two marks 
are so similar that confusion is created. 

Defendant has the burden of showing that the marks used are so 
similar that confusion is likely to result among reasonably careful pur- 
chasers. LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115, 
70 USPQ 429 (36 TMR 271). Plaintiff argues that, while defendant’s 
president makes a general allegation that confusion has resulted not one 
actual case of confusion is shown. This is irrelevant since the LaTouraine 
ease teaches that no such evidence is required. 

Each case involving trademark infringement must be decided on the 
facts of that case; a case on all fours is impossible and nothing less is 
controlling. Considering prior decisions in this field, however, I find that 
infringement has been found in many cases where the marks used were 
less similar to one another than those here. See, e.g., LaTouraine Coffee Co. 
v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115, 70 USPQ 429 (36 TMR 271), 
supra, (LA TOURAINE and LORRAINE), and cases cited therein. Also see Miles 
Shoes, Inc. v. R. H. Macy’s & Co., 199 F.2d 602, 95 USPQ 190 (42 TMR 
911) (GROPALS and GROSHOE) ; Royal Typewriter Co. v. Cachelin, D.C.S.D. 
N.Y., 127 F.Supp. 173, 103 USPQ 363 (44 TMR 1414) (royvau and roor). 

The alleged differences in the dress of the two products do not obvi- 
ate the likelihood of confusion between the two marks. The bottles used 
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by both parties are physically similar. Since both use bright colors, it is 
doubtful that any customer would notice that he was purchasing the wrong 
product solely because of the different colors. In addition, defendant 
advertises on the radio where colors play no part. See Fuller v..Huff, 2 
Cir., 104 F. 141. 

Plaintiff argues that, because defendant uses the words MARTINSON’S 
JOMAR instead of just yomar alone, no confusion is possible with plaintiff’s 
single word savar. A similar argument was made in Miles Shoes, Inc. v. 
R. H. Macy’s & Co., 2 Cir., 199 F.2d 602, 95 USPQ 190 (42 TMR 911), 
supra. There the respective terms were GROSHOE and MILES GROPALS but the 
court held that the fact that one contained one word and the other two 
did not appreciably diminish the likelihood of confusion. 

Plaintiff’s last contention is that it was not aware of the existence of 
defendant’s trademark when it commenced selling its product. While it is 
difficult to imagine that anyone could embark upon the sale of instant coffee, 
even though medicated, without knowing the grand names under which 
unalloyed instant coffee was sold, I will assume that plaintiff arbitrarily 
chose the mark Javar because of its similarity to the name of an island 
source of coffee that has become a cant term for coffee no matter where 
produced. Good faith of the infringer, however, is no defense when con- 
fusion is established. LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 
157 F.2d 115, 118, 70 USPQ 429, 432 (36 TMR 271), supra. 

I find that the two marks are so similar that confusion is probable. 
It may well be that no one seeking INSTANT MARTINSON’S JOMAR COFFEE 
would have JAVAR INSTANT COFFEE palmed off on him. Perhaps the differ- 
ence in price precludes that. Nevertheless the similarity of the names and 
the fact that the earlier product is coffee while the latter is coffee with an 
additive are likely to give the impression that the later product is produced 
by the producer of the earlier. It is unfair to subject the owner of the 
trademark to the hazard of having his reputation identified for better for 
worse with that of the newcomer. Standard Brands v. Smidler, 2 Cir., 
151 F.2d 34, 37, 66 USPQ 337, 340 (35 TMR 277). 

Plaintiff’s motion is denied. 

Defendant’s motion is granted. 

Settle order on notice. 
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STEWART PAINT MFG. CO. v. UNITED HARDWARE 
DISTRIBUTING CO. 


No. 5307 —D. C., D. Minnesota — June 14, 1956 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Plaintiff, manufacturer of paints, varnishes and enamels sells its best line 
under registered mark FLINT TOP. Oral agreement was entered into with defendant 
engaged in buying hardware and paints at wholesale prices for sale to retail dealers 
who are stockholders of defendant’s corporation to use mark HANK’S PAINTS and 
AGATE TOP manufactured by plaintiff. Color numbering system adopted by both 
parties for various hues of paint is very similar. Defendant continues use of num- 
bering system after ceasing purchase of paint from plaintiff. Examination of defen- 
dant’s labels disclose to potential purchaser origin of paint. 

Records show that defendant no longer uses term AGATE TOP, hence there is 
no basis for present relief by injunction, and there is no evidence of deceit by 
“palming off.” Where there is no deceit, there is no unfair competition and com- 
plaint is dismissed. 


Action by Stewart Paint Mfg. Co. v. United Hardware Distributing Co. 
for trademark infringement and unfair competition. Complaint dismissed. 


Arthur 8S. Caine, of Minneapolis, Minnesota, for plaintiff. 
Wright W. Brooks, of Minneapolis, Minnesota, for defendant. 


Devitt, District Judge. 


Plaintiff brings suit for an injunction against defendant, alleging 
trademark infringement and unfair competition. Both parties are Minne- 
sota corporations. 

Plaintiff is engaged in the manufacture and sale of paints, enamels and 
varnishes which it sells under its own label. Defendant is a corporation 
engaged in buying hardware and paints at wholesale for 251 retail dealers 
who are stockholders of defendant. 

In 1952 Stewart and United entered into an oral agreement whereby 
Stewart agreed to furnish United a line of paints which were to be sold 
through United’s retail stores under the private label of HANK’s PAINTS. 
At the suggestion of officers of the Stewart company the colors of HANK’s 
PAINT were made identical to the color line of Stewart’s paint. The color 
numbering system used by Stewart for its various hues of paint was adopted 
by United for HANK’s PAINT with the addition of the digit “1” inserted be- 
fore Hank’s color numbers. 

Since 1926 the words FLINT ToP have been used by Stewart as a trade- 
mark for its best line of paints, enamels and varnishes for the home. This 
trademark was registered. By suggestion of someone in the Stewart organi- 
zation, United used the name AGATE TOP on some of its paints. 

In December of 1954 the contract was terminated when United refused 
to pay certain proposed price increases, and United began to buy its 
paint from another manufacturer. United has continued to use some of 
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the same colors, color names and color numbers as it did when it purchased 


its paint from Stewart. 

Plaintiff alleges trademark infringement and unfair competition on 
the part of the defendant in three particulars: (1) that the defendant is 
using the term AGATE TOP in the sale and distribution of its paint which is 
deceptively similar to plaintiff’s registered trademark FLINT Top. (2) that 
defendant is using a similar numbering system for its line of paints as is 
used by plaintiff, and (3) that the defendant is using exactly the same set 
of colors and color names as plaintiff in the sale and distribution of some of 
its paints. 

I have read the briefs, considered all of the evidence and pertinent 
law, and conclude that plaintiff is not entitled to the relief requested be- 
cause there is no present trademark infringement and no substantial evi- 
dence of any deceitful or improper conduct constituting unfair competition 
on the part of defendant. 

In so far as the alleged trademark infringement is concerned, it appears 
quite clearly from the evidence that defendant no longer uses the term 
AGATE TOP in the distribution of its Hank’s Paints. Plaintiff was informed 
by defendant of the discontinuance of the use of this term either before 
or shortly after the lawsuit was commenced. And it is clear to me that 
defendant does not intend to continue the use of the term aGaTE ToP. Hence, 
there is no basis for present relief by injunction. Industrial Association v. 
United States, 268 U.S. 64, 45 S.Ct. 403, 69 L.Ed. 849; Champion Spark 
Plug Co. v. Reich, 8 Cir. 1941, 121 F.2d 769, 50 USPQ 417 (31 TMR 302), 
cert. denied 314 U.S. 669, 51 USPQ 547. 

In view of the fact that I find there is no trademark infringement, it 
is very doubtful, under the jurisdiction statute and under the decided cases, 
whether a federal court may proceed to a determination of an unfair 
competition issue. Unfair competition jurisdiction must be based on a 
joined “substantial and related claim” under the trademark laws. 28 
U.S.C.A. 1838. American Auto Ass’n v. Spiegel, 2 Cir., 205 F.2d 771, 98 
USPQ 1 (43 TMR 1070), cert. denied 346 U.S. 887, 99 USPQ 490; L’Aiglon 
Apparel v. Lana Lobell, 3 Cir., 214 F.2d 649, 102 USPQ 94; Pure Foods 
Inc. v. Minute Maid Corp., 5 Cir., 214 F.2d 792, 796, 102 USPQ 271, 273 

(44 TMR 1408), cert. denied 348 U.S. 688, 103 USPQ 424; Old Reading 
Brewery, Inc. v. Lebanon Valley Brewing Co., M.D. Pa., 102 F.Supp. 434, 
92 USPQ 38 (42 TMR 109). These cases hold that unfair competition 
standing alone is not a federal cause of action, and the Lanham Act, 15 
U.S.C.A. 1051-1127, does not create a federal law of unfair competition. 
The Ninth Circuit has held otherwise. See Stauffer v. Exley, 9 Cir., 184 
F.2d 962, 87 USPQ 40 (40 TMR 960) ; Pagliero v. Wallace China, 9 Cir., 
198 F.2d 339, 95 USPQ 45 (42 TMR 839). This is a minority view. Both 
of the parties to this lawsuit are residents of Minnesota, and hence the 
unfair competition action standing alone cannot qualify for federal court 
jurisdiction on the basis of diversity. 
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Be that as it may, and assuming jurisdictional requisites to exist, the 
evidence does not show that the use by defendant of a similar numbering 
system for some paint lines and the use of similar colors and color names, 
all of which were originally suggested for use by plaintiff without restric- 
tion or limitation when the original contract was made between plaintiff 
and defendant, was or is deceitful, misleading or improper conduct. 

The Court of Appeals said in Sears, Roebuck & Co. v. Elliott Varnish 
Co., 7 Cir., 232 F. 588 (6 TMR 345), cert. denied 242 U.S. 635, that: 


“The essence of unfair competition consists in the sale of the 
goods of one manufacturer or vendor for those of another.” 


Defendant did not palm off HANK’s paints for Stewart’s paints. Its sole 
purpose was to sell HANK’s PAINTs under its own label and only to its own 
member-stockholders. When plaintiff made paint for defendant for sale 
under the Hank label, the use of the same color plan, color names, and 
numbering system was not thought inimical to plaintiff’s regular business. 
Presumably, the public and plaintiff’s regular customers did not know that 
Stewart was manufacturing the same paint for sale under the Hank label. 
Since Hank’s paints were sold under a distinctive label, no confusion or 
unfair competition resulted. The situation is the same now except that the 
defendant secures its paint from another manufacturer. The same dis- 
tinctive label is used, the AGATE TOP name is no longer employed, and a 
much smaller number of similar hues, color names and numbers appears 
in the present Hank’s line. 

An examination of the paint can labels or the color charts would 
readily disclose to any potential purchaser that he was buying Hank’s 
paint and not Stewart’s paint. This is enough to discharge defendant’s 
duty to the public and to his competitors. Allen B. Wrisley Co. v. Iowa 
Soap Co., 8 Cir., 122 F. 796. 

I conclude that the evidence does not show that this defendant prac- 
ticed any deceit by “palming off” or otherwise upon the plaintiff. Where 
there is no deceit, there is no unfair competition. Winston & Newell Co. v. 
Piggly Wiggly Northwest, Inc., 221 Minn. 287, 22 N.W.2d 11. 

There was some evidence to show that several storekeepers who handled 
both Stewart and HANK’s PAINT made statements to “shoppers” to the effect 
that Stewart’s and HANK’s PAINTs of a certain color and similar number 
were the same. Plaintiff may have a cause of action against these store- 
keepers, but there was no evidence that the defendant conspired with the 
dealers or had anything to do with the alleged representations. 

Defendant may prepare findings, conclusions, order for, and form of 
judgment. 
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MACFADDEN PUBLICATIONS, INC. v. TIME, INC. 
N.Y. Sup. Court, Spec. Term, Queens Cty. — June 18, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Plaintiff, publisher of monthly magazine sporT, containing stories and articles 
concerning sport seeks injunctive relief to restrain alleged unfair competition by 
defendant, publisher of SPORTS ILLUSTRATED, a weekly publication, reporting pri- 
marily current events in the sports world. 

Both publications are different in content, format and means of distribution, 
and the title sporT is merely descriptive of content of magazine and has not 
acquired secondary meaning, and is not capable of exclusive appropriation. Few 
instances of misdirected mail alone cannot support finding of likelihood of con- 
fusion. Complaint dismissed. 


Action by Macfadden Publications, Inc., v. Time, Inc., for unfair 
competition. Complaint dismissed. 


Joseph Schultz, of New York, N. Y., for plaintiff. 
Cravath, Swaine & Moore, of New York, N. Y., for defendant. 


WASSERVOGEL, Special Referee. 

Plaintiff, a magazine publisher, seeks injunctive relief to restrain 
alleged unfair competition by defendant. 

The material facts are not in dispute and do not require lengthy dis- 
cussion. Since August, 1946, plaintiff has published a magazine known as 
sPoRT. In or about August, 1954, defendant commenced publication of a 
new magazine entitled sPORTS ILLUSTRATED. It is plaintiff’s contention that 
defendant’s practice of concealing or obliterating part of most of the 
word “Illustrated” on its cover-title, usually by means of a photograph, 
makes the names of both magazines, for all intents and purposes, practically 
identical and the two publications indistinguishable by the purchasing 
public, thereby creating unfair competition. 

The record is barren of any proof of intent on the part of defendant to 
capitalize on plaintiff’s reputation or the earlier publication of plaintiff’s 
magazine. Although the absence of such evidence is not, in and of itself, 
determinative of the issue of unfair competition, in the circumstances shown 
by the proof adduced upon the trial, it is indicative of defendant’s good 
faith in the selection of a similar name for its magazine. The record shows 
that in order to obviate any possibility of objection by a prior user of the 
name SPORTS ILLUSTRATED, defendant purchased the rights thereto from 
such prior user before it commenced publication of its magazine. Like- 
wise, defendant has spent more than $6,000,000 in promoting its new publi- 
cation and its own association with this magazine, a sum hardly consistent 
with an intention, as alleged by plaintiff, to benefit from any popularity 
plaintiff’s magazine might enjoy. 

Moreover, there are several vital differences between the two publica- 
tions here involved, which, in the opinion of the court, makes any likeli- 
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hood of confusion between them fairly remote. SPORTS ILLUSTRATED is a 
weekly publication primarily devoted to reporting current events in the 
sports world. This magazine is sold principally by means of subscription. 
Plaintiff’s magazine, sPoRT, appears monthly and contains stories or articles 
of interest concerning sports. It is sold primarily by news dealers on 
newspaper stands. 

An examination of the past issues of both magazines which are in 
evidence clearly establishes that their appearance is not so similar as to 
deceive the average purchaser. The formats of both publications are not 
the same. Plaintiff’s title always appears in the upper lefthand corner, 
whereas defendant’s title is always centered across the top of its cover. 
Even with the word “Illustrated” partially concealed by a photograph, the 
color band in which this part of defendant’s title normally would appear 
if it were not so concealed, and the style of lettering now used by defendant 
on its cover, easily identify this magazine and makes it distinguishable from 
other publications, including plaintiff’s. 

The several instances of confusion between the two magazines here 
involved which deal primarily with misdirected letters, are negligible. A 
publisher cannot be protected from all of the inadequacies of human 
thought and memory. Palmer v. Gulf Publishing Co., 79 F.Supp. 731, 738, 
78 USPQ 349, 355 (38 TMR 1101). These few instances alone cannot sup- 
port a finding by the court of a likelihood of confusion. In connection with 
such claimed “likelihood of confusion,” it is significant that the parties 
stipulated that their respective corporate names, by themselves, are famous 
names with which secondary meaning has been created. It is to be noted 
that defendant’s magazine was expressly introduced as a new Time, Inc., 
publication and, as above stated, a substantial sum of money was spent by 
defendant to promote its association with this publication and to impress 
upon the public mind the format and cover design of SPORTS ILLUSTRATED. 
These factors, in addition to the differences of content and appeal of the 
two magazines, as well as the difference in their principal means of distribu- 
tion as above noted, clearly serve to differentiate between them. See 
Pocket Books, Inc. v. Meyers, 292 N.Y. 58, 63, 60 USPQ 469, 471. 

In any event, the title sporr is merely descriptive of the content of 
plaintiff’s magazine. The record shows that use of the words “sport,” 
“sports,” or “sporting” as a part or all of a title of a magazine has been 
going on for many years prior to the time plaintiff commenced publication 
of its magazine sport. As a matter of law, the word “sport” when used 
to describe the contents of a publication devoted to sports, is a word which 
is not capable of exclusive appropriation in the absence of secondary 
meaning. Palmer v. Gulf Publishing Co., supra; Collegiate World Pub- 
lishing Co. v. Dupont Publishing Co., 14 F.2d 158, 160; Fawcett Publica- 
tions, Inc. v. Popular Mechanics Co., 80 F.2d 194, 197, 27 USPQ 116, 118- 
119 (25 TMR 579). Although the parties have conceded that plaintiff’s 
corporate name, Macfadden Publications, Inc., has achieved a secondary 
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meaning, nothing in the record warrants the conclusion that the title 
SPORT, in and of itself, has achieved a secondary meaning in the minds of 
the purchasing public sufficient to bar defendant’s use of its present title 
in the “concealed” or “obliterated” manner in which it appears on the 
covers of its publication, SPORTS ILLUSTRATED. 

Judgment is rendered for defendant accordingly, dismissing the com- 
plaint upon the merits. No costs are awarded. 

Submit decree within five days on two days’ notice. 

The above constitutes the decision of the court as required by the 
applicable provisions of the Civil Practice Act. 













REID v. COMMISSIONER OF INTERNAL REVENUE 
No. 51225 — Tax Court of the United States — June 21, 1956 










ComMON LAW TRADEMARKS—NATURE OF RIGHTS—TAXATION INCOME FROM TRADEMARKS 
Where designer of ladies’ swimsuits and co-manufacturer thereof under mark 

ROSE MARIE REID, as part of various agreements with co-manufacturer grants per- 
petual tse of mark ROSE MARIE REID as trademark and corporate name in the United 
States in return for one per cent royalty of net sales, the transaction represents a 
“sale or exchange” and constitutes a capital gain rather than income even though 

by other provisions petitioner was employed as a designer. Evidence shows that the 
payments were received by petitioner in connection with transfer of trademarks, 
trade names and patents rather than for services rendered. Grant of exclusive rights 

to make, use and sell an invention throughout the United States or a specified area 
therein constitutes an assignment of the patents and not a mere license. What 
constitutes a “sale or exchange” is not governed by particular words of art but by 

the circumstances regarding intention to surrender the rights throughout the United 
States or a part thereof and that despite imperfections in draftsmanship or peculiar 
words used, such surrender did occur. 





















Petition by Rose Marie Reid v. Commissioner of Internal Revenue. 
Decision for petitioner. 






Arthur McGregor, Charles J. Higson, and Stafford R. Grady, of Los 
Angeles, California, for petitioner. 


John J. Burke for respondent. 







Raum, Judge. 
Respondent has determined deficiencies and additions to tax in peti- 


tioner’s income tax as follows: 







Additions to Tax (I.R.C. of 1939) 








Sec. Sec. 
Year Deficiency See. 291 294(d) (1) (A) 294(d) (2) 
1948 $ 202.22 $50.56 None None 
1949 10,597.05 None $1,688.69 $1,013.22 
1950 23,652.56 None None 1,379.86 






All but one issue have been settled by the parties. The sole issue 
remaining is whether certain payments to petitioner in the above taxable 
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years were taxable as ordinary income, as determined by respondent, or 
as capital gain, as contended by petitioner. 


FINDINGS OF Fact 


A stipulation filed by the parties is incorporated by this reference as 
a part of our findings. 

Petitioner is an individual who has resided at all times material sub- 
sequent to June 23, 1949, at 334 South Bundy Drive, Los Angeles, Cali- 
fornia. Prior thereto she was a resident of Canada. She filed individual 
income tax returns for the calendar years 1948, 1949 and 1950 with the 
then collector of internal revenue at Los Angeles, California. 

During the 1930’s petitioner became convinced that swimsuits then 
available lacked proper style and structural support for the female figure 
and were generally unsatisfactory. In 1937 she began designing and 
making swimsuits for her friends. She was urged to make them commer- 
cially, and thereafter designed several swimsuits and employed sixteen 
women to make swimsuits in their homes. 

The suits so made were sold in Canada under petitioner’s name. Gross 
sales were made in 1937 in the amount of approximately $10,000, upon 
which petitioner realized a profit of approximately $2,500. During 1937, 
she also received national and international publicity as a result of the use 
of her product by female participants in the British Empire Games in 
Australia. 

The swimsuits manufactured and sold by petitioner contained struc- 
tural innovations which petitioner later patented in Canada. Some were 
also patented in the United States. These innovations made petitioner’s 
swimsuits different from and superior to other available products. 

In 1938 petitioner formed a Canadian corporation to manufacture and 
sell her swimsuits. Its original name was REID’s HOLIDAY TOGS, LIMITED, but 
the name was thereafter changed to ROSE MARIE REID, LIMITED (hereinafter 
called “Canadian”’). 

Canadian met with immediate and growing success. Annual sales grew 
from $32,000 in 1938 to $834,000 in 1946. Its products were sold through- 
out Canada by more than 500 retail outlets. All of its swimsuits bore the 
name ROSE MARIE REID Or ROSE MARIE REID ORIGINALS, and contained one or 
more of petitioner’s patented features. By 1946 Canadian had captured 
about 50 per cent of the swimsuit market in Canada. Its competitors for 
that market included many leading United States firms. 

In 1938 petitioner entered into a licensing agreement with a large 
sportswear manufacturer in the United States located in Baltimore, Mary- 
land, which sold its products nationally and internationally. The agree- 
ment provided that the licensee would manufacture and sell swimsuits in 
the United States for one year using petitioner’s name and patents. Peti- 
tioner was to receive a royalty of 10 per cent of sales. Accordingly, swim- 
suits utilizing petitioner’s patents were manufactured and sold throughout 
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the United States during 1938 under the name ROSE MARIE REID. The suits 
were advertised in magazines of national circulation and in newspapers 
throughout the country. Sales were made in the amount of $110,000, and 
petitioner received royalties in the amount of $11,000. This arrangement 
was not continued because of the difficulties and inconveniences experienced 
by petitioner in traveling between Vancouver, Canada, and Baltimore, 
Maryland, and because the licensee wanted her to leave Canada and come 
to the United States. Petitioner did not feel free to do so because of her 
enterprise in Canada. 

During the period 1938 through 1945 petitioner also sold to United 
States retailers a relatively small number of swimsuits manufactured by 
Canadian. There were many inquiries from others in the United States 
in the industry wishing to purchase her product. Wherever sold, her suits 
met with general consumer acceptance and were highly successful. They 
were highly regarded by many large United States retailers, including 
recognized leaders in the fashion world. Petitioner was unable, however, 
to meet the full demand in the United States because of tariff restrictions 
and wartime scarcities. By 1946 her name had a distinct value and advan- 
tage in the industry in the United States. Her patents were valuable at 
all times. 

The foregoing convinced petitioner that~a great opportunity existed 
in the United States, and she decided to come to this country to manufac- 
ture swimsuits soon after the end of the war. With that idea in mind 
she kept in touch with suppliers of fabrics and sewing machine manufac- 
turers, so as to be better able to secure her expected future needs. 

In order to protect her inventions in the United States petitioner 
applied for five patents, all of which were ultimately granted. She also 
filed an application for registration of the name ROSE MARIE REID. 


About 1938 in the course of her business in Canada petitioner met Jack 
Kessler (hereinafter called “Kessler”) and his wife, Nina, both of whom 
then resided in Seattle, Washington. Kessler was interested in buying 
petitioner’s swimsuits, and he and his wife encouraged her to come to the 
United States and enter the market in a larger way. During the war years 
the Kesslers visited petitioner several times, and purchased swimsuits for 
Nina and many of her friends. 

In 1946 petitioner felt ready to come to the United States, and so 
advised Kessler. He evinced a desire to go into business with her, and 
informal discussions were had with that end in mind. They decided to 
form a California corporation. 

Accordingly, in the spring of 1946, petitioner and Kessler met in Los 
Angeles, California, in the office of a man named Mitchell, Kessler’s attor- 
ney. They orally agreed to form a California corporation to be called RosE 
MARIE REID (hereinafter called “Californian”). Petitioner and Kessler were 
each to receive 50 per cent of its stock. 
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The agreement so made was never reduced to writing. The only written 
evidence thereof consisted of notes made by Mitchell, which are no longer 
available. Petitioner’s understanding of the substance of the agreement was 
that Kessler was to pay $50,000 in cash, for his stock, and was also to 
provide a sufficient line of credit to finance the operations of the company. 
Petitioner, as consideration of her stock, was to surrender to Californian 
United States rights to her patents, patent applications and trade name. 
Kessler was to act as business manager and petitioner was to act as designer. 
No salaries were to be paid to either of them until the corporation should 
begin to show a profit. 


Petitioner was not at that time represented by counsel. She assumed 
that she would be dealt with honestly and fairly by Kessler and Mitchell. 
She was unfamiliar with legally complicated matters. She in fact turned 
over all documents relating to her patents and applications at that time. 


Subsequently, Kessler claimed that the foregoing oral agreement was 
to the effect that each party was to supply Californian with cash in the 
amount of $25,000, and that he, in putting up $50,000, was lending peti- 
tioner $25,000, to be repaid by her out of earnings to be realized from the 
business. No consideration was provided for, in respect of petitioner’s trade 
name, patents, and patent applications. 


Petitioner at no time had such understanding of their arrangement. 
Her conception was at all times as above stated. She accordingly refused 
to sign a note in the amount of $25,000 when requested by Mitchell to do 
so several months after the oral agreement had been reached in his office. 
Petitioner was neither offered nor did she receive as a result of the 1946 
agreement any consideration for the use of her name, and for her patents 
and patent applications other than stock of Californian as claimed by her. 
The substance of the 1946 agreement was as claimed by petitioner, and 
we so find it as a fact. 


On September 4, 1946, Californian issued 500 shares of stock, of which 
250 were issued in the name of Kessler and 250 in the name of petitioner. 
A permit was issued by the Commissioner of Corporations of California 
under date of September 4, 1946, indicating that Californian was author- 
ized to issue 500 shares at par for cash. 


Although as above stated petitioner at first refused to sign a note in 
the amount of $25,000, she ultimately agreed orally to pay that amount to 
Kessler at some future date, but only out of earnings of the business, and 
without interest or fixed date of payment. She so agreed only because she 
felt that she was too far committed to withdraw and seek other financial 
backing. Californian had already begun production at that time. 


Californian prospered and its business grew rapidly. It is today one 
of the world’s largest manufacturers of women’s swimsuits. Petitioner’s 
name and patents were an important factor in this success. Various com- 
petitors have attempted from time to time to simulate, without infringing 
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on petitioner’s patents, the unique features of her swimsuits, but have not 
succeeded. Others who were thought to be infringing upon the patents 
desisted upon the threat of legal proceedings. Petitioner’s name and struc- 
tural innovations embraced by the patents were vital in winning retailer 
and consumer acceptance in the United States. 

From the time of the inception of Californian in 1946 and continuing 
until 1949, petitioner did all designing for both Californian and Canadian. 
She resided during this time in Canada with her children, but her duties 
necessitated frequent travel between Canada and the United States. 

All capital stock of Canadian was owned by petitioner and her 
estranged husband, each owning 50 per cent thereof. In 1947 the oppor- 
tunity arose to purchase the 50 per cent interest owned by petitioner’s 
husband. Petitioner was concerned at the time that Kessler might become 
apprehensive because she was devoting some of her time to Canadian, and 
might feel that she was doing so to the prejudice of Californian. She 
believed that any such disquietude on Kessler’s part could be avoided, if 
he should acquire the interest in Canadian then for sale. 

Kessler reacted favorably to the idea. He purchased the stock at a 
price of $50,000, the price for which the shares had been made available 
to petitioner. This price was substantially lower than the fair market value 
of the shares, and Kessler was able to effect the purchase at such advan- 
tageous terms only because petitioner decided to forego taking advantage 
of the opportunity herself. Kessler borrowed $25,000 from a bank in 
Seattle for the down payment, and the remaining $25,000 from a bank in 
Toronto. He executed a note and permitted the shares of Canadian thus 
purchased by him to be held as security for the latter loan. Petitioner 
signed Kessler’s note as guarantor, and permitted the bank to hold her stock 
in Canadian as well as that of Kessler as security. In return for petitioner’s 
permitting Kessler to effect the purchase of stock in Canadian it was agreed 
that she need no longer pay him the sum of $25,000 to which she had orally 
agreed at Mitchell’s insistence. 

Shortly thereafter, Canadian became involved in financial difficulties, 
the details of which are not relevant to this proceeding. As a result, Kessler 
constantly harassed petitioner in attempts to be relieved of his obligations 
connected with the purchase of the stock in Canadian. He also represented 
to petitioner that those obligations endangered the business of Californian. 
In order to relieve herself of harassments with which she was unable to 
cope, petitioner agreed to surrender a part of her interest in Californian, 
so that Kessler might sell it and raise funds necessary for operation of its 
business. She also agreed to assume his obligations to the Toronto bank 
on account of the loan and to repay him the down payment of $25,000, 
which he had borrowed from the bank in Seattle. She accordingly endorsed 
to Kessler the stock certificate representing 250 shares issued in her name. 
That certificate and all other papers and documents relating to Californian, 

as well as all documents relating to petitioner’s patents and applications 
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had been at all times since the formation of Californian in the possession 
of Kessler and Mitchell. 

At the behest of Kessler and his father-in-law, one Iflin, petitioner 
signed a letter agreement dated January 2, 1948, and addressed to Cali- 
fornian. It recited, inter alia, that petitioner had assigned to Kessler 150 
shares in Californian, leaving 100 shares in herself; that Kessler assigned 
his shares in Canadian to petitioner; that petitioner was to assume the 
entire indebtedness of Kessler to the Toronto bank outstanding on account 
of the purchase of the stock in Canadian; and that petitioner was to pay 
Kessler the sum of $31,000, $25,000 of which represented the amount Kes- 
sler had borrowed from the Seattle bank. 


Thereafter, in September of 1948, and without the knowledge or consent 
of petitioner, Kessler caused Californian to issue to himself an additional 
500 shares of stock. As a result thereof, petitioner’s holdings consisting of 
100 shares, were diluted from 20 per cent to 10 per cent of all outstanding 
shares. 


At some time during the latter part of 1948 or the early part of 1949, 
petitioner became suspicious that representations made to her by Kessler 
upon which she had relied in signing the foregoing letter agreement and 
performing various actions to her detriment were untrue. She was also of 
the opinion that Kessler had in general failed to deal honestly with her, 
and that he had not in fact sold the stock which he had received from her 
on the strength of various representations that such sale was necessary and 
was the purpose for which he required her stock. 


Early in 1949 petitioner retained legal counsel for the first time. 
Petitioner’s counsel contacted Kessler and Californian. Petitioner asserted 
that her understanding of the original oral agreement was correct, and 
that Kessler was to contribute $50,000 and she was to contribute only her 
name, patents and patent applications, for which each was to receive 50 
per cent of the stock of Californian. As a result of discussions with Kessler 
and Mitchell and independent investigation, petitioner’s counsel concluded 
that under the laws of the State of California petitioner had available to 
her various legal remedies, including the right of equitable rescission, 
whereby she could enjoin Californian from the use of her name and recover 
her patents and patent applications. This latter was the remedy decided 
upon as the most feasible, and Kessler and Californian were advised that 
unless a settlement was reached suit would be commenced for such purpose. 


Negotiations between the parties were undertaken. All interested 
parties were represented by counsel. Petitioner offered to license Cali- 
fornian to use her name and inventions for a period of five years. This 
was rejected, because Kessler insisted upon complete ownership by Cali- 
fornian of petitioner’s trade name and inventions. The negotiations culmi- 
nated in the execution of two contracts on April 20, 1949, each designated 
“Agreement of Settlement.” 
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One such agreement was between petitioner and Californian, and pro- 


vided in part as follows: 






















1. Corporate Name and Design Patents. 

Reid hereby grants to the corporation the exclusive and continu- 
ing right to use her name as its corporate name in the United States 
of America, and to allow the corporation the right, exclusive in the 
United States of America, to utilize her design patents and/or process 
patents, now existing or hereafter obtained, in the manufacture and 
sale of the corporation’s products. In consideration thereof the cor- 
poration agrees to pay to Reid, her heirs, executors, administrators 
and assigns an annual royalty which shall be equal to one per cent of 
the corporation’s net sales for each year commencing September 1, 
1948. This royalty shall not be diminished by the expiration or judi- 
cially determined invalidity of any such patent or patents, and the 
obligation to pay such royalty shall continue so long as the corporation 
continues to do business in the said name or under any name similar 
thereto, and shall likewise continue as an obligation of any person, firm 
or corporation to whom the business of the corporation or a substantial 
part thereof shall be sold or transferred and which shall use said name 
as a trademark or corporate name. This paragraph shall be severable 
from and independent of any provision of this contract hereinafter set 
forth. 

2. The corporation hereby employs Reid in the sole capacity of 
designer effective as of September 1, 1948, and Reid hereby accepts 
such employment and agrees to carry out her duties thereunder to the 
best of her ability, devoting thereto such time as shall reasonably be 
required of her. Such employment shall continue to and including 
August 31, 1954 unless sooner terminated by her resignation, death or 
other contingency permanently incapacitating her to perform such 
duties. As Reid’s compensation for her performance hereunder the 
corporation promises to pay her annually a sum which shall be equal 
to an aggregate of the following percentages based upon its net sales 
for each year of the term: 

a. Two per cent of the corporation’s net sales for such year 
up to and including $1,000,000.00. 

b. One and one-half per cent of the corporation’s net sales 
for such year in excess of $1,000,000.00. 


Against such compensation Reid shall have a drawing account of 
$1500.00 per month which sum shall be paid by the corporation to Reid 
on the first day of each month of said term commencing September 1, 
1949. 


The second agreement was between petitioner and Kessler and pro- 


vided, inter alia, that Kessler was holding 100 shares, representing 10 per 
cent of the outstanding stock of Californian, which belonged to and was 
owned by petitioner, and that petitioner was indebted to Kessler in the 
amount of $24,800. This agreement recited the simultaneous execution of 
the settlement with Californian in the following language: 








3. Reid has coincidentally herewith executed a contract with the 
said corporation wherein, among other things, the corporation has 
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agreed to pay her as consideration for services heretofore rendered, 
and hereinafter to be rendered a percentage on the corporation’s net 
sales amounting to two per cent on the first $1,000,000.00 thereof in 
each year, and one and one-half per cent on all net sales in excess of 
$1,000,000.00 in such year, said portion of said contract to run for the 
term of six years from September 1, 1948, and in another and sever- 
able clause in said contract has agreed to pay Reid a continuing royalty 
not limited to said term for the use of Reid’s name as its corporate 
name, and for other privileges therein granted to the corporation, said 
royalties to be equal to one per cent of all yearly net sales of the cor- 
poration. Said contract further provides that Reid shall have a draw- 
ing account with the corporation amounting to the sum of $1500.00 
per month against the percentages hereinabove referred to. Any excess 
of moneys accruing to Reid in any one year over and above the yearly 
aggregate of said drawing account shall be for brevity referred to as 
the excess. Reid agrees to pay her said indebtedness to Kessler of 
$24,800.00 out of said excess, if, as, and when received by her, and 
without interest, at the rate of $5000.00 per year, and Kessler agrees 
that he will look only to said excess for payment of said indebtedness 
and only at the times and in the amounts hereinbefore referred to. 
(Italics supplied.) 


The grant of patents, patent applications and trade name was in per- 
petuity with no provision for reversion, or forfeiture for any reason, and 
covered the entire United States. No formal assignments were executed at 
the time because it was the understanding of petitioner’s counsel that all 
necessary documents were in the possession of Californian, and that the 
latter had prepared and filed such papers as were necessary or could do so 
at any time in the future. Californian had used the name ROSE MARIE REID 
as its corporate and trade name since its inception in 1946, and had in that 
year retained an attorney to register the name with the United States 
Patent Office. This work was finally completed in 1951. All fees and ex- 
penses thereof were borne by Californian. 

Subsequent to the execution of the agreements of April 20, 1949, Cali- 
fornian brought new registration proceedings, and the trade name ROSE 
MARIE REID was actually registered in its name as owner. Under date of 
November 1, 1950, petitioner executed a written consent to such application 
for registration, and executed formal assignments of her patents and patent 
applications to Californian. 

In 1946 there was a transfer by petitioner of all United States rights in 
respect of her trade name, patents and patent applications. A disagreement 
thereafter arose with respect to the existence and nature of the considera- 
tion therefor, and a serious question existed as to whether petitioner could 
rescind, and in so doing prevent further use by Californian of her name 
and, in addition, recover her patents and patent applications. Petitioner 
was advised by her counsel and believed in good faith that she could. 
Neither Kessler nor Californian, nor their legal counsel were sufficiently 
confident that she could not that they were willing to risk legal proceedings 
and a court adjudication of the issue, if it could be avoided. Under the 
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agreements of April 20, 1949, this misunderstanding was resolved, and the 
consideration for the transfer, previously in doubt, was definitely fixed. 
The patents and trade name were not property held by petitioner for 
sale to customers in the ordinary course of her trade or business. 
The amounts in question received as part of the purchase price of 
capital assets are taxable to petitioner as capital gains. 


OPINION 


The Agreement of Settlement of April 20, 1949 between petitioner and 
the corporation provided for two series of payments. By paragraph “1” 
petitioner purported to grant to the corporation the exclusive and continu- 
ing right to use her name and patents in the United States in consideration 
of payments equal to one per cent of net sales. This provision was not 
limited as to time and in no way was contingent upon rendition of services 
by petitioner. On the other hand, paragraph “2” provided for the employ- 
ment of petitioner as a designer, with annual compensation equal to two 
per cent of net sales up to $1,000,000 and one and one-half per cent of net 
sales in excess of that amount. The payments required by paragraph “2” 
were plainly compensation and were geared to the rendition of services. 
However, the payments in paragraph “1” were entirely independent of any 
services to be rendered, and were to continue regardless of petitioner’s per- 
formance of any services. The paragraph “2” payments are not involved 
herein. The only question before us is whether the payments called for by 
paragraph “1” are to be treated as ordinary income rather than as capital 
gain. Two issues are presented in this regard, first, whether the payments 
were in fact made in respect of petitioner’s name and patents rather than 
for services, and second, whether, assuming that they were made in respect 
of the name and patents, they represented the proceeds of a sale entitled 
to capital gains treatment. 


1. We are satisfied that petitioner in fact received the payments in 
question in respect of her trade name and patents, and not for personal 
services rendered. Despite the testimony of respondent’s witnesses to the 
contrary the weight of the evidence is overwhelming to the effect that 
petitioner’s name as well as her rights in her inventions were of consid- 
erable value both in 1946 and 1949. 

Respondent would have us find, in effect, that petitioner, both in 1946 
and 1949, freely permitted Californian to use her name and deal with her 
patents as it deemed in its own best interests, without compensation of any 
kind. First, with respect to 1946, respondent would have us believe that 
petitioner agreed to pay the same amount of cash for her 50 per cent stock 
interest as did Kessler, and at the same time either completely surrendered 
her name and patents or permitted Californian to deal with them with a 
free hand. The only conceivable off-setting consideration for this would be 
the undertaking by Kessler to arrange whatever financing should prove 
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necessary. Then, in 1949, believing herself to have been the victim of a 
fraud, and represented by counsel protecting her interests, she again gratui- 
tously surrendered title or at least a substantial part of her rights in her 
trade name and patents in the United States. The record satisfies us that 


nothing of the sort occurred. 


First, we believe to be true the version of petitioner rather than that 
of Kessler as to the substance of the 1946 agreement. We are convinced 
that in fact petitioner was to receive 50 per cent of the stock of Californian 
solely in respect of her name, patents, and patent applications. And second, 
we cannot but be convinced that the arrangement entered into in 1949 was 
to the effect that, as provided in the agreement between petitioner and 
Californian, petitioner was to receive the sums at issue here in respect of 
the foregoing property. The agreement so states and we believe it to be in 
accord with the substance of the actual understanding of the parties. We 
do not find credible the testimony of respondent’s witnesses to the contrary. 
We are convinced that in 1949 petitioner, represented by counsel, was as- 
serting a bona fide claim of a right to cut off Californian completely from 
any rights with respect to valuable property interests. We do not believe 
that she would or did surrender such claim gratuitously. For the foregoing 
reasons, and our evaluation of the evidence before us, we conclude that 
the amounts in question were received not as compensation for services, 
but as consideration for rights granted, surrendered or transferred by peti- 
tioner in her name and inventions, the nature of which we shall discuss in 
greater detail hereinafter. 


2. In order for petitioner to prevail she must establish three things. 
First, she must prove that the property in question constituted capital 
assets. Second, the property must have been held for over six months prior 
to the transaction in question. And third, that transaction must be shown 
to have constituted a “sale or exchange” within the meaning of Section 117 
of the Internal Revenue Code of 1939. Kronner v. United States, 110 
F.Supp. 730, 96 USPQ 340 (Ct. Cl.). 

Our finding that petitioner’s trade name and patents were not held by 
her for sale to customers in the ordinary course of her trade or business 
establishes that such property constituted capital assets in her hands within 
the meaning of Section 117(a). Cf. Seattle Brewing & Malting Co., 6 T.C. 
856, 69 USPQ 266 (36 TMR 214), affirmed, 165 F.2d 216, 76 USPQ 565 
(C.A. 9); Rainier Brewing Co., 7 T.C. 162, 70 USPQ 12 (36 TMR 230), 
affirmed, 165 F.2d 217, 76 USPQ 565 (C.A. 9); Kronner v. United States, 
supra. It is also abundantly clear from the record that the property in 
question was held by her well in excess of the holding period required by 
Section 117(a) (1) (4). 

In view of the foregoing the only question remaining is whether there 
was a “sale or exchange” of that property, as contended by petitioner, or a 
mere license thereof, as urged by respondent. 
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An exclusive perpetual grant of the use of a trade name, even within 
narrower territorial limits than the entire United States, is a disposition 
of such trade name falling within the “sale or exchange” requirements of 
the capital gains provisions of the 1939 Code. Seattle Brewing & Malting 
Co., supra, at p. 873; Rainier Brewing Co., supra. And the grant of the 
exclusive right to make, use and sell an invention throughout the United 
States or a specified area therein constitutes an assignment of the patent 
and not a mere license. Waterman v. Mackenzie, 138 U.S. 252, 256; Watson 
v. United States, 222 F.2d 689, 105 USPQ 352 (C.A. 10); Arthur C. Ruge, 
26 T.C. —— (No. 14), 109 USPQ 300; Kimble Glass Co., 9 T.C. 183, 74 
USPQ 319; Vincent A. Marco, 25 T.C. (No. 68), 108 USPQ 92 on 
appeal (C.A. 9). 

Nor is the question governed by the use of particular words of art. 
The transaction suffices as a sale or exchange if it appears from the agree- 
ment and surrounding circumstances that the parties intended that the 
patentee surrender all of his rights in and to the invention throughout the 
United States or some part thereof, and that, irrespective of imperfections 
in draftsmanship or the peculiar words used, such surrender did occur. 
Arthur C. Ruge, 26 T.C. (No. 14), 109 USPQ 300; Commissioner v. 
Celanese Corp. of America, 140 F.2d 339, 61 USPQ 14 (C.A. D.C.) ; Halsey 
W. Taylor, 16 T.C. 376, 383, 88 USPQ 446, 450; Watson v. United States, 
supra; Allen v. Werner, 190 F.2d 840, 90 USPQ 133 (C.A. 5) ; Claude Neon 
Lights, Inc., 35 B.T.A. 424, 427. Even the fact that an agreement may be 
termed a “license” or the parties thereto “licensor” and “licensee” has been 
denied determinative effect. Kronner v. United States, supra, at p. 734, 96 
USPQ at 343; Watson v. United States, supra; Kimble Glass Co., supra. 


And finally, payment for the transfer need not be in the form of a 
lump sum in order to constitute capital gain, but may take the form of 
a percentage of sales or profits, or an amount per unit manufactured or 
sold, or any combination of the foregoing. Kenyon v. Automatic Instru- 
ment Co., 160 F.2d 878, 73 USPQ 21 (C.A. 6); Kronner v. United States, 
supra; Commissioner v. Hopkinson, 126 F.2d 406 (C.A. 2); Halsey W. 
Taylor, supra, at p. 384, 88 USPQ at 450; Watson v. United States, supra; 
Allen v. Werner, supra; Edward C. Myers, 6 T.C. 258, 68 USPQ 346; Carl 
G. Dreymann, 11 T.C. 153, 78 USPQ 302; United States v. Carruthers, 219 
F.2d 21, 104 USPQ 283 (C.A. 9); Hofferbert v. Briggs, 178 F.2d 748, 744, 
84 USPQ 36, 37 (C.A. 4) ; Massey v. United States, 226 F.2d 724, 727, 107 
USPQ 157, 158 (C.A. 7) ; Vincent A. Marco, supra, at pp. 5, 6, 108 USPQ 
at 94. 

The record satisfies us that the parties intended that petitioner should 
assign all of her United States rights in her trade name, patents and patent 
applications to Californian and that she in effect did just that. Although 
the 1949 agreement does not expressly include the word “use,” a reading 
of the entire agreement, together with the facts surrounding the trans- 
action, amply convinces us that a complete assignment was intended and 
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made, and that the exclusive right to “use” petitioner’s name and patents 
throughout the United States for the full period of their existence was 
transferred to Californian. Cases cited by respondent are distinguishable 
in that it was there thought that the owner’s rights had not been completely 
transferred. Cf. Broderick v. Neale, 201 F.2d 621, 96 USPQ 82 (C.A. 10) ; 
Ernest E. Rollman, 25 T.C. (No. 61); Lynne Gregg, 18 T.C. 291, 93 
USPQ 313, affirmed, 203 F.2d 954, 97 USPQ 192 (C.A. 3); Cleveland 
Graphite Bronze Co., 10 T.C. 974, 77 USPQ 548, affirmed, 177 F.2d 200, 
83 USPQ 366 (C.A. 6). 

We do not deem it important that petitioner transferred her interests 
in 1946, whereas the agreement giving rise to the payments in question was 
executed in 1949. Even in the absence of any dispute as to whether Cali- 
fornian’s rights to petitioner’s trade name and inventions were perfected 
or indefeasible, the payments in question were made in respect of the 
transfer of such rights. Whether they be viewed as payments for finally 
perfecting those rights, or additional consideration for that to which Cali- 
fornian was already entitled, they were in consideration of the transfer of 
the trade name and inventions, and not for personal services, and represent 
capital gains to petitioner. Hofferbert v. Briggs, 178 F.2d 743, 84 USPQ 
36 (C.A. 4). 

In the instant proceeding, however, it is clear that there was in fact a 
serious dispute as to the perfection of Californian’s title, or as to its rights 
to retain title as against petitioner. Respondent has attempted to discuss 
the merits of petitioner’s claim of a right to rescind the 1946 agreement 
and recover her assets. He argues that she could not. In our opinion, it is 
of no moment whether petitioner would have prevailed had she litigated 
the matter to final judgment. We cannot say, despite respondent’s argu- 
ments, that it is manifestly clear that she could not. The determinative 
factor is that petitioner believed in good faith that she could, and was so 
advised by counsel. Her claim was certainly not frivolous, and was taken 
seriously enough by Kessler and Californian. Had she commenced litiga- 
tion seeking rescission and settled her suit for the payments in question, 
we would have no doubt that those payments would be entitled to treat- 
ment as capital gains. Albert J. Goldsmith, 22 T.C. 1137; Margery K. 
Megargel, 3 T.C. 238. Here commencement of an action to rescind was 
rendered unnecessary by the willingness of the parties to settle their differ- 
ences shortly after retention of counsel by petitioner. Nevertheless, the 
underlying claim remained the same, i.e., title to the trade name and pat- 
ents, and amounts received by petitioner in settlement thereof must be held 
referable thereto. Cf. Lyeth v. Hoey, 305 U.S. 188. 

The final contention of respondent with which we must deal is that in 
California a trade name may not be sold separately from the business. 
Whatever the soundness of such argument under California jurisprudence, 
it can have no effect upon our result here. First, it has no applicability to 
the transfer of patents and patent applications. And with respect to the 
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trade name itself, the fact is that petitioner did transfer to Californian a 
right hitherto held by her alone, the sole right to use her name in the 
swimsuit industry in the United States and reap the benefit thereof. Cali- 
fornian has at all times used such name as its own and has registered it 
as its property with the United States Patent Office. California rules 
respecting the transfer of a trade name cannot change the nature of the 
payments into payments for services for Federal income tax purposes, when 
they were not in fact made for services rendered. Whatever the defects 
or ineapacities of such transfer (we do not intend here to rule upon that 
question) we are convinced that she received the payments in respect of 
such transfer, and not for personal services. Hence, respondent erred in 
determining the amounts thereof to be taxable as ordinary income. 

Decision will be entered under Rule 50. 
















EX PARTE ACME INDUSTRIES, INC. 


Commissioner of Patents — May 25, 1956 











TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register FLOW COLD for refrigeration units in air-conditioning 

and registration has been refused on the ground of likelihood of confusion with 
KOLDFLO for refrigerator coils. Both marks as applied to refrigeration equipment 
have a descriptive connotation though not merely descriptive and this, together 
with the fact that the products are purchased by discriminating purchasers is 
deemed sufficient to make it unlikely that confusion will result. Therefore the 
decision of the examiner is reversed and registration is permitted. 

















Application for trademark registration by Acme Industries, Inc., 
Serial No. 614,976 filed June 9, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 








Townsend F. Beaman, of Jackson, Michigan, for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register FLOw coup for refrigeration 
units for use in air-conditioning and commercial and industrial cooling, use 
since April 1, 1950 having been asserted. Registration has been refused 
on the ground of likelihood of confusion with KOLDFLO registered for re- 
frigerator coils.‘ Applicant has appealed. 

The question of likelihood of confusion with a registered mark is diff- 
cult of solution in these ex parte cases because there are so few facts upon 
which conclusions can be based. Mere comparison of marks and products 
identified in the formal papers under consideration necessarily overlooks 
the facts of commercial life and is likely to result in injustice to one or 






















1. Reg. No. 388,125 issued June 10, 1941, — in accordance with Sec. 12(c) 
on May 18, 1948, and affidavit required by Sec. 8 filed. 
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the other of the trademark users. It seems desirable, therefore, to consider 
such informational material as many have been submitted by the applicant 
and registrant in the prosecution of their respective cases before the Office. 

The printed brochures and other material submitted by the present 
applicant indicate that it manufactures and sells a small, self-contained 
cooling unit which can be installed by the simple expedient of attaching 
it to available water and electrical connections. It is designed for use in 
space air-conditioning, cooling drinking water in commercial and industrial 
establishments, cooling machine tools in metal-working plants, chilling bev- 
erage components in bottling plants, and similar cooling operations in other 
types of commercial and industrial establishments. In connection with the 
promotion of the sale of the units, which are assembled from acme parts, 
it features ACME’s FLOW COLD units and ACME FLOW COLD system. It also 
features its symbol mark showing ACME PRODUCTS. The decalcomanias sub- 
mitted as specimens with the application show FLOW COLD LIQUID CHILLER 
MANUFACTURED BY ACME INDUSTRIES INCORPORATED, JACKSON, MICHIGAN. 

The registrant appears to manufacture and sell refrigeration equip- 
ment, including refrigerator coils and refrigerated display cases, according 
to the printed brochures and other material in the file. The photographs 
submitted as specimens with its application are of a refrigerator coil to 
which is attached a card showing McCRAY KOLDFLO COILS and nothing more. 
The sales brochure and circular submitted with its affidavit filed in accord- 
ance with the requirement of Section 8 of the statute feature mccray 
KOLDFLO display, MCCRAY KOLDFLO principle, McCRAY KOLDFLO display cases 
and MCCRAY KOLDFLO refrigeration. 

The marks of both parties, when applied to refrigeration equipment 
and parts have a descriptive connotation, though they are not “merely 
descriptive.” Considering this connotation, together with the fact that the 
marks are promoted and advanced, if not used, in conjunction with the 
house marks (ACME and MccRaAy), and the fact that the products are pur- 
chased with some care, and the fact that the marks do not look alike, and 
they sound alike only as a result of the reversal of the words “cold” and 
“flow,” I entertain considerable doubt that confusion or mistake of pur- 
chasers is likely to result. The record here leads to a conclusion that 
applicant’s mark should be published in accordance with Section 12(a). 

The decision of the Examiner of Trademarks is reversed. 
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EX PARTE PRO-CAPA PRODUCTS, INC. 
Commissioner of Patents — May 25, 1956 











TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register HAIR TAMER with a scroll design for hair dressing 
and registration has been refused in view of the mark TAME used for cream hair 
dressing. The evidence shows that the phrase HAIR TAMER is used as a descriptive 
name of the product, it is an apt description and hence it is not used as a mark 
to indicate source. Confusion with TAME is not deemed likely in view of descriptive 
use of applicant and therefore the decision refusing registration is affirmed but for 
different reasons. 












Application for trademark registration by Pro-Capa Products, Inc., 
Serial No. 633,556 filed August 6, 1952. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Modified. 








Thomas Cifelli, Jr., of Newark, New Jersey, for applicant. 





LEEDS, Assistant Commissioner. 

An application has been filed to register HAIR TAMER, shown on a scroll 
background design, for hair dressings, use since March 1, 1946 having been 
asserted. Registration has been refused on the ground of likelihood of 
confusion with the mark TaME previously registered for creme hair dress- 
ing. Applicant has appealed. 

More fundamental than the matter of likelihood of confusion in this 
ease is the question of whether or not the term HAIR TAMER is used as a 
tradema~k. It is obvious that HAIR TAMER is an apt description for a hair 
dressing. The specimens submitted with the application show PRO-cAPA 
(applicant’s registered trademark), beneath which appears the scroll on 
which are the words HAIR TAMER FOR WILD HAIR. The other descriptive 
matter on the label reads as follows: 














NON-ALCOHOLIC 

APPLY HAIR TAMER LIBERALLY RUBBING WELL INTO HAIR. 

HELPS TRAIN WILD AND UNRULY HAIR TO STAY IN PLACE. 
NOT GREASY PLEASANTLY PERFUMED 

NET CONTENTS ONE PINT 

PATENT PENDING 













Nowhere on the label does any common descriptive name, such as “hair 
dressing,” other than HAIR TAMER appear. 

While Ham TAMER may not be the common descriptive name of the 
product, is it, as above stated, an apt description, and applicant is using 
it as the common descriptive name of its PRo-caPa product. Whether a 
mark is so used as to accomplish the purpose of indicating origin is a 
question of fact; and the only facts here upon which a conclusion can be 
based lead away from a finding that Hair TAMER is so used as to accom- 
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plish that purpose. See Ez parte Minneapolis-Honeywell Regulator Co., 
99 USPQ 422 (44 TMR 452) (Com’r, 1953). 

A word or term which is used only as the common descriptive name 
of the product is not a trademark adopted and used to identify that 
product and distinguish it from products of others. Hence, it is not 
registrable. 

Turning now to the question of likelihood of confusion with the mark 
TAME registered for hair dressings, in view of the manner of use of HAIR 
TAMER by applicant and the probability that purchasers would recognize 
the term as being the name of the product rather than an indication of 
origin, whereas registrant’s mark TAME is a trademark for hair dressing, 
it is not believed that purchasers familiar with Tame hair dressing would 
be likely, upon seeing PRO-cAPA hair tamer, to believe that they were 
products emanating from a single source. 

The decision of the Examiner of Trademarks is modified in accordance 
with this opinion. 


EX PARTE VELVERAY CORPORATION 
Commissioner of Patents — May 25, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register on the Principal Register FUSE PRINT for decorated 
and translucent plastic films, said mark with the addition of BY VELVERAY presently 
appearing on the Supplemental Register. Registration has been refused on the 
ground that the mark fails to distinguish applicant’s goods. Since the evidence 
shows that the process does not involve a fusing of the print on the plastic film, it 
is not deemed to be descriptive nor is there any showing that the purchaser would 
regard the mark as mere informational matter, particularly in view of the fact that 
the purchasers of this product are industrial users. The mark is therefore deemed 
to be registrable on the Principal Register. 


Application for trademark registration by Velveray Corporation, 
Serial No. 629,873 filed May 17, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Harry Price, of New York, N. Y., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register ruse Print for printed, dec- 
orated and ornamented transparent and translucent plastic films sold in the 
piece,’ use since February 1, 1946 having been asserted. The mark is dis- 
played on a banner divided by a diagonal line, one-half of the banner 
being in color and the other half in white, and the lettering of the word 
mark is printed in reverse colors on the banner. Applicant owns Reg. No. 


1. The application recites that the plastic films are “for use in making up into 
household articles, such as window curtains, aprons, table covers, and the like.” 
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522,844, issued on the Supplemental Register on March 21, 1950, showing 
FUSE PRINT with the words BY VELVERAY in much smaller lettering beneath it. 


Registration has been refused, on the ground that the record fails to 
show that the mark presented for registration distinguishes applicant’s 
goods. In his statement on appeal the examiner said: 


The refusal to register is based on the ground that the wording 
with background design does not appear to be capable of distinguish- 
ing applicant’s goods from those of others, there being nothing in the 
record to indicate that it does so distinguish. The wording FUSE PRINT 
merely gives the information that the print on the plastic film has 
been fused into the film. Since FUSE PRINT indicates the physical make- 
up of the printed, decorated, and ornamented plastic film, the average 
purchaser would regard said wording as mere informational matter 
and not as a trademark indicating origin or ownership of the goods.” 


Apparently it was the examiner’s opinion that a substantial difference 
exists between FUSE PRINT, with the words By VELVERAY in much smaller 
letters beneath it, and FUSE PRINT alone, since the former was found to be 
“capable of distinguishing” the goods in 1950 when Reg. No. 522,844 was 
issued, and the latter has been found to be incapable of distinguishing. 
Considering the nature of the goods, the fact that they are sold to indus- 
trial users, the circumstances and conditions of purchase of such goods by 
industrial users, the fact that it is common practice in the industry of which 
applicant is a part to use specific marks on specific items, and the fact 
that such items are purchased by word mark, no substantial difference is 
perceived between the registered mark and the mark sought to be registered. 
Under the circumstances of this case, the examiner was in error in finding 
the mark presented to be incapable of distinguishing applicant’s goods. 

With reference to the statement that “the wording FUSE PRINT merely 
gives the information that the print on the plastic film has been fused into 
the film,” the record shows that there is no “fusion” in connection with 
printing colors on the plastic film. 

The examiner placed in the record copies of three patents in which the 
word “fuse” appears. One? is entitled “Plasticization of plastics,” in which 
reference is made to printed paper to which particles of plastic are caused 
to adhere and the printed paper “is quickly passed over hot rolls or under 
radiant heaters to rapidly evaporate the solvents and to fuse down the 
plastic into adherent homogeneous state upon the paper.” The subject 
matter of the patent is completely irrelevant to the subject matter of this 
application. The second patent® is entitled “Photothermography, printing 
sheet and printing ink therefor,” the object of the invention being stated 
as follows: “to eliminate the need for specialized printing plates such as 
those used in photoengraving or photolithography.” The subject matter is 


2. Pat. No. 2,629,671. 
3. Pat. No. 2,404,073. 
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irrelevant to the subject matter of this application. The third patent* is 
entitled “Method of producing images on rigid surfaces” and deals with 
“a powder image formed on an electrophographic plate * * * to which a 
photoconductive insulating layer is subjected to an electrostatic charge 
and then exposed to produce an electrostatic image on the layer after which 
suitable electroscopic powder is dusted over the electrostatic image to pro- 
duce the powder image, and the present invention has to do with trans- 
ferring such powder image to a metal printing plate, cylinder, litho- 
graphic plate for continuously producing multiple copies, or other rigid 
or non-yielding support.” The word “fused” is used in connection with 
the powder image being fused or otherwise permanently affixed to the 
printing element. The subject matter of the patent is completely irrele- 
vant to the subject matter of the present application. 


A fourth patent® placed in the record by the examiner is entitled 
“Method of making ornamental articles” and relates to the printing of 
designs upon one surface of a transfer web of any appropriate material 
with an ink or other suitable printing material so constructed that it may 
be readily transferred from the web to a plastic surface. Reference is made 
to “adherent properties of printing material and plastic”; “printing ma- 
terial will adhere to and bond with the plastic”; and “printing material 
having bonding affinity with the plastic layer.” There is no mention of 
“fuse” or “fusion,” and since “bonding” and “fusion” have quite different 
meanings, the subject matter of the patent is completely irrelevant to the 
subject matter of this application. 


The examiner quoted a portion of a sentence from “Modern Plastics 
Encyclopedia” (1947), apparently in support of the finding that the print 
on the plastic film has been fused into the film, as follows: 


“Roll leaf marking is not easily rubbed off since the color is fused 
into the plastic * * * .” 


There is nothing in the record to indicate that the roll leaf hot stamping 
process is used by applicant. On the contrary, the record indicates that 
the decorations are merely printed onto the film. The quotation is, there- 
fore, irrelevant to the subject matter of the application. 


There is nothing in the record to support the finding of the examiner 
that FUSE PRINT merely gives information that the print on the plastic film 
has been fused into the film.” In fact, there is nothing in the record which 
indicates that the mark is unregistrable under Section 2(e) of the statute. 

With reference to the examiner’s finding that “the average purchaser 
would regard said wording as mere informational matter and not as a 
trademark indicating origin,” this is conjecture. It must be remembered 
that the “average purchasers” of the goods identified in the application are 


4. Pat. No. 2,637,651. 
5. Pat. No. 2,404,073. 
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industrial users, i.e., manufacturers of window curtains, aprons, table 
covers and the like. In view of the nature of the goods, the above described 
common practice in the applicant’s industry, the circumstances and condi- 
tions surrounding the purchase of such goods by industrial users, and the 
nature of the mark, the finding is without support in the record. 

It does not appear that the term FUSE PRINT has a well recognized or 
well understood meaning, or that it has any meaning at all as applied to 
applicant’s goods, or that the word “fuse” is used by others to describe 
the printing of decorations on plastic film, or that it is informational, or 
that it is either descriptive, merely misdescriptive or deceptively misde- 
scriptive. It is merely a suggestive term applied to applicant’s goods, and, 
as such, is registrable on the Principal Register. 

The decision of the Examiner of Trademarks is reversed. 


EX PARTE HEATUBE CORPORATION 


Commissioner of Patents — May 31, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant seeks to register HEATUBE for electrical heating units and registra- 
tion has been refused on the ground that the mark is merely descriptive of the 
goods. The evidence shows that applicant has made a trademark use of this mark 
on its labels and in its catalogues and while the mark may have some meaning 
of general application as to the goods, it does not merely describe them, since it 
does not describe what their characteristics are nor describe their specific uses. 
Examination of trade uses show that HEATUBE is not a term in common usage in 
the trade to describe the goods and it appears that it is a word identifying appli- 
eant’s goods and distinguishes them from others and therefore the mark is properly 
registrable. 


Application for trademark registration by Heatube Corporation, Serial 
No. 642,550 filed February 20, 1953. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Otis A. Earl, of Kalamazoo, Michigan, for applicant. 


t 


LEEpDs, Assistant Commissioner. 

An application has been filed to register HEATUBE for electrical heating 
units, use since March 10, 1947 having been asserted. Registration has been 
refused on the ground that the mark, when applied to applicant’s goods, 
is merely descriptive of them, and the mark is therefore unregistrable 
under Section 2(e) of the statute. Applicant has appealed. 

It appears from the record that applicant is one of numerous manufac- 
turers of heating elements and heaters. Its catalog lists aluminum fintube 
elements, automatic water heaters, cartridge heaters, flange type heaters, 
pipe fitting immersion heaters, portable pail heaters, rod type elements, 
standard pipe flange immersion heaters, strip-ring-band heaters, switches, 








Ue 
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and urn heaters, all of which are sold under the mark HEATUBE by Heatube 
Corporation. The units for the many purpose heaters of numerous types 
comprise basically a resistor (commonly in a coiled wire or in zig-zag form) 
and a packing of electric insulating material and heat conductor material 
encased within a sheath. 

In determining whether or not a mark presented for registration is 
merely descriptive when applied to an applicant’s goods there are three 
questions which must be answered. The first is: Is the mark presented for 
registration used as a trademark or as the name of the goods? The answer 
to this question in the present case is that applicant uses HEATUBE as its 
trademark for electric heating elements and units. The specimens and 
catalog adequately show this fact. 

The second question to be answered is: Does the mark immediately 
tell the potential purchaser only what the goods are, or what their function 
is, or what their characteristics are, or what their use is; or is it likely 
to tell the potential purchaser that these goods and other related or asso- 
ciated goods marked with the same word or term come from the same 
producer? In other words, is its immediate and only effect to describe, or 
does it also function as an indication of origin? If the former, it is “merely 
descriptive” within the meaning of the statute. If the latter, it is not 
“merely descriptive.” The mark presented here may have some meaning 
of general application, but it does not tell the purchaser only what the 
goods are, nor does it tell their function or what their characteristics are, 
nor does it tell what the specific use is. It is more likely to tell them that 
all electric heating units and elements, bearing the mark HEATUBE come 
from a single producer. It is, therefore, not merely descriptive for any of 
these reasons. 

The third question to be answered is: Is the word, or term, (or its 
phonetic equivalent) in common usage in the trade or elsewhere as a 
description of the same or related goods? Applicant has submitted catalogs 
of competitors who manufacture like goods, and they show that the casings 
for the resistors of such units are usually identified as a “sheath”; and 
copies of patents disclosing inventions in connection with electric heating 
units which have been submitted by applicant: show that the usual identifi- 
cation of the casing is a “sheath” or “casing.” One patent? in the specifica- 
tion refers to encasing the heating element in a “continuous metal tube,” 
and refers throughout to the casing or sheath as a “tube.” One of the 
manufacturers’ catalogs refers to “double tube heaters” and “single tube” 
heaters and states that heaters are made from “seamless steel tubing.” 
Applicant, in its catalog, in one place refers to the resistor enclosed inside 
a “copper tube,” and in another place to fins being an integral part of the 
“tube wall.” 


1. Patents Nos. 2,274,445; 2,423,184; 2,471,609; 2,613,312; 2,172,495; 2,624,829; 
2,617,009; and 1,427,596. 
2. Patent No. 1,427,596. 
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It must be remembered, however, that applicant seeks registration of 
HEATUBE for the complete units and not for the casing or sheath. Com- 
petitors, in describing such units, call them “immersion heaters,” “tubular 
heaters” ; “cartridge type heaters” ; and “rod type heaters.” Applicant calls 
them “rod heaters,” “water immersion heaters,” “pipe fitting immersion 
heaters,” “oil and paraffin immersion heaters,” “aluminum finned heaters,” 
“portable pail heaters,” “automatic water heaters for wash and rinse com- 
partments,” “strip :ring :band heaters,” “flat strip heaters,” “steel clad band 
heaters,” “cartridge heaters,” and “cartridge type heaters.” The answer 
to the third question is in the negative. 

There is nothing in the record which suggests that HEATUBE or “heat 
tube” is a type of electric heating unit, or that HEATUBE (heat tube) has any 
recognized or understood meaning in connection with electric heating units 
other than that it is a word identifying applicant’s goods and distinguishing 
them from those of others. 

The decision of the Examiner of Trademarks is reversed, aftd the mark 
should be published in accordance with Section 12(a). A 


B. A. RAILTON CO. v. KEMP BROTHERS PACKING CO. 
(KEMP BROS. PACKING CO., INC., assignee, substituted) 


No. 6051 — Commissioner of Patents — May 31, 1956 


TRADEMARK ACT OF 1946—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Petitioner seeks to cancel registration for SUN-RAYED for canned tomatoes and 
asparagus on the basis of its registration of SUNNY with BARCO and design and 
SUNNY alone for a line of prepared food products. The Examiner dismissed the 
petition and petitioner has appealed. Petitioner relies on its registrations which 

are prima facie evidence of the validity of the registration, ownership of the mark 
and petitioner’s right to exclusive use thereof. The same applies as to respondent’s 
registration and in addition thereto respondent has introduced testimony and ex- 
hibits showing use of the mark since 1928 and sales of approximately $21,000,000 
and substantial advertising expenditures. In cancellation proceedings petitioner has 
the burden of proof to overcome respondent’s prima facie case regarding the validity 
of its registration, ownership of the mark and exclusive right to the use of the 
mark which petitioner has not done here by the mere introduction of its registra- 
tions. Dismissal of the petition is affirmed. 


Cancellation proceeding by B. A. Railton Co. v. Kemp Brothers Pack- 
ing Co. (Kemp Bros. Packing Co., Inc., assignee, substituted), Registration 
No. 530,128 issued September 5, 1950. Petitioner appeals from decision 
of Examiner of Interferences dismissing petition. Affirmed. 


Thiess, Olson, Mecklenburger, von Holst & Coltman, of Chicago, Illinois, 
for petitioner-appellant. 

Lockwood, Galt, Woodard & Smith, of Indianapolis, Indiana, for re- 

spondent-appellee. 




























Vol. 46 T. M. R. RAILTON CO. v. KEMP BROTHERS PACK. CO. 1147 








LEEDs, Assistant Commissioner. 


A petition has been filed to cancel Reg. No. 530,128, showing sun- 
RAYED registered for canned tomatoes and asparagus, and bottled tomato 
juice, tomato juice cocktail and spaghetti sauce. Petitioner is the regis- 
trant of SUNNY with BaRco and design? and sunny’ for a line of prepared 
food products. The Examiner of Interferences dismissed the petition, and 
respondent has appealed. 

Petitioner’s record consists of copies of its three registrations which 
are prima facie evidence of validity of the registrations, of petitioner’s 
ownership of the marks shown therein, and of petitioner’s right to exclu- 
sive use of such marks on the goods identified in such registrations. 

Respondent’s registration is likewise prima facie evidence of validity 
of the registration, of respondent’s ownership of the mark shown therein, 
and of respondent’s right to exclusive use of such mark on the products 
identified in such registration. In addition, respondent’s record, which 
includes testimony and exhibits, shows that respondent and its predecessors 
have continuously used the registered mark on at least some of the products 
since 1928; sales under the mark have approximated $21,000,000; and 
approximately $1,250,000 have been spent in advertising the products under 
the mark through the media of newspapers, magazines and radio. 

In a cancellation proceeding involving marks which are not the same, 
as is the case here, a petitioner has the burden of proving facts sufficient 
to overcome the respondent’s prima facie evidence of validity of the reg- 
istration, of respondent’s ownership of the mark, and of respondent’s 
exclusive right to use its mark on the goods identified in the registration. 
See The May Dept. Stores Co. v. Schloss Bros. & Co., Inc., 102 USPQ 421 
(45 TMR 118) (Com’r, 1954) ; I. C. Isaacs & Co., Inc. v. Popst, 102 USPQ 
403 (44 TMR 1451) (Com’r, 1954); The May Dept. Stores Co. v. Kenya 
Corp., 102 USPQ 404 (44 TMR 1452) (Com’r, 1954) ; National Cranberry 
Assn. v. Ingling, 103 USPQ 146 (45 TMR 215) (Com’r, 1954). The peti- 
tioner has failed to discharge its burden of proof, and the petition is 
dismissed. 

Petitioner pleaded and argued in its brief and orally, that sunNy and 
SUN-RAYED are “judicially confusingly similar.” As a basis for the con- 
tention, it pleaded, in substance, that in opposition No. 29,484, respondent 
opposed registration of sunway and on the basis of the facts made of record 
by respondent in that case, the opposition was sustained. In opposition No. 
29,466, petitioner opposed registration of the same sUNWay mark. Peti- 
tioner presented no record, but after sustaining the opposition of respon- 
dent, the Examiner of Interferences also sustained petitioner’s opposition. 
Petitioner now contends that since it has been held by the Patent Office 


1. The registration issued on September 5, 1950. 
2. Reg. No. 162,870 issued December 26, 1922, and renewed; Reg. No. 226,794 
issued April 19, 1927, and renewed. 
Reg. No. 244,282 issued July 31, 1928, and renewed. 
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that sunway is “confusingly similar” to both SsuN-RAYED and SUNNY, it 
must follow that sUN-RAYED is “confusingly similar” to suNNYy. In other 
words, petitioner seeks to rely on the mathematical formula of “things 
equal to the same thing are equal to each other.” We are dealing here not 
with mathematics, but with commercial impressions and psychological im- 
pacts and associations, as well as equities. Mathematical formulae are 
inapplicable to these proceedings. 

It has been said too many times to require citation of authorities that 
each of these cases must be decided on its own facts. Each of the above- 
identified oppositions was decided on the facts before the Patent Office 
tribunal. It is axiomatic that the conclusion reached on the fact question 
of likelihood of confusion of purchasers—not “confusing similarity” of the 
marks—in other cases involving different parties and different marks will 
not be applied as the law of a later case. 

Since petitioner failed to discharge its burden of proof, it is unneces- 
sary to rule upon the adequacy of respondent’s pleading of estoppel and 
its proofs in support of the pleading. 

The decision of the Examiner of Interferences is affirmed. 


“s 


EX PARTE MEREDITH PUBLISHING COMPANY 


Commissioner of Patents — June 1, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant seeks to register BETTER HOMES & GARDENS PRIZE TESTED RECIPES for 
a section in a periodic publication and registration has been refused on the ground 
that the mark is dominated by the descriptive wording PRIZE TESTED RECIPES. Basic 
question regarding registrability of section title of Magazine is whether it is a 
name used by the publisher to identify his goods and distinguish them of others. 
The “goods” being magazines—not sections of magazines. The evidence shows that 
the title BETTER HOMES & GARDENS PRIZE TESTED RECIPES does not have the requisite 
distinctiveness to indicate source and is therefore unregistrable on the Principal 
Register and likewise it is unregistrable on the Supplemental Register because the 
term PRIZE TESTED RECIPES is a term used by other publications. Therefore is the 
mark not qualified for registration under either section. 


Application for trademark registration by Meredith Publishing Com- 
pany, Serial No. 639,137 filed December 6, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Bair, Freeman & Molinare, of Chicago, Illinois, for applicant. 


LEeEps, Assistant Commissioner. 

An application has been filed to register BETTER HOMES & GARDENS PRIZE 
TESTED RECIPES for a section in a periodic publication, asserting use since 
August of 1952. Applicant is the publisher of the magazine entitled BETTER 
HOMES & GARDENS. Registration has been refused on the ground that the 
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mark is dominated by the descriptive wording PRIZE TESTED RECIPES (dis- 
claimed) and it is therefore unregistrable. Applicant has appealed. 

Registrability of titles of sections of magazines and other periodicals 
presents a question more fundamental than the question of domination by 
descriptive matter. The basic question is whether or not, under the cir- 
cumstances of use, the section title is a name adopted and used by the 
publisher to identify his goods and distinguish them from those of others. 
The “goods” actually are magazines—not sections of magazines. When the 
magazine is purchased, the purchaser receives the sections whether he wants 
them or not, and it is doubtful that magazine readers ordinarily purchase 
a magazine merely to receive a section of it, or think of a magazine merely 
in terms of a section title. Sections of magazines are not in and of them- 
selves articles of commerce other than as a part of an integrated whole; 
and we must therefore be concerned with whether a section title actually 
identifies and distinguishes, and if so, what it distinguishes. Under these 
circumstances it becomes necessary to ask: Was the mark adopted to 
identify a section of applicant’s magazine and distinguish it from sections 
of other publishers’ magazines, or was it adopted to distinguish one section 
of applicant’s magazine from the other sections of its magazine? Ordi- 
narily, it is the latter. 

It is recognized that in some instances magazine section titles may have 
been so advertised, promoted and advanced that readers have developed a 
conscious association between the section title and the magazine and its 
publisher. In such event, the section title will have acquired distinctive- 
ness, but these cases are believed to be the exception rather than the rule. 

Thus, it is seen that the question of registrability on the Principal 
Register must be resolved first, on the basis of what an applicant has 
done with the section title, and the nature of the words or term comprising 
the title becomes important only after a showing has been made that the 
mark, in fact, has become distinctive as a result of what applicant has done. 

Turning now to the subject matter of the present application, there 
is no evidence in the record which would support a finding of distinctive- 
ness of the title BETTER HOMES & GARDENS PRIZE TESTED RECIPES. It is there- 
fore unregistrable on the Principal Register. 

Following the argument on appeal applicant requested consideration 
of the question of registrability on the Supplemental Register if the 
subject matter of the application was found to be unregistrable on the 
Principal Register. 

As stated in the beginning, BETTER HOMES & GARDENS is the title of 
applicant’s magazine, and it is the registered trademark identifying and 
distinguishing applicant’s magazine. It, therefore, is not registrable for 
a section of the same magazine. PRIZE TESTED RECIPEs is believed to be a 
term used by others to describe compilations and publications of recipes 
and is, therefore, incapable of distinguishing a section of applicant’s maga- 
zine from other publications of prize tested recipes. BETTER HOMES & 
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GARDENS PRIZE TESTED RECIPES is not capable of distinguishing a section of 
applicant’s magazine because it merely tells the reader that the published 
material is prize tested recipes published by the publisher of BETTER HOMES 
& GARDENS magazine. It is therefore unregistrable on the Supplemental 
Register. 

The decision of the Examiner of Trademarks is affirmed, but for the 
foregoing reasons. 


EX PARTE MEREDITH PUBLISHING COMPANY 


Commissioner of Patents — June 1, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register YOUR PET AND MINE for title of section in a periodic 
publication but registration is refused on the ground that the phrase is unregistrable 
on the Principal Register since there is no evidence to indicate that it presently 
distinguishes the goods from those of others. However, since the phrase appears 
capable of distinguishing leave is granted to seek registration on the Supplemental 
Register. 


Application for trademark registration by Meredith Publishing Com- 
pany, Serial No. 639,137 filed December 6, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Bair, Freeman & Molinare, of Chicago, Illinois, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register youR‘PET AND MINE for a 
section in a periodic publication, asserting use since March of 1951. Reg- 
istration has been refused on the ground that the mark is merely descrip- 
tive when applied to applicant’s goods and is therefore unregistrable under 
Section 2(e). 

This is a companion case with the application to register BETTER HOMES 
& GARDENS PRIZE TESTED RECIPES’ decided concurrently herewith, 109 USPQ 
426 (46 TMR 1148). The observations made concerning section titles and 
the principles outlined for determining registrability in that decision are 
equally applicable here; and since there is no evidence in the record which 
would support a finding of distinctiveness of the title your PET AND MINE 
the subject matter of this application is unregistrable on the Principal 
Register. The decision of the Examiner of Trademarks is affirmed. 

The subject matter of this application appears to be capable of dis- 
tinguishing, however, and leave is given applicant to file, within thirty 
days from the date hereof, an amendment to seek registration on the 
Supplemental Register. 


1. S.N. 639,139. 
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RUSSELL v. SENTER BROS., INC. 


No. 6033 — Commissioner of Patents — June 1, 1956 


TRADEMARK ACT OF 1946—CANCELLATION PROCEDURE—EVIDENCE 
Petitioner seeks to cancel registration for BANG UP QUALITY now on the Supple- 
mental Register for fresh vegetables on the basis of petitioner’s registration BANG-UP 
registered for fresh grapes. The record shows that petitioner has used its mark 
BANG-UP for some 20 years prior to respondent’s use and since the marks are sub- 
stantially the same confusion is inevitable and the registration should be canceled. 


TRADEMARK ACT OF 1946—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Respondent having offered no testimony is bound by its filing date and conse- 
quently petitioner’s use is long prior to that of respondent. 


Cancellation proceeding by EZ. J. Russell v. Senter Bros., Inc., Regis- 
tration No. 567,238 issued November 25, 1952. Registrant appeals from 
decision of Examiner of Interferences sustaining petition. Affirmed. 


William G. MacKay, of San Francisco, California, for registrant-appellant. 


William F. Nickel, of New York, N.Y., for petitioner-appellee. 


LEEpDs, Assistant Commissioner. 


A petition has been filed to cancel Registration No. 567,238 showing 
BANG UP QUALITY registered on the Supplemental Register on November 25, 
1952 for fresh vegetables. Petitioner is the registrant of BANG-uP registered 
for fresh grapes.1 The Examiner of Interferences granted the petition, and 
respondent has appealed. 

Petitioner’s record shows that since 1928 it, and its predecessor, have 
sold fresh vegetables under the trademark BANG-uUp throughout the United 
States and Canada. Respondent, having taken no testimony, is bound by 
its filing date of August 18, 1950. For twenty-two years before respondent 
commenced using BANG UP QUALITY, petitioner had been selling nationwide 
the same products under the mark BANG-UP. 

For all practical purposes, the marks are identical, and the goods 
are identical. Confusion of purchasers, under such circumstances, is 
inevitable. 

It is clearly apparent that respondent was not entitled to registration 
at the time it filed its application, and the registration should be canceled. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 369,755 issued to a predecessor on August 1, 1939. 
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LAMBDA ELECTRONICS CORP. v. DRESSEN- 
BARNES CORPORATION 


No. 32907 — Commissioner of Patents — July 2, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—SYMBOLS 
Application for registration of mark comprising black bordered orange colored 
equilateral triangle with rounded off angles within which letters “db” appear for 
electronically and magnetically regulated power supplies is opposed by user of equi- 
lateral triangle within which the Greek letter Lambda appears, used on electronic 


equipment. 

Although both parties sell electronic equipment to same purchasers and advertise 
in same trade periodicals, they are not “ordinary, unwary purchasers,” they are 
technically trained people who know what they want and where to obtain it and who 


know identity of manufacturers. 
Neither mark is used orally but is a symbol identifying the products. Under the 
circumstances likelihood of confusion is most unlikely and opposition is dismissed. 


Opposition proceeding by Lambda Electronics Corp. v. Dressen-Barnes 
Corporation, application Serial No. 636,559 filed October 13, 1952. Appli- 
eant appeals from decision of Examiner of Interferences sustaining oppo- 


sition. Reversed. 


Morgan, Finnegan, Durham & Pine, New York, N. Y., for opposer-appellee. 
James B. Christie and Christie, Parker & Hale, of Pasadena, California, 
for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a mark comprising a black 
bordered orange colored equilateral triangle with the angles rounded off, 
within which appear the lower case letters “db.” The mark has been used 
since May 20, 1952 on electronically and magnetically regulated power 
supplies. 

Registration has been opposed by the user of an equilateral triangle 
with the angles slightly rounded, within which appears the Greek letter 


Lambda. 
The Examiner of Interferences sustained the opposition, and applicant 


has appealed. 

According to the record, opposer is a manufacturer of electronic 
equipment, and on October 1, 1948 it commenced using its Lambda and 
triangle mark on oscilloscopes by etching it on the front panel plate. Use 
of the mark was extended to power supplies on June 24, 1949. In addition 
to using the mark by etching it on the front plates of the equipment, 
opposer uses its mark on package labels, gummed sealing tape, invoices, 
letterheads, price lists and bulletins. Opposer has advertised its product 
under its mark in trade periodicals circulated primarily to radio and elec- 
tronics engineers, engineers generally, scientists, physicists, chemists, and 
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people connected with industrial establishments. Two of the periodicals, 
according to the record, are circulated primarily to radio amateurs. 

Opposer’s products are sold nationwide to industrial organizations and 
laboratories, government laboratories, schools and universities, and radio 
and television stations. Representative customers are Western Electric 
Company, Radio Corporation of America, Hughes Aircraft, Consolidated- 
Vultee Aircraft Corporation, University of California, California Institute 
of Technology, National Bureau of Standards, Naval Research Laboratory, 
Navy Electronics Laboratory, American Broadcasting Company and Na- 
tional Broadcasting Company. 

Opposer’s mark is used—on the goods, on its literature and stationery 
supplies, and in its advertising—in various color combinations of red and 
white, black and white, silver and red and silver and black. 

Applicant is a manufacturer of regulated power supplies which it sells 
to “technical purchasers, people who are in technical work, experimental 
work, electronics work, guided missile projects and the like, some univer- 
sities buy them for their physics and science departments.” Applicant sells 
its power supplies through four distributors, and directly to such pur- 
chasers as Westinghouse, RCA, Hughes Aircraft, Consolidated-Vultee 
Aircraft Corporation, University of California, California Institute of 
Technology, National Bureau of Standards, Naval Research Laboratory, 
Navy Electronics Laboratory, American Broadcasting Company and Na- 
tional Broadcasting Company. In May of 1952, it commenced using the 
mark sought to be registered by applying it to the front panel of the various 
models of its power supplies by means of decalcomania, silk screens or 
engraving; and the mark is also used on metal tags affixed inside the 
chassis. The mark is used in conjunction with its corporate name on 
applicant’s letterheads, and in advertising in trade periodicals, such as 
“Electronic Design,” “Electronics” and “Electrical Equipment.” 

Thus, it is seen that both parties sell electronic equipment to the same 
purchasers and they advertise in some of the same trade periodicals which 
are circulated to the same groups of technical people. The purchasers are 
not “ordinary, unwary purchasers.” The products are not ordinary con- 
sumer items, but are specially designed products for specific uses. They 
are not casually purchased items bought on impulse. In the course of trade 
in such items, the purchasers are technically trained people who know 
what they want and where to obtain what they want. They know the 
identity of the manufacturers of such products and frequently purchase 
directly from such manufacturers. 

Neither of the marks involved here is used orally. They are symbol 
marks—one employing the Greek letter “Lambda” and the other the lower 
case letters “db.” If the letter portions are spoken, opposer’s mark is 
“Lambda” which immediately identifies opposer as the producer, and appli- 
cant’s is “db” which, in view of the considerations discussed above, is likely 
to be immediately associated with Dressen-Barnes, the producer. Each of 





Se 


























1154 THE TRADEMARK REPORTER Vol. 46 T.M.R. 





the marks is a symbol which identifies and distinguishes the products of 
the parties after they are purchased and in use. 

Under the circumstances of this case, it is believed that confusion, 
mistake or deception of purchasers is most unlikely, and the opposition is 
dismissed. 

The decision of the Examiner of Interferences is reversed. 





TEMPRITE PRODUCTS CORPORATION v. 
RUGBY KNITTING MILLS, INC. 


No. 34026 — Commissioner of Patents — July 2, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—CORPORATE NAMES 
Application for registration of TEMPRITE with illustration of thermometer for 
men’s and boys’ jackets is opposed by registrant of TEMPRITE used in connection with 
mechanical refrigerating apparatus and apparatus for cooling water and other bev- 
erages and which is used also in opposer’s corporate name, 
Since marks are used on unrelated goods it is unlikely that confusion would 
result from use of same mark and opposition is dismissed. 


TRADEMARK AcT OF 1946—CONSTRUCTION—SECTION 2(d) 

Provisions of Section 2(d) of the Act under which opposer seeks broad protec- 
tion of its corporate name involve no change in basic principle that a trademark 
right is not a right in gross or at large; nor are such provisions designed to give 
trademarks greater protection than accorded under the common law. 

Where goods possess nothing in common allegation that use of the same or 
similar term would be likely to cause confusion of purchasing public must be con- 
sidered to be without substance in absence of showing of special or particular rela- 
tionship where consumer might assume that goods emanate from same source. 


Opposition proceeding by Temprite Products Corporation v. Rugby 
Knitting Mills, Inc., application Serial No. 662,473 filed March 11, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. 


Ludwig Emde, of Birmingham, Michigan, and Gehr & Leonard, of Cleve- 
land, Ohio, for opposer-appellant. 
Popp & Sommer, of Buffalo, N. Y., for applicant-appellee. 


LeeEps, Assistant Commissioner. 

An application has been filed to register TEMPRITE, with an illustration 
of a thermometer, for men’s and boys’ jackets, use since January 4, 1954 
having been asserted. Opposition has been filed by a manufacturer and 
seller of mechanical refrigerating apparatus, and particularly apparatus 
for cooling water, beverages and other liquids, and of cabinets, fixtures, and 
parts therefor, in connection with which it uses TEMPRITE in its corporate 
name and as a registered mark’ for its products. 


1. Reg. No. 525,195. 
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Before answering, applicant filed a motion to dismiss on the ground 
of failure to state facts upon which relief can be granted. The Examiner 
of Interferences granted the motion, and opposer has appealed. 


The following portion of the decision of the Examiner of Interferences 
is well-reasoned and is adopted as the decision on appeal: 


“The opposer pleads that it manufactures and sells mechanical 
refrigerating apparatus and that the goods for which the applicant is 
seeking to register, while specifically different, have the quality in 
common with its goods of regulating or maintaining a desired tempera- 
ture. The opposer further pleads that it has built up an extensive 
business in the manufacture and sale of its aforesaid products with the 
result that TEMPRITE and TEMPRITE PRODUCTS CORPORATION have become 
closely associated and inter-related in the public mind with the opposer 
and its business. 

“Accepting the facts thus alleged as being established for the pur- 
pose of this motion, it appears that TEMPRITE and TEMPRITE PRODUCTS 
CORPORATION are extensively and favorably known to the purchasing 
public in association with the opposer and its business. It is not con- 
tended, however, that in a commercial sense the applicant’s jackets 
and the goods for which the opposer’s mark and trade name are used 
are related in any material manner whatever; and in the opinion of the 
examiner it is clearly apparent that they are not. Actually, the 
opposer’s claim that confusion in trade would be likely is predicated 
simply upon the identity of the salient features of the marks of the 
parties, and the celebrity which opposer’s mark and trade name is said 
to have attained in association with its business. The pleading and 
argument on the motion are considered to contain nothing tending to 
indicate that persons acquainted with the use of opposer’s mark or 
trade name, for mechanical refrigerating apparatus, upon encountering 
the employment of a substantially similar mark or term on products as 
radically dissimilar therefrom as those of the applicant, would be 
likely to suppose that the opposer was in any way connected with the 
applicant’s goods.” 


Likewise, the decision of the Examiner of Interferences properly dis- 
poses of opposer’s contention that it is entitled to broad protection of its 
corporate name under Section 2(d) of the statute, and the following por- 
tion is adopted as the decision on appeal: 


“The provisions of Section 2(d) of the Act, under which the 
opposer seeks to qualify in this case involve no change in the basic 
principle that a trademark right is not a right in gross or at large; nor 
are such provisions designed to give trademarks any greater protection 
than may be accorded them under the common law. The Alligator Co. 
v. Larus & Bro. Co., Inc., (supra); The Pep Boys-Manny, Moe and 
Jack v. The Edwin F. Guth Co., Inc., 94 USPQ 158 (CCPA) (42 TMR 
758) ; Graybar Electric Co., Inc. v. Bretton Shirt Co., 87 USPQ 119 
(40 TMR 1088) ; The Greyhound Corp. v. The Robinson Houchin Corp., 
89 USPQ 621 (41 TMR 741); Sunbeam Lighting Co. v. Sunbeam 
Corp., 86 USPQ 240 (40 TMR 669) (CCA 9). Where therefore, as 
here, the goods to which the rights of the parties respectively pertain 
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manifestly possess no characteristic of use, function, composition or 
any physical matter in common, an allegation in a pleading that the 
use of the same or a similar term thereon would be likely to cause 
confusion must be considered to be without substance in the absence of 
some showing of a special or particular relationship whereby the ques- 
tion whether the purchasing public nevertheless would assume that 
such goods emanated from the same commercial source is open at least 
to reasonable doubt. Dobeckmun Co. v. D-Con, Inc., 100 USPQ 312 
(44 TMR 735); Graybar Electric Co., Inc. v. Bretton Shirt Corpora- 
tion and the Greyhound Corporation v. The Robinson Houchin Corpo- 
ration, supra.” 


Opposer’s arguments concerning the applicability of Sections 44(g), 
and (i) of the statute are without merit. 


The decision of the Examiner of Interferences is affirmed. 


CALIFORNIA VEGETABLE GROWERS v. 
BEAR STATE PACKERS, INC. 


No. 32312 — Commissioner of Patents — July 3, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Consent of opposer to agree to registration of applicant’s mark cannot be over- 
come, if Examiner of Interferences has heard case and made findings adverse to 
applicant’s right to register and Examiner of Trademarks is bound to refuse 
registration. 

TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MarRKS 
TRADEMARK AcT OF 1946—REGISTRABILITY—GEOGRAPHIC TERMS 

Application for registration for BEAR STATE and map of California with illus- 
tration of bear for fresh deciduous fruits and fresh grapes is opposed by registrant 
of BEAR with illustration of bear holding a map of California with word CALIFORNIA 
for fresh vegetables. Although both parties, being California concerns, disclaimed 
map of California and opposer disclaimed also word CALIFORNIA, this matter cannot 
be disregarded in determining likelihood of confusion. 

BEAR STATE is commonly recognized as identifying State of California, but 
opposer’s mark BEAR does not carry same significance. Since products of both parties 
are ordered by word mark, addition of map adds little to applicant’s mark. There- 
fore, confusion with opposer’s mark is unlikely and applicant is entitled to 
registration. 


Opposition proceeding by California Vegetable Growers v. Bear State 
Packers, Inc., application Serial No. 632,196 filed July 7, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


California Vegetable Growers, of Santa Barbara, California, pro se. 


William G. Mackay, of San Francisco, California, for Bear State Packers, 
Ine. 
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Leeps, Assistant Commissioner. 


An application has been filed to register the word mark BEAR STATE, to 
the left of which appears a perspective map of California with an illustra- 
tion of a bear standing thereon, for fresh deciduous fruits and fresh grapes. 
Use since June 1, 1950 is asserted. 

Opposition has been filed by the registrant of the word mark BEakR, 
above which appears an illustration of a bear holding a perspective map 
of California with the word caLiIrorN1A printed thereon, for fresh vege- 
tables.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

During the pendency of the appeal, opposer filed a “Notice of With- 
drawal” of its opposition, stating: 


“In view of an agreement made by and between the parties to the 
above-entitled proceeding on the basis of differences in marks and 
goods, we hereby withdraw the Notice of Opposition and agree that 
the application, Serial No. 632,196, may be allowed for Fresh Deciduous 
Fruits, Fresh Grapes and Oranges only.” 


In a communication from the Assistant Commissioner it was pointed 
out that since the Examiner of Interferences had heard the case and made 
findings and conclusions adverse to applicant’s right to register, and so 
long as the formal finding of likelihood of confusion is outstanding, the 
Examiner of Trademarks would be bound to refuse registration. It was 
further pointed out that a consent on the part of opposer could not serve 
to overcome the Examiner of Interferences’ finding. Leave was given to 
waive the filing of briefs and to have the decision of the Examiner of Inter- 
ferences reviewed on the record. Applicant filed a request to continue the 
appeal on its appeal brief and the record. Opposer filed no appeal brief. 

Opposer’s record consists of a copy of its registration and evidence of 
its title thereto. 

Applicant’s record consists of its application in which it asserted owner- 
ship of a registration showing the word mark BEaR sTATE for fresh deciduous 
fruits and fresh grapes, issued on July 15, 1952.? It is apparent that appli- 
cant uses BEAR STATE as the identifying feature of its corporate name. 

Applicant presented under Rule 282 copies of thirty-five registrations 
showing the word BEAR, BEAR in combination with another word, an illus- 
tration of a bear, or a map of California. Only three of these registrations 
—when the marks and goods are considered—are pertinent. Others which 
might have been pertinent have expired or have been canceled. The 
third party registrations relied upon by applicant are insufficient for the 


1, Reg. No. 404,563 issued to a predecessor Dec. 7, 1943, published in accordance 
with Sec. 12(c) on July 29, 1949 by opposer. 
2. Reg. No. 561,441. 
3. Reg. No. 77,328—BEAR BRAND—for citrus fruits; Reg. No. 96,398—srar for 
dried fruits; and Reg. No. 144,343 BEaR CREEK for fresh deciduous fruits. 
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purpose for which they were presented. The opposer’s registration is prima 
facie evidence of its ownership of its mark, validity of its registration and 
its exclusive right to use its mark on fresh vegetables. 

Both parties, being California concerns, have disclaimed the perspective 
map of California, and opposer has disclaimed the word cALiFrorNIA. Dis- 
claimed matter cannot be disregarded in determining likelihood of con- 
fusion, but the products of the parties here are ordinarily purchased by 
word mark, and the word portions, BEAR and BEAR STATE, are of consider- 
ably greater importance. 

BEAR STATE is commonly recognized as identifying the State of Cali- 
fornia. When it is used as a trademark on fresh deciduous fruits and 
grapes, it immediately suggests fruits from California. Opposer’s word 
mark BEAR does not have the same significance. Applicant’s prior regis- 
tration of BEAR STATE is prima facie evidence of its ownership of the word 
mark, validity of its registration and its exclusive right to use the mark on 
fresh deciduous fruits and grapes. The addition of the map of California 
with the illustration of a bear adds little to applicant’s registered mark 
when it is remembered that the products are ordered by word mark—and 
it adds nothing which enhances likelihood of confusion with opposer’s mark. 

The differences in goods and the differences in the commercial impres- 
sions created by the marks, when coupled with the record in this proceeding, 
are sufficient to support a conclusion that there is no likelihood of confusion, 
mistake or deception of purchasers, and applicant is therefore entitled to 
the registration sought.* 

The decision of the Examiner of Interferences is reversed. 





JULIUS KAYSER & CO. v. S. J. CHARIA AND COMPANY 
No. 33571 — Commissioner of Patents — July 3, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Application for CHARMISETTE for women’s and children’s scarfs is opposed by 
registrant of CHAMOISETTE for gloves and for cotton and silk piece goods. Opposer 
is engaged in manufacture of wearing apparel of various kinds including women’s 
and children’s hosiery, underwear, lingerie and gloves and relies solely on his 
registrations and impression created in minds of average purchaser. 

Assistant Commissioner holds that confusion of public is unlikely and since in 
this case there is no stated issue concerning CHAMOISETTE for piece goods, matter 
is solely an ex parte matter and since an inter partes issue has been raised action 
will not be reviewed in inter partes proceeding. 

Opposer failed to plead or prove facts showing damage since registrations are 
prima facie evidence only of ownership of mark, validity of registration and reg- 
istrant’s exclusive right to use of mark in commerce on goods recited therein. 





4. Opposer’s consent to registration by applicant of its mark for oranges is of no 
effect, since applicant has not alleged use of its mark on oranges. 
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Opposition proceeding by Julius Kayser & Co. v. 8. J. Charia and 
Company, application Serial No. 635,815 filed September 26, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Edmund Dill Scotti, of New York, N. Y., for opposer-appellant. 
Jones & Young of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register CHARMISETTE for scarfs for 
women and children, use since May 15, 1950 having been asserted. Oppo- 
sition has been filed by the registrant of CHAMOISETTE for gloves,’ for fabric 
gloves,’ and for cotton, silk, cotton and silk, and art-silk piece goods.* 

After the close of opposer’s trial period during which it offered no 
evidence, choosing to rely solely upon its registrations, applicant moved for 
judgment under Trademark Rule 24.4.4 The Examiner of Interferences 
issued an order to show cause why the opposition should not be dismissed, 
and opposer filed a response to the order. The Examiner of Interferences 
found the response to be insufficient, holding in effect that gloves and scarfs 
are quite different in kind, and in the absence of evidence to show a com- 
mercial relationship between piece goods (silk, silk and cotton, and art-silk) 
and scarfs and of any other evidence, except the registrations, the opposi- 
tion should, on authority of Endo Products, Inc. v. Strong, Cobb & Co., Inc., 
104 USPQ 72 (45 TMR 239), be dismissed. Opposer has appealed. 

The Endo Products case set forth the following procedure: 


1. Where a party in position of plaintiff chooses to rely solely 
upon records of the Patent Office, on motion duly made by the party 
in position of defendant, an order may be entered that such party 
show cause within a specified time why judgment should not be 
rendered against him. 


2. If no showing is made in response to the order, default judg- 
ment should be entered against the opposer. 


3. If the showing is insufficient and it is found that no right to 
relief has been shown, the motion should be granted and the action 
should be dismissed. 


4. If the showing is sufficient to create doubts as to whether or 
not the party in position of plaintiff has shown a right to relief, the 
motion should be denied, and periods should be fixed for presentation 
of defendant’s case and for rebuttal.® 





1. Reg. No. 77,596 issued April 19, 1910, renewed twice, and published in accord- 
ance with Sec. 12(c) on May 30, 1950. 

2. Reg. No. 184,919 issued June 3, 1924, renewed. 

3. Reg. No. 187,733 issued August 12, 1924, renewed. 

4. Rule 2.132 of the present Rules of Practice in Trademark Cases is a revision 
of prior Rule 24.4, and is not inconsistent with the interpretation of that Rule in Endo 
Products, Inc. vy. Strong, Cobb § Co., Inc., 104 USPQ 72 (45 TMR 239), although it 
represents changes in procedure. 

5. The revised Rule (2.132[b]) reads: 

“If no evidence other than Patent Office records is offered by the party in 
the position of plaintiff, any party in position of defendant, without waiving his 
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In determining the sufficiency of opposer’s showing in this case, con- 
sideration must be given to the pleadings, to facts which are common knowl- 
edge, to opposer’s registrations, and to an evaluation of the probable im- 
pression created in the minds of average purchasers of the goods; and all 
reasonable inferences therefrom are viewed in the light most favorable to 
opposer. 

The substance of opposer’s pleading is that it is engaged in manu- 
facturing and selling wearing apparel of various kinds, including women’s 
and children’s hosiery, underwear, lingerie and gloves; that it applies to 
its said products a number of trademarks, among them CHAMOISETTE; that 
applicant’s mark CHARMISETTE is used on scarfs for women and children and 
opposer’s mark CHAMOISETTE is used on gloves for women and children, 
the items being “goods of the same descriptive properties”; and that con- 
sumer confusion is likely to result from applicant’s use of CHARMISETTE on 
scarfs in view of opposer’s use of CHAMOISETTE on gloves. Opposer pleaded 
ownership of its two registrations for gloves and of its registration for 
piece goods. 

A registration is, under the terms of the statute, prima facie evidence 
of ownership of the mark, validity of the registration, and registrant’s 
exclusive right to use the mark in commerce on the goods recited therein. 
It is not evidence of any other facts or of any conclusions pleaded. 

Assuming for purposes of this proceeding that opposer is exercising its 
exclusive right to use CHAMOISETTE on gloves, as pleaded under oath and as 
evidenced by its registrations, it is not believed that CHARMISETTE when 
applied to scarfs, so resembles CHAMOISETTE when applied to gloves as to 
be likely to cause confusion, mistake or deception of purchasers, particularly 
where, as here, the suggestive nature of opposer’s mark is so apparent when 
used on fabric gloves. The Examiner of Interferences was correct in dis- 
missing the opposition on the record as to opposer’s two registrations of 
CHAMOISETTE for gloves. 

With reference to the registration of CHAMOISETTE for piece goods, 
opposer pleaded ownership of the registration, but it did not plead that it 
is engaged in the business of selling piece goods, or that it is using 
CHAMOISETTE on piece goods, or that purchasers are likely to be confused 
between CHARMISETTE as applied to applicant’s scarfs and CHAMOISETTE as 
applied to its piece goods. Issues in these cases are created by pleadings, 
and in this case there is no stated issue concerning CHAMOISETTE for piece 
goods. The matter, therefore, is solely an ex parte matter which has been 
passed upon by the Examiner of Trademarks, and no inter partes issue 


right to offer evidence in the event the motion is denied, may move for dismissal 
on the ground that upon the law and the facts the party in position of plaintiff 
has shown no right to relief. The party in the position of plaintiff shall be allowed 
fifteen days after service of the motion to file his argument in opposition to the 
motion. Judgment may be rendered against the party in position of plaintiff, or 
the Examiner of Interferences may decline to render judgment until all the evidence 
is in. In the latter event, testimony periods will be reset for the party in position 
of defendant and for rebuttal.” 
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having been raised, his action will not be reviewed in an inter partes 
proceeding. 

The Examiner of Interferences was correct in dismissing the opposi- 
tion with regard to the registration of CHAMOISETTE for piece goods, but 
the dismissal should have been based upon the failure of opposer to plead 
or prove any facts from which damage to opposer might be presumed. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE LA RESISTA CORSET COMPANY 


Commissioner of Patents — July 3, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of INFLATA BRA for brassieres is refused as likely 
to be confused with registered mark INFLATION for brassieres and foundation gar- 
ments since they are virtually indistinguishable in sound and create a substantially 
identical commercial impression. 


Application for trademark registration by The La Resista Corset 
Company, Serial No. 637,052 filed October 23, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


D. Lewis Mattern, of Bridgeport, Connecticut, for applicant. 


LEEpDs, Assistant Commissioner. 


An application has been filed to register nvFLATA BRA for brassieres, 
use since October 9, 1952, having been asserted. Registration has been 
refused on the ground that applicant’s mark so resembles the mark 
INFLATION registered for brassieres and foundation garments’ as to be 
likely to cause confusion or mistake of purchasers. Applicant has appealed. 

According to applicant’s argument, its mark “is applied to bras- 
sieres which are, in fact, adapted to be inflated with air and this is 
the significance intended to be attached to the combination of the coined 
or fanciful word ‘inflata’ and the word ‘bra’.” Aside from the fact that 
the application is not so limited and of the further fact that there is nothing 
in the record which shows that the owner of the registration relied upon 
does not make brassieres adapted in the same manner, the terms INFLATA 
BRA and INFLATION BRA are virtually indistinguishable in sound; they do 
not look unlike; and they create substantially identical commercial impres- 
sions. 

It is true that registrant’s mark is INFLATION and applicant’s is INFLATA 
BRA, but “bra” is the common name of an item recited in the registration 
and in the application on appeal, and both parties are therefore entitled 
equally to use the word. Furthermore, brassieres are usually ordered orally 


1. Reg. No. 332,385, issued Feb. 11, 1936 and published in accordance with Section 
12(c) on Feb. 8, 1949; renewed. 
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and the natural tendency in ordering or asking for the respective brassieres 
would be to ask for INFLATION BRA Or INFLATA BRA. The virtual identity in 
sound, it is believed, would inevitably result in confusion or mistake of 
purchasers. 

The decision of the Examiner of Trademarks is affirmed. 





EX PARTE THE LIBERTY ELKHORN MINING COMPANY 


Commissioner of Patents — July 3, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for registration of LIBERTY ELKHORN for coal is refused as to be 
likely to cause confusion with registered mark LIBERTY for same goods. Registrant 
is entitled to designate its coal LIBERTY ELKHORN when it comes from Elkhorn 
seam. Addition of seam or mining district to an already registered mark is insuffi- 
cient to distinguish applicant’s coal from the coal of registrant. 


Application for trademark registration by The Liberty Elkhorn Mining 
Company, Serial No. 659,000 filed January 5, 1954. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Oberlin & LIimbach, of Cleveland, Ohio, for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register LIBERTY ELKHORN for coal, 
use since November 17, 1953 having been asserted. Registration has been 
refused on the ground that the mark so resembles the registered mark 
LIBERTY for coal’ as to be likely to cause confusion, mistake or deception of 
purchasers. Applicant has appealed. 

Applicant is a company engaged in the mining and selling of coal. 
ELKHORN is the name of a seam of coal and the mining district where the 
seam is located in Kentucky. All who mine and sell coal from that seam 
and district are entitled to designate it ELKHORN, and the records of the 
Patent Office indicate that at least some of them do.? Buyers of coal are 
generally familiar with names of seams and mining districts from which 
coal is mined, and they would be likely to recognize ELKHORN as used by 
applicant as designating the seam or district from which the coal comes. 

LIBERTY ELKHORN would undoubtedly indicate to purchasers that the 
coal is LIBERTY coal from the Elkhorn seam. Since LIBERTY has been regis- 
tered to another, the Examiner of Trademarks properly held that under 
the circumstances of this case applicant’s mark so resembles the registered 
mark LIBERTY as to be likely, when applied to coal, to cause confusion, 
mistake or deception of purchasers. Registrant is entitled to designate its 
coal LIBERTY ELKHORN when it comes from the Elkhorn seam or district. 





1. Reg. No. 215,617 issued July 13, 1926, renewed. 


2. See: Reg. No. 391,651—pPaTSY COLLEEN OF ELKHORN; Reg. No. 175,541—KoNA 
ELKHORN; and Reg. No. 193,455—-TEPEE ELKHORN. 
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The addition to an already registered mark of the name of the seam or 
mining district from which the coal comes is insufficient to distinguish 
applicant’s coal from the coal of the registrant. 

The decision of the Examiner of Trademarks is affirmed. 





MAX SHRAGE COMPANY, INC. v. 
KAYLON INCORPORATED 


No. 32889 — Commissioner of Patents — July 3, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of TOMMIE-TEENS for ladies’ and girls’ pajamas, 
beach coats and bath robes is opposed by registrant of TOMMY TUCKER for boys’ 
shirts and blouses and same mark with illustration of boy playing a banjo for 
polo shirts and boys’ shirts. 

Although products on which marks are used would reasonably be thought to 
emanate from same source, there is little likelihood of confusion as opposer’s mark 
is name of well-known “Mother Goose” character and applicant’s mark is not likely 
to stimulate any particular association, and registration may be issued. 


Opposition proceeding by Max Shrage Company, Inc. v. Kaylon Incor- 
porated, application Serial No. 632,034 filed July 1, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Leon M. Strauss, of New York, N. Y., for applicant-appellant. 


Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y., for 
opposer-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register TOMMIE-TEENS for ladies’ and 
girls’ pajamas, pajama coats, beach coats, smock coats, utility coats, and 
bath robes, use since February 25, 1952 having been asserted.‘ Opposition 


1. Applicant owns the following registrations, among others: 

Reg. No. 335,848—rTomMiEs for ladies’ pajamas, June 16, 1936. 

Reg. No. 400,463—TOMMIEGOWN for men’s and ladies’ sleeping wear, Mar. 9, 
1943. 

Reg. No. 414,610—tTommicEcoaT for men’s and ladies’ pajamas and night robes, 
June 19, 1945. 

Reg. No. 421,375—TOMMIES TWINS for pajamas and night robes, May 28, 1946. 

Reg. No. 421,530—TOMMIESET for pajamas and night robes, June 4, 1946. 

Reg. No. 422,775—TRAVELING TOMMIES for pajamas and night robes, Aug. 13, 
1946. 

Reg. No. 429,758—TINY TOMMIES for pajamas and night robes, May 20, 1947. 

Reg. No. 541,393—TOMMIES DOODLE for the items identified in the present ap- 
plication, Apr. 24, 1951. 

Reg. No. 542,328—-TOMMIES DODDLECOAT for the items identified in the present 
application, May 15, 1951. 

Reg. No. 544,913—-TOMMIES SLACKERS for the items identified in the present 
application, July 10, 1951. 

Reg. No. 551,297—TOMMIES JABBER-JACKET for the items identified in the 
present application, Nov. 27, 1951. 
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has been filed by the registrant of Tommy TucKER for boys’ shirts and 
blouses,? and TOMMY TUCKER, with an illustration of a singing boy playing 
a banjo, for polo shirts, and boys’ shirts and blouses.? The Examiner of 
Interferences sustained the opposition, and applicant has appealed. 

The record consists of copies of opposer’s registrations and applicant’s 
application file. 

The products identified in the registrations and the application are 
of a character which would reasonably be thought to emanate from a single 
source if sold under the same mark. A conclusion as to likelihood of confu- 
sion must therefore be based on the probable impact of the marks upon 
the average purchaser as he or she buys the goods under the ordinary 
circumstances and conditions of purchase in the usual retail outlets. The 
marks neither look alike nor sound alike, so the conclusion must turn on 
the “significance” or mental associations likely to result from seeing the 
respective marks on the respective goods. 

Opposer’s mark, as stated in its Reg. No. 433,466, is the name of a 
well-known character in the “Mother Goose” nursery rhymes. It is believed 
that the immediate and inevitable association in the minds of purchasers 
upon seeing opposer’s mark on its goods would be—“Little Tommy Tucker 
sang for his supper.” 

Applicant’s mark, when applied to its goods is not likely to stimulate 
any particular association, except that when it is considered that applicant 
has, since 1936, used at one time or another—and possibly uses presently— 
TOMMIES and TOMMIE combined with various other words as marks for 
sleeping wear and coats, it may result in an association in the purchasers’ 
minds with other of applicant’s marks. It does not suggest opposer’s mark 
or the products sold under its TOMMY TUCKER mark. 

On the record here, no facts appear to support a conclusion of likeli- 
hood of confusion, mistake or deception of purchasers, and the opposition 
is dismissed.* 

The decision of the Examiner of Interferences is reversed. 


2. Reg. No. 148,909 issued to a predecessor on Nov. 29, 1921, and renewed to 


another predecessor. 
3. Reg. No. 433,466 issued Oct. 14, 1947. 
4. The dismissal of this opposition is consistent with the results in Opposition 


Nos. 28,551; 28,557; 28,558; 28,559; 30,082; 30,083 and 30,084 in which this opposer 
was unsuccessful before the Patent ’ Office in its oppositions to TOMMIECOAT, TOMMIE- 
GOWN, TINY TOMMIES, TOMMIE SHIRT, TOMMIETOP, TOMMIEROBE, and TOMMIESHIRT. 
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TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Application for registration of SUN-LASHES for artificial lashes for protecting 
the eyes from effects of sun rays is refused as term does not perform trademark 
function of indicating origin but is aptly descriptive of the product. 
























Application for trademark registration by Klis Hale Volkening, Serial 
No. 635,335 filed September 16, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing application. Affirmed. 


Mason & Graham, of Los Angeles, California, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register SUN-LASHES, within an 
exaggerated illustration of eyelashes, for “artificial lashes for protecting 
the eyes from effects of the sun’s rays,” + use since September 5, 1952 having 
been asserted. Registration has been refused on the ground that the 
term sought to be registered is nothing more than the name of the goods 
and is therefore unregistrable. Applicant has appealed. 

The specimens show the name of ROSE MARIE REID? above the words 

SUN-LASHES and the phrases PROTECT YOUR EYES FROM THE SUN and NO WHITE 
: CIRCLES TO SPOIL YOUR TAN appear below SUN-LASHES. 
Not only is SUN-LASHEs an apt description for artificial lashes for 
protecting the eyes from the effect of the sun’s rays, but it seems to be 
the only apt description for them. Applicant argues, “Obviously the sun 
does not have ‘lashes,’ and eyelashes are not for the purpose of shading the 
eyes from the sun.” As for the first portion of the argument, it would be 
as logical to say that the term “sun glasses” is not the common name of an 
article of commerce since the sun does not have (or wear) glasses. As for 
the second portion, the lashes identified in the application admittedly are 
to “protect your eyes from the sun.” 

It is clear from this record that sUN-LASHEs is the apt description—or 
common name—of the artificial lashes and is used as the name of the goods. 
Under such circumstances, the term does not and cannot perform the trade- 
mark function of indicating origin in applicant. 

The decision of the Examiner of Trademarks is affirmed. 
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nid 1. As originally filed, the application sought registration of the term for “sun 
ashes, 

2. In response to the examiner’s inquiry concerning the appearance of ROSE MARIE 
REID, applicant stated, “The name ROSE MARIE REID appears on the labels because the 
devices have been sold and distributed by that concern.” It does not appear from the 
present record how —o himself uses the words SUN-LASHES on goods sold by him; 
nor does it appear that Rose Marie Reid’s use of the term would inure to applicant’s 
benefit within the meaning of Sections 5 and 45 of the statute, 
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VAPON, INC. v. DREYFUSS 
No. 6106 — Commissioner of Patents — July 5, 1956 


CANCELLATION PROCEDURE—IN GENERAL 


CANCELLATION PROCEDURE—EVIDENCE 
Prior user of CURL-TITE for hair waving liquids petitions for cancellation of 


Supplemental Registration for cuRL-TITE for hair curling fluid. 

Petitioner failed to file certified transcript as required by Rule 276, but filed 
uncertified carbon copy of deposition. Since respondent failed to object and accepts 
carbon copy as true copy of deposition no question will be raised by Patent Office. 

Petitioner’s volume of business of CURL-TITE has been sporadic and inconse- 
quential over period of years and he has not discharged burden of showing that 
he is or will be damaged by respondent’s registration. Record shows that respondent 
was entitled to registration at time of application. Assistant Commissioner holds 
that respondent should not now suffer loss of mark and registration of product, 


and petition is dismissed. 


Cancellation proceeding by Vapon, Inc. v. Nelson Dreyfuss, Registra- 
tion No. 520,110 issued January 17, 1950. Registrant appeals from decision 
of Examiner of Interferences sustaining petition. Reversed. 


Towson Price, of Glen Ridge, New Jersey for petitioner-appellant. 
Popp & Popp and Popp & Sommer, of Buffalo, N. Y., for respondent- 
appellee. 


Legps, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration No. 
520,110, issued January 17, 1950, showing curL-TITE for hair curling fluid. 
Petitioner asserts ownership of cURL-TITE for hair waving liquids as a result 
of its prior and continuous use thereof. The Examiner of Interferences 
granted the petition, and respondent has appealed. 

The record’ shows that petitioner is a manufacturer of drug products 
and toilet preparations which it sells under various trademarks. A “bonus 
card” (a type of order form) identified by a customer as being used by 
petitioner shows LAN-0-SET, VELOMENE, SPEEDWAVE and VAPON as petitioner’s 
marks. There is no reference to CURL-TITE. The president of petitioner 
identified customer orders, shipping orders and invoices showing one ship- 
ment of CURL-TITE waving fluid in each of the years of 1944 through 1953 
to a total of five customers in Connecticut, Massachusetts, New Jersey and 
Pennsylvania, with a total sales value of $478.44. The witness stated that 
he did not know what percentage of the total number of orders the invoices 

represented; that he did not know what jobbers in New York handled 
petitioner’s CURL-TITE products; and that he did not choose to reveal the 


1. It is noted that petitioner failed to file a certified transcript as required by 
Rule 276; but an uncertified carbon copy of a deposition was filed. Since respondent 
has failed to object and appears to accept the carbon copy as a true copy of the 
deposition, no question will be raised by the Office in this case. 
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volume of business done in the cuRL-TITE product. Petitioner’s president 
testified that there had been no advertising of cURL-TITE hair waving 
liquid, but he stated that in 1944 “we announced the introduction of cURL- 
TITE to a list of between 50 and 100 wholesalers.” Petitioner has never 
exhibited the cuRL-TITE product at trade shows. There are vague and in- 
definite statements that the business has grown from year to year, and the 
witness testified that such growth has “led us to believe that the product has 
interesting possibilities for future development”; but the record fails to 
show from what proportions or to what proportions the business has grown. 
Two of petitioner’s New York customers who were called as witnesses by 
respondent testified that for many years they had handled petitioner’s 
LAN-O-SET, VELOMENE, SPEEDWAVE and VAPON products, but they had never 
heard of a CURL-TITE product sold by petitioner. 

Petitioner first learned of use of cURL-TITE by another when a customer 
in Florida advised by a letter dated June 15, 1949 that in March of that 
year his company had ordered some CURL-TITE from petitioner through error 
caused by “your trade name for same. We wanted cURL-TITE but not your 
product which is a different product altogether than yours * * *.” The 
customer then added, “We would be glad to prepay the freight on its return 
and other merchandise from you to cover same.” Petitioner’s president, 
according to his testimony, later saw the respondent’s product. 

The record leads to the conclusion that such sales as have been made 
by petitioner under the mark CURL-TITE have been sporadic and inconse- 
quential over a period of years, but that no real market has been developed 
for the product as contrasted with its products sold under its other marks. 
If such were not the case, petitioner should have chosen to reveal the volume 
of business done in the cURL-TITE product by offering evidence sufficient to 
convince the tribunals of the Patent Office that it had acquired such rights 
through use of the mark that damage to its business could be presumed 
from respondent’s registration. This it has failed to do; and presumably 
it has made the strongest showing possible. 

Meanwhile, according to the record, respondent has continuously 
advertised his CURLTITE hair curling fluid since 1947 in trade periodicals 
and newspapers, by direct mail, and by demonstrations at trade shows at 
least twice a year. Sales under the mark in 1948 amounted to $52,000, and 
have averaged over $50,000 annually since that time. In excess of $20,000 
have been spent in advertising and creating a consumer demand for the 
product. Although respondent makes a line of products for treatment of 
the hair and sells them under various marks, his cURLTITE fluid is, according 
to his testimony, his most important product. 

Under the facts presented in this case, petitioner has failed to discharge 
its burden of showing that it is or will be damaged by respondent’s regis- 
tration; and there is nothing in the record to show that respondent was 
not entitled to registration of cURLTITE at the time it filed its application. 
The facts of this case are not unlike those in Elizabeth Arden Sales Corpo- 
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ration v. H. Bomze & Bro., Inc., 89 USPQ 643 (41 TMR 748) (Com’r, 
1951), in which it was held, in effect, that if a petitioner’s use of a mark 
was sporadic or inconsequential while the respondent built up a substantial 
business, the respondent should not now suffer loss of its mark, or its 
registration, for its product. 

The decision of the Examiner of Interferences is reversed, and the 
petition is dismissed. 
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